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From the Editor

Farewell, Summertime!
Lindsey M. Welfley

ith school back in session and fall right around the corner, the September issue
W of The Advocate is here! This issue is sponsored by the Intellectual Property Law
Section and boasts eight Section-sponsored articles, each jam-packed with informative,
relevant content.

To start the issue off, Jeremy Tamsen writes an intriguing piece on the power of one
beverage hailing from Florida to create a far-reaching legal industry. Next, part two of
Ryan Lindig’s article on the intellectual property aspects of synthetic diamonds - part
one was published in the January 2022 issue, just in case you need a refresher! Following
Ryan is Cynthia Boakye-Yiadoms’s article about the recent roadblocks to patent eligibility.
On the topic of patents, next is an article by Ryan Marshall on how to get more patent
term — it’s part luck and part strategy.

Switching over to the trademark realm, the next article by Romney Hogaboam
provides a 101 on trademarks for general practitioners. Then, Jaxon Munns writes
about how to protect your clients from exploding international trademark registrations.
Following Munns, Alexandra Breshears discusses the many dangers and intricacies
of software reseller agreements. And last of the Section-sponsored articles, this issue’s
Featured Article by Teague Donahey explores the continued importance of the U.S.
International Trade Commission as a vehicle for necessary intellectual property law
enforcement.

This issue also includes a book review by Kirk Houston of the new fifth edition of
Business and Commercial Litigation in Federal Courts, as well as a recap of the 2022
Idaho State Bar Annual Meeting in Twin Falls.

We hope you find this issue both interesting and helpful to your practice!

Lindsey M. Welfley
Communications Director
Idaho State Bar ¢ Idaho Law Foundation, Inc.
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Bar Actions

SCOTT D. GALLINA
(Resignation in Lieu of
Disciplinary Proceedings)

On June 28, 2022, the Idaho Supreme
Court entered an Order accepting the res-
ignation in lieu of disciplinary proceedings
of Asotin County, Washington attorney
and former judge, Scott D. Gallina. Mr.
Gallina was admitted to the Idaho State
Bar in September 1990 and the Wash-
ington State Bar Association (“WSBA”)
in June 1991. The Idaho Supreme Court’s
Order followed a stipulated resolution of a
disciplinary proceeding that related to the
following conduct.

On April 10, 2019, when Mr. Gallina
was a judge in Asotin County, he was ar-
rested by the Washington State Patrol at
the Asotin County Courthouse on sus-
picion of second-degree rape, second-
degree assault, and indecent liberties, in-
volving two female court employees, J.G.
and T.T. On April 4, 2022, Mr. Gallinas
criminal trial was set to begin when he
entered into a plea agreement with the At-
torney General of Washington (“AG”). On
that date, the AG filed a Sixth Amended
Information charging Mr. Gallina with
one count of Assault in the Third Degree
with Sexual Motivation with respect to
J.G., a felony, and one count of Assault in

the Fourth Degree with Sexual Motivation
with respect to T.T., a gross misdemeanor.
Mr. Gallina pled guilty to these charges
and will be sentenced to a minimum pris-
on term of 13 months and a maximum of
27 months.

With respect to the felony count of
Assault in the Third Degree with Sexual
Motivation, the Sixth Amended Informa-
tion alleged, and Mr. Gallina admitted,
that from May 18, 2017 through April 9,
2019, he unlawfully and intentionally as-
saulted J.G. while she was engaged in her
official duties as a court-related employee
and that one of the purposes for which Mr.
Gallina committed the crime was for his
sexual gratification. With respect to the
gross misdemeanor count of Assault in
the Fourth Degree with Sexual Motiva-
tion, the Sixth Amended Information al-
leged, and Mr. Gallina admitted, that from
January 18, 2018 to September 13, 2018,
he unlawfully and intentionally assaulted
T.T. with sexual motivation. Mr. Gallina’s
misconduct ranged from inappropriate
sexual comments to unsolicited and non-
consensual shoulder rubs.

The Idaho Supreme Court accepted
Mr. Gallina’s resignation in lieu of disci-
plinary proceedings. By the terms of the
Order, Mr. Gallina may not make applica-
tion for admission to the Idaho State Bar

sooner than five years from the date of his
resignation. If he does make such applica-
tion for admission, he will be required to
comply with all of the bar admission re-
quirements in Section II of the Idaho Bar
Commission Rules and shall have the bur-
den of overcoming the rebuttal presump-
tion of the “unfitness to practice law””

The Order also provides that consis-
tent with L.B.C.R. 512(d), if an appeals
court vacates or reverses Mr. Gallina’s
conviction, or if a trial court enters an
order granting a motion for a new trial,
a motion for judgment of acquittal, or a
motion to withdraw a plea of guilty, that
removes Mr. Gallinas conviction of the
crimes, which are the basis for this sanc-
tion, Mr. Gallina may file with the Clerk
of the Idaho Supreme Court, a motion for
dissolution or amendment of the sanction.

By the terms of the Idaho Supreme
Court’s Order, Mr. Gallinas name was
stricken from the records of the Idaho Su-
preme Court and his right to practice law
before the courts in the State of Idaho was
terminated on June 28, 2022.

Inquiries about this matter may be di-
rected to: Bar Counsel, Idaho State Bar,
P.O. Box 895, Boise, Idaho 83701, (208)
334-4500.

PRACTICE

WITH

PURPQSE

It's one thing to talk about meaningful

pro bono work. But how do you

get started? How can you ensure

you're doing your parte

Join retired magistrate Mick Hodges and
aftorneys from around the state to learn
about pro bono opportunities and how

October

Wednesday Thursday

04 05

Trails End Brewery, 3568 W.
Bosank Ave., Coeur d'Alene,

06
Hells Canyon Grand Hotel. 621
21st St., Lewiston, 5:30-7 p.m.

5:30-T pm.

11 12
Canyon County Administative
Building, 111 Morth 11th Ave., Suite
130, Caldwell, 5:30-7-30 p.m.

18 19

The Yellowstone Restaurant,
230 W. Bonneville St.,
Pocatello, 5:30-7 p.m.

Idaho Supreme Court Building
Lincoln Room, 451 W. State
St., Boise, noon-1:30 p.m.

13
Milner's Gate, 205 Shoshone St.
M., Twin Falls, 5:30-7 p.m.

20

Bonneville County Courthouse
Centennial Room, 805 N. Capital
Ave_, ldaho Falls, noon-1:30 p.m.

You are invited to a one-hour meal & CLE ethics training

on topics important to pro bono practitioners. Learn about
the benefits and the need for pro bono service at an event
near you!

even in retirement you can help as an

Emeritus attorney.

For questions contact Jennifer Schindele at jschindele@isb.idaho.gov.

We'll see you there!
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President’s Message
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Lead the Way!

Kristin Bjorkman Dunn
President
Fourth District

’ve practiced law for a while, but this

month marks the start of something

new as I begin my term as the President
of the Idaho State Bar. When I selected
“attorney” as my future field of work for an
English class paper in the Ninth grade, 'm
not sure I would have predicted that this is
where I'd be in 2022.

For starters, there is the question of
how much thought I actually put into
the assignment. Did my teenage self just
choose something in order to get on with
it and put it behind me? I can't recall
what made me focus my attention on “at-
torney, but I suppose it could have been
that I approached the assignment by go-
ing through the alphabet, giving consider-
ation to careers corresponding with each
letter, or it could be that my subconscious
knew this was the path for me. I can'tsay
for sure, but I do know it was not front and
center in my thoughts when I started col-
lege majoring in chemical engineering.'

Regardless of what possessed me to
choose this career, I wouldn't trade it in,
and now as I embark on my new role, I
have been reflecting on my time as an at-
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torney. Among my reflections are my ear-
ly times as a new practitioner. I remem-
ber the green suit I wore to my swearing
in ceremony, the new attorney program
full of helpful information for beginning
practitioners, and how fabulous it was to
be free of the pressures of studying. Much
kindness was shown to me by other attor-
neys in those early days, and I'm so glad
that I heeded the advice of other lawyers
to pick up the phone and ask questions. I
can’t think of a time that my call wasn’t met
with gracious advice. I really am grateful
to those who were generous with their ad-
vice and time. And still, I remember other
moments when I felt unsure - such as the
time I went to my first hearing with not
much more than a “you’ll be fine”

These remembrances have caused me
to think of the newly minted class of attor-
neys about to embark on their legal career.
July 2022 saw a whopping 183 individu-
als take the Idaho bar exam. Later this
month on September 30%, we will greet
the successful candidates as members of
the Bar, and my hope is that our new bar
colleagues will be met with a hearty wel-
come. I remember all too well what it was
like to be starting out, and you probably
do too. Entering the law profession can
be intimidating, even scary. Turn yourself

into a welcome committee and introduce
yourself to a new lawyer. Ask them how
its going. Offer to meet them for a cup
of tea’ and talk about the practice. Give
them the phone number that rings direct-
ly to your desk. Tell your story and learn
theirs. Doing so fosters and deepens the
connections and relationships within our
Idaho legal community. We are a small
bar and one of its advantages is the oppor-
tunity to know and relate to one another.
Become a mentor. Having a mentor
and friend can make a huge difference to
a newly practicing attorney. Be there to
offer suggestions, help prepare for a hear-
ing, or offer tips on conducting an initial
meeting with a prospective client. Teach
appreciation and respect for all members
of the law office. Help our new colleagues
understand the business of lawyering.
Provide guidance about time manage-
ment, building clientele, and develop-
ing an engagement letter. Be a source of
knowledge, advice, and counsel for new
attorneys. Provide feedback. Let our new
attorneys know you want them to succeed.

You can also be a conduit to help our
new colleagues expand their own net-
works. Invite a new attorney to attend a
meeting with you. Maybe you are a mem-
ber of Idaho Trial Lawyers Association or



a regular at Inns of Court. Perhaps you
belong to one or more Sections of the
Idaho State Bar and participate in the Sec-
tion meetings. You might be a member of
Idaho Women Lawyers or Attorneys for
Civic Education. Whatever it is, ask a new
attorney to join you and introduce them
to others. But don’t stop there. Encourage
them to provide pro bono services and be
involved in their communities.

Be kind. Show our new colleagues that
were a community. Remember these folks
might be feeling overwhelmed. Some may
be new parents. Others might be starting
a second career. Some may be the first
person in their family to attend college, let
alone earn a graduate degree. So just be

gentle. No one wins in a game of “I had
to struggle my way through; therefore, it
should be no different for you”

We elevate ourselves and the Bar when
we reach out and lend our support.

Kristin Bjorkman is a prin-
cipal with the Boise law firm
Bjorkman Dempsey Foster
where her work is focused
on real estate and business
[\ ' ing lived in Salmon, Burley,
Moscow, Coeur dAlene, and Boise, Kristin
knows a thing or two about distances be-
tween places in Idaho. When she’s not in
the office you might find Kristin outdoors

on her bike, running on the greenbelt, or
making a playlist of music hits from the
80%. She and her husband, Rob, have two
children.

Endnotes

1. What a surprise it must have been to Mr. Lee when |
ultimately enrolled in law school. He was one of my fa-
vorite teachers at Moscow High School. He taught all
my science classes and after a field trip to the chemis-
try lab at the University of Idaho, I was certain I'd found
my calling.

2. People talk a lot about meeting for coffee but I've
never liked coffee. | tried it the first time because |
wanted to be like my grandma. | tried it again as an
adult and still didn't like it. | suppose some people feel
that way about tea. | know my husband and children
think it tastes like dirt water.

Come Visit our NEWLY Remodeled Mediation Center

Rivers Edge
MEDIATION

Vo 3
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Mediation IArbitratib'n | Spscigl Master

Peter C. Erbland

Fonda L. Jovick

Erik P. Smith

“From your first cup of coffee to your fully executed agreement . . .

we will take care of it all.”

P: (208) 765-6000 | E: peacemaker@riversedgemediation.com | W: riversedgemediation.com
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Executive Director’s Report

©Don Gadda

2022 Resolution Process

Diane K. Minnich
Executive Director, Idaho State Bar

Proposed Resolutions -
Deadline September 26

Do you, your District Bar Association,
Practice Section, or committee have a pro-
posed rule revision or law related issue
that that you think should be supported
by the Idaho State Bar membership? If
so, the fall Resolution Process, or “Road-
show;” is the opportunity to propose issues
for consideration by members of the Bar.

Unlike most state bars, the Idaho State
Bar cannot take positions on legislative
matters, or propose changes to rules of the
Court, or substantive rules governing the
Bar, by act of its bar commissioners, or at
its Annual Meeting. These matters must
be submitted to the membership for a vote
through the Resolution Process.

Idaho Bar Commission Rule 906 gov-
erns the Resolution Process. Resolutions
for the 2022 Resolution Process must be

submitted to the Bar’s office by the close
of business on September 26, 2022. If you
have questions about the process or how
to submit a resolution, please contact me
at dminnich@isb.idaho.gov or (208) 334-
4500.

We hope you can join us at the fall
Resolution meeting in your district. The
tentative dates are listed below.

At the Resolution meetings we also

2022 District Bar Association Resolution Meetings

District Date Time District Bar President City
First Judicial District Thursday, November 3 Noon Casey R. Simmons Coeur d’Alene
Second Judicial District | Thursday, November 3 6:00 p.m. | Brennan A. Wright Lewiston
Third Judicial District Monday, November 14 6:00 p.m. | Jeffrey L. Phillips Nampa
Fourth Judicial District | Tuesday, November 15 Noon Jim A. Cook Boise
Fifth Judicial District Thursday, November 10 6:00 p.m. | Linda E. Wells Twin Falls
Sixth Judicial District Thursday, November 10 Noon Jared A. Steadman Pocatello
Seventh Judicial District | Wednesday, November9 | Noon Hyrum D. Erickson Idaho Falls
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present the 2022 Professionalism and Pro
Bono Awards to attorneys in each district,
as well as honor retiring judges. The infor-
mation about the Professionalism and Pro
Bono award recipients, and the retiring
judges is included in the August issue of
The Advocate.

Thank You

Kurt Holzer and Anne-Marie Fulfer com-
pleted their service as Bar Commissioners
at the close of the 2022 Idaho State Bar
Annual Meeting. It was not an easy time
to serve as a commissioner. They both
dealt with difficult issues, they had very

little opportunity to enjoy
the role through live meet-
ings and events. I appre-
ciate Anne-Marie’s calm,
reasonable approach, and
Kurt’s willingness to step \
in and deal with challenging issues.
have different styles and ap-
proaches, both beneficial
to the Bar during unique
times. Special thanks to
Anne-Marie and Kurt for
their commitment and ser-
vice to the Bar and the profession.

For the coming year, Kristin Bjorkman
Dunn, began her term as President at the

end of the Annual Meeting in July, she
will serve until January 2022; Laird Stone
will serve as President from mid-January
through the 2023 Annual Meeting in July.
We welcome recently elected Commis-
sioners Mary York of Boise and Jillian
Caires of Coeur d’Alene, who join Gary
Cooper, Kristin, and Laird.

As I note each year, serving as a com-
missioner takes an incredible amount of
time. The lawyers who are elected as Com-
missioners are truly dedicated to serving
the profession — my sincere thanks for
their service!

CIVIL MEDIATION

SERVICES

@208 711-0187

WWW.ILYONSODOWD.COM

COLEUR D'ALENE

REMOTLE

Orr-SITE

e
=

Lyons O’DowbD

ATTORNEYS & COUNSELORS

R
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Gatorade Lightning Bolt. Stock.adobe.com, Editorial Use License.

From the Ivory Tower to Your Household: How One Beverage
Helped Create a Far-Reaching Legal Industry

Jeremy K. Tamsen

efore World War II, relatively little
B research and development (“R&D”)

occurred in the United States and
the federal government funded only about
20% of the research and development
activities in the nation.' In 1940, feder-
ally funded R&D totaled only about $130
million (in 2022 dollars) with research
focusing primarily in the areas of natu-
ral resources, agriculture, and national
defense.? During World War II, however,
the U.S. federal government made massive
investments in research to devise new in-
novations to bolster the military effort.

To help meet the technical demands
of the war, three important changes were
made to the structure of federal R&D
projects. First, academic researchers were
allowed to work in their own laboratories
on wartime R&D projects, rather than
themselves becoming members of the mil-
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itary as was required during World War L.
Second, the federal government created a
mechanism to contract third parties for
R&D work even when the approach and
outcome were not precisely specified in
advance. Third, the federal government
agreed to pay indirect costs — or overhead
— as well as paying for the direct expenses
for those performing R&D under federal
grants and contracts.” Motivated by the
rigors of war, by 1947 federal R&D ex-
penditures totaled about $1.1 billion in
2022 dollars, representing an approximate
10-fold increase in federal R&D spending
over just seven years.*

At the conclusion of World War II,
federal support for R&D was consolidat-
ed and new agencies were formed to lead
research efforts in medicine, natural sci-
ences, aeronautics, and new weapons. The
Soviet Union stunned the world in 1957
with the successful space launch of the sat-

ellite Sputnik; fears over the loss of Ameri-
can technological superiority spurred the
federal government to create more new
agencies and appropriate more funding to
combat future “technological surprise”
By 1980, total federal R&D expenditures
topped $101 billion (in 2022 dollars), rep-
resenting another approximate 10-fold
increase in U.S. federal research expen-
ditures over 1947 levels, rising from only
$130 million in 1940.°

The development stalemate

With such massive increases in federal
R&D expenditures came a host of new
innovations. By 1979, federally funded
R&D resulted in the development of over
28,000 patents, all of which were owned
by the federal government.” However, no
clear pathways existed for third parties to
license government-sponsored innova-



tions. Indeed a report by the U.S. General
Accounting Office indicated that in 1979,
out of those 28,000 issued patents, fewer
than 5% of inventions funded with pub-
lic money had been developed into prod-
ucts.?

The problem was that the government
would not itself develop those patents into
products, though it owned the intellectual
property. At the same time, few compa-
nies were willing to invest to develop the
government patents without first secur-
ing exclusive rights, since developing a

rats, though not all of the funding went to
Dr. Cade.”

A lifelong sports fan, Dr. Cade became
aware of a problem faced by the Florida
Gators football team: players were suf-
fering from heat exhaustion and loss of
water during the heat of summer games,
causing the team to lose and players to be
hospitalized." Dr. Cade had an idea for a
beverage that could help. The recipe was
simple, requiring just a few inexpensive
ingredients, and soon Dr. Cade was ready
to test his concoction against dehydra-

In 1965, the Gators athletic department
paid $1,800 to Dr. Cade to make 500 gallons
of the elixir for all the football teams.

product from a nascent patent can take
years of hard work and heavy investment.
Therefore, the government-owned patents
sat unused, a testament to a national sys-
tem of innovation that was broken. Worse
than being unused, the large number of
unlicensed government patents actually
blocked other inventors from obtaining
patent rights in new inventions that could
be used in commerce, if not for the block-
ing, unused government patents. Some-
thing needed to change.

Creation of Gator Aid

In 1968, one 40-year-old Florida man
and his co-workers set the stage for a wa-
tershed moment in the United States. For
a few years, Dr. Robert Cade had been
an Associate Professor of medicine at the
University of Florida. He was working on,
among other things, a small grant from
the U.S. Department of Health, Education,
and Welfare (“HEW?”).® The HEW grant
was good for $40,000 per year to focus on
studying sodium levels in the kidneys of

tion on the football field. He went to head
football coach Ray Graves who agreed to
allow the doctor and his co-workers to use
the Gators’ freshman football team as test
subjects."?

Mystique grew as the football team
racked up more wins than ever, while the
coaches and players credited the “Gator
Aid” that Dr. Cade had invented to help
the Gators win on the field. In 1965, the
Gators athletic department paid $1,800 to
Dr. Cade to make 500 gallons of the elixir
for all the football teams. The name was
ultimately changed to “Gatorade” after
the inventors realized that using the word
“aid” in the name would require proof
that the drink had a clear medicinal use,
and subject the drink to clinical testing."
The doctors were able to make a few oth-
er sales and yielded $1,500 by selling to
schools like the University of Richmond
and Miami University of Ohio. After the
first football season, Dr. Cade filed a pat-
ent application for the formulation of his
sports beverage by working with a patent
attorney."

While the Gators had finished one
successful season powered by Gatorade,
Cade and his colleagues had not been
successful in attracting national attention
to their beverage. Like most innovative
faculty members, Cade likely did not see
much promise in leaving his post as a doc-
tor and faculty member at the University
of Florida to start a company marketing,
selling, and distributing a product. Cade
also lacked the business expertise to start
and run such a venture — he was a medi-
cal researcher and faculty member, not a
businessman. While they did seek suc-
cess, the inventors were not interested in
spending their lives marketing a beverage,
so they looked for partners to help expand
the venture."

Attracting Investment
from Stokely-Van Camp

In March 1967, Cade and his co-in-
ventors struck gold when they successfully
negotiated a deal to license the recipe and
name for Gatorade to Stokely-Van Camp
Inc., a processed food company out of In-
diana. Soon thereafter, the co-inventors
formed the Gatorade Trust (“the Trust”)
to manage royalties coming back to the
inventors.'® At the first presentation, the
Stokely Board of Directors was uncon-
vinced that Gatorade would be a commer-
cial success, in part because the salty, lime-
juice and water beverage was unpalatable.
In exchange for the rights to use and
market the Gatorade name and formula,
the company declined to pay the flat fee
of $1 million asked for by the inventors.
Instead, the Board chose a royalty struc-
ture: a $5,000 signing bonus, plus a royalty
of five cents on every gallon sold, with a
minimum annual royalty of $25,000."

Developing the nascent formula for
a hydration treatment into an attractive
consumer-ready product took time and
other valuable resources. Immediately, the
company invested in creating a completed
consumer product by formulating several
Gatorade flavors. The owners and Board of
Directors of the company were concerned
about the return on their investment, so
the company also sought to obtain further
patent protection by filing three additional
U.S. patent applications and several appli-
cations in other countries.'® The company
also filed a trademark for the name “Ga-

torade”?
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Multiple changes to the drink packag-
ing were also required in the initial year.
Gatorade was initially distributed in the
same metal cans used for Stokely Pork &
Beans, but the composition of the drink
caused the cans to deteriorate, causing it
to leak into refrigerators in both stores
and homes. This led to a switch to using 32
oz. glass bottles to make distribution eas-
ier, but sports teams did not like handling
the glass bottles. Through further invest-
ment, the company created a powdered
concentrate that could be mixed with wa-
ter to make the wonder drink right on the
sidelines.”

To push the beverage into the view of
Americans nationwide, in 1967 Stokely
executives agreed to pay $25,000 per year
to call Gatorade the official sports drink of
the NFL. The contract required every NFL
team to have orange Gatorade-branded
coolers on the sidelines during every
game, even if their team did not purchase
and drink the beverage. Investments by
Stokely paid dividends and Gatorade be-
came the new flagship product for the
company.*!

Another road bump requiring further
investment came in 1969 when cyclamate
was removed by the FDA from the list of
substances generally recognized as safe for
use in foods, effectively banning the prod-
uct in consumer beverages. The artificial
sweetener was used in the original Gato-
rade formulation, so the company then
had to scramble to find resources to refor-
mulate their top product.??

The Gatorade lawsuits

When the money did start to flow
along with the rising tide of Gatorade
sales, officials at the University of Florida
(“UPF”) and in the federal government
took note. After royalties crested $200,000
in 1970, and Dr. Cade collected $42,000
from the Trust, federal government of-
ficials contacted Dr. Cade to assert that
the government may be the proper owner
of the patent rights in the recipe, thanks
to the HEW-funded grant he was work-
ing on at University of Florida.” UF had
also threatened to sue for the rights to the
recipe, and in 1970, the Gatorade Trust
preemptively filed suit against UF in In-
diana, near the Stokely headquarters. The
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University of Florida filed a countersuit in
Florida against the Trust and Stokely in
1971, and the U.S. Department of Justice
filed in Washington D.C. listing the Trust,
Stokely, and UF as co-defendants.”

The lawsuits were settled with the U.S.
federal government and the University of
Florida when Stokely-Van Camp and the
inventors agreed to abandon the three U.S.
patent applications associated with the
recipe. Instead, the doctors agreed to pub-
lish the recipe in a medical journal, free
for anyone to use.” Note that, unlike the
patent system of publication, the medical
journal publication did not reserve any
exclusive rights in the recipe for the inven-
tors, or their licensee Stokely-Van Camp.

Through the settlement agreements,
the Gatorade trademark was allowed to
live on, with University of Florida taking
assignment of the trademark rights and
licensing them to Stokely.?® The settlement
also provided a share of the proceeds from
future Gatorade sales to the U.S. federal
government and the University of Florida,
based on royalties paid to the Gatorade
Trust from continued use of the Gatorade
trademark by Stokely. By 2015, 50 years
after the initial formula was invented,
the Gatorade trademark licensing deal
brought in more than $1.1 billion in royal-
ties.”

What is “technology
transfer”?

Following the Gatorade saga, and in
the face of growing public concerns re-
garding American global economic com-
petitiveness, several legislators began
working on a better framework for devel-
oping federal research into products and
services. Working together with universi-
ties and national laboratories across the
country, Congress in the late 1970s crafted
a new national innovation policy to fa-
cilitate the transfer of innovations from
research institutions — primarily universi-
ties and national laboratories — to private
industry, with the goal of driving societal
impact from federal research investments.

In general, the practice of translating
federally funded inventions and discov-
eries into products and services is today
known as “technology transfer”” The prac-
tice was founded in the United States with
the Bayh-Dole Act (“the Act”) passed by

Congress and signed into law in 1980,
which authorized research institutions to
retain title to intellectual property created
through activities funded by federal dol-
lars.”®

The intention of the Act is to enable
research institutions to use intellectual
property to protect research outputs that
show potential to positively impact soci-
ety. By protecting new innovations prior
to publication in scientific literature, re-
search institutions can create value by
creating proprietary rights that can be li-
censed to third parties. The revenue gener-
ated from commercially licensing patents,
copyrights, trademarks, and trade secrets
is an intentional outcome of the activities
authorized by the Act, and research insti-
tutions are directed by the Act to invest
licensing revenues in programs that sup-
port ongoing research at the institution.*

Since the patent system is best thought
of as a specialized form of publication,
the aims of the Act are consistent with the
mission of research institutions in the U.S.
- to create and disseminate knowledge.
Through the system of patent applica-
tion and publication, inventors and their
research institutions can obtain exclusive
rights in an invention - a 20-year monop-
oly granted by and enforceable through
the federal government - while simulta-
neously publishing enough detail to en-
able another person to duplicate and build
upon the results.

This monopoly serves as a time-limit-
ed reward to inventors for publicly reveal-
ing, through the patent application, the
inner workings of their invention. Indeed,
the patent office requires what is termed
an “enabling disclosure” of the invention
and how it functions; the patent applica-
tion by law must be a “full, clear, concise,
and exact” description of the invention,
“and of the manner and process of making
and using it...”** The patent system and
the practice of technology transfer aim to
create a balanced environment through
which innovators and the greater public
good can both benefit, by providing time-
limited exclusivity in exchange for full
public disclosure of new inventions.

From the ivory tower
to your household

Without the practice of technology



transfer, much of today’s best innovations
would not be available to consumers as
products. Gatorade’s inventors and inves-
tors endured a series of legal battles and
overcame numerous practical hurdles to
get the product to market. Without this
foundation, it would still be very diffi-
cult to commercialize federal R&D in the
United States.

So be grateful the next time that you
go to sleep on a memory foam mattress
brought to you by NASA-funded research,
or brush your teeth with a Sonicare®
toothbrush thanks to work funded by the
National Institutes of Health.*» When you
enjoy eating a Honeycrisp® apple, think
of the researchers at University of Min-
nesota who worked for 20 years to breed
and commercialize the variety.® After
Lasik eye surgery, when you can clearly
read content on Google®, you can thank
researchers at the University of Michigan
for the laser and Stanford for the search al-
gorithm.*® Much of modern life has been
touched by federal R&D, made accessible
through the legal practice of technology
transfer - bringing innovations from the
ivory tower into your household.

'"" Jeremy K. Tamsen is the
Chief Technology Transfer
Officer for the University of
Idaho and a proud alumnus
of the University of Idaho
: College of Law (2016). In
addition to being an intellectual property

attorney, he is a professional astrophotogra-
pher and avid outdoorsman.

Endnotes

1. VANNEVAR BUSH ET AL., SCIENCE, THE ENDLESS FRONTIER: A
REPORT TO THE PRESIDENT ON A PROGRAM FOR POSTWAR SCIEN-
TIFIc RESEARCH Appendix 3 (United States Government
Printing Office, 1945).

2. NATIONAL RESEARCH COUNCIL, ET AL., ALLOCATING FEDERAL
FuNDs FOrR Science AND TecHNoLogy 41 (National Acad-
emies Press, 1995).

3. /d. At 42.

4. RicHArRD Rowserg, CoNg. ResEARcH Serv., 95-1209
STM, Feperal R&D Funbing: A Concise History 2 (1998).
5. NATIONAL ResEArRcH COUNCIL, ET AL., note 2 at 42.

6. Federal R&D Budget Dashboard | American Asso-
ciation for the Advancement of Science, https://www.

aaas.org/programs/r-d-budget-and-policy/federal-
rd-budget-dashboard (last visited Jul 10, 2022).

7. US. Gen. Accounting Orrice, GAO/RCED-98-126,
TeCHNOLOGY TRANSFER: ADMINISTRATION OF THE BavH-DoLE
AcT BY REsEARCH UNIVERSITIES 3 (1998).

8./d.

9. DARREN ROVELL, FIRST IN THIRST: HOW GATORADE TURNED THE
SCIENCE OF SWEAT INTO A CULTURAL PHENOMENON 65 (2006).

10. David E. Rosenbaum, U.S. Sues Gatorade Maker
for Its Profits, Saying Grant Financed Developer, N.Y.
Times 21, August 12,1971

11. RoveLL, note 9 at 22.
12./d. at 27.

13. /d. at 36-38.

14. /d. at 49.

15. /d. at 51.

16. /d. at 53.

17. Id. at 57-58.

18. Kyle Welch, Born in the Lab, Proven in the Market:
Gatorade's Impact on U.S. IP Policy & Research Inno-
vation, 20 Wake ForesT J. oF Bus. AnD INTELL. Prop. Law,
278,293 n.127 (2020) (describing evidence of numer-
ous patent filings by Stokely, domestic and interna-
tional).

19. GATORADE, Registration No. 72280842.

20. RoveLL, note 9 at 61-64.
21./d.
22.1d. at 73-74.

23. /d.at 65-66; Karen Grassmuck, Gatorade Brings U.
of Florida's $17-Million and 5 Court Actions, CHRON.
HIGHER EDUC. (June 12, 1991), https://www.chroni-
cle.com/article/Gatorade-Brings-U-of-Florida/87070
(stating that royalties “reached $200,000 a year” by
1970).

24. RoveLL, note 9 at 83-85.
25. /d.at 74; Welch, note 18 at 293 n.127.
26. RoveLL, note 9 at 74.

27. Darren Rovell, Royalties for Gatorade Trust sur-
pass $1 billion: ‘Can't let it spoil us, ESPN.com (2015),
https://www.espn.com/college-football/story/_/
id/13789009/royalties-gatorade-inventors-surpass-
1-billion (last visited July 10, 2022).

28. Patent and Trademark Law Amendments (Bayh-
Dole) Act of 1980, Pub. L. No. 96-517.

29. Bayh-Dole Act, 37 C.F.R. § 40114, at SPRC(k)
(3) (2019) (“The balance of any royalties or income
earned by the contractor with respect to subject in-
ventions, after payment of expenses (including pay-
ments to inventors) incidental [sic] to the administra-
tion of subject inventions, will be utilized for the sup-
port of scientific research or education...”).

30.35U.S.C. §112 (2011).

31. What is Technology Transfer? - Gardner ISP,
(2021), https://gardnerisp.com/what-is-technology-
transfer/ (last visited Jul 10, 2022); Rachel Broan, Da-
vid Giuliani, Fomer CEO and Co-Founder of Sonicare
and Clarisonic, Dies at 75, BEAUTY INDEPENDENT (2022).

32. University of Minnesota, Honeycrisp: The Apple of
Minnesota's Eye, Association of University Technology
Managers: The Better World Project, https://autm.
net/about-tech-transfer/better-world-project/bwp-
stories/honeycrisp-apple (last visited July 10, 2022).

33. America’s Seed Fund: A Review of SBIR and STTR:
Hearing Before the Subcommittee on Research and
Technology of the House Committee on Science,
Space, and Technology, 116th Cong. 13 (2020); Stan-
ford University, Taking a Chance on Google, Associa-
tion of University Technology Managers: The Better
World Project, https://autm.net/about-tech-transfer/
better-world-project/bwp-stories/google (last visited
July 10, 2022).

district court judges

McClaran Legal Research &
Writing, LLC
Amie McClaran, J.D.

® 13 years of experience as a staff attorney to Idaho

® Member of the Idaho State Bar
® Reasonable hourly rates, with reduced rates for
Public Defender Conflict cases

® No charge for consultations

(208) 994-2020 | mcclaranlrw@gmail.com
www.mcclaranlrw.com

Insurance Expertise

Thirty-nine years of insurance experience, claims adjusting, claims management,
claims attorney, corporate management, tried to conclusion over 100 jury trials with
insurance involvement, participated in hundreds of arbitrations and appraisals.

Contact Rod Saetrum ].D. licensed in Utah and Idaho.
Telephone (208) 336-0484 | Email Rodsaetrum@saetrumlaw.com.

SRETHON I OFFICES

2Advocate « September 2022 17



Protecting the Intellectual Property
Aspects of Synthetic Diamonds: Part 2

Ryan Lindig

Editor’s Note: Due to length and
space constraints, the author and
Editorial Advisory Board opted to
split publication of this article into

two installments. This portion is
the second half, with the first half
published in the January 2022 issue.

Recall from Part 1 of this article that
we are creating and analyzing a hy-

pothetical to explore how control
over the 4C’s translates to intellectual
property protection.

Suppose Lili Jewelry has licensed the
Meteor Cut trademark and design and
utility patents to Lightbox for its creation
of its flagship synthetic diamond: The
Blue Moon Diamond. The diamonds are
CVD grown in Lightbox laboratories and
are cut using the Meteor Cut. After cut-
ting and polishing, each diamond weighs
five carats every time. In the CVD growth
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chamber, Boron is added 300 parts per bil-
lion to consistently create the same light
blue color, and the clarity is always graded
at either VVSI or VVS2. We will be using
this fictional Blue Moon Diamond as a
starting point for the following discussion
on synthetic diamond protection.

Synthetic diamond intellectual
property protection

A synthetic diamond embodies the
same features as a natural diamond; a can-
vas upon which a cut is made. Diamond
cuts are still protectable when used upon
synthetic diamonds as they are on natu-
ral diamonds; cuts made upon synthetic
diamonds do not lose any of the patent
and trademark elements that apply to cuts
made on natural diamonds.

However, now that the 4C’s of dia-
monds are within the control of manu-
facturers, we can begin to explore the

possibility of protecting more than just
the diamond cut. The actual synthetic dia-
mond itself could be protected through
copyright and trade dress.

Trade dress

As discussed earlier, trade dress can
be registered as a trademark at the Unit-
ed States Patent and Trademark Office
(“USPTO”). Trade dress refers generally to
the total image, design, and appearance of
a product and “may include features such
as size, shape, color, color combination,
texture, or graphics.”! Size, shape, and col-
or combinations make up a diamond. The
Blue Moon Diamond is likely registrable
under the USPTO as a product-design
trade dress. This means it would require
a secondary meaning in the minds of con-
sumers to be protected as a trademark.?

Instilling a secondary meaning in the
minds of consumers is no easy task. First,
Lightbox would have to register the trade



dress by filing a drawing of the mark, so a
drawing of the Blue Moon Diamond, in-
cluding the name, color, cut, clarity grade,
and weight, probably Trademark Class 14.
Then, Lightbox would have to pour mil-
lions of dollars-worth of advertising into
the Blue Moon Diamond as its signature
flagship diamond and restrict its use to
certain jewelry designs, such as a ring, a
pair of earrings, and a necklace to limit the
instances where a consumer would see the
diamond. This is to create more reliable
connections between the diamond and
Lightbox and avoid consumers thinking
every roundish blue diamond is the Blue
Moon Diamond. After a few years, con-
sumers active in the jewelry market would
likely establish a secondary meaning for
the diamond.

By having well-defined limits of what
its trade dress is, Lightbox would set itself
up for success in the courts should a claim
for trade dress infringement arise. In this
case as established, the trade dress is the
diamond alone, as well as when set with-
in one type of ring, one type of a pair of
earrings, and one type of necklace. Most
courts exercise “particular caution” when
extending protection to product designs.?
For example, the Yurman design company
once sought to protect its jewelry design
under trade dress. The court was unwill-
ing to extend protection because Yurman
could not articulate exactly what the trade
dress was.*

To sustain a claim for trade dress in-
fringement, a plaintiff must prove (1) that
its claimed dress is nonfunctional, (2) that
its claimed dress serves a source-iden-
tifying role, and (3) that the defendant’s
product or service creates a likelihood of
consumer confusion.’

Of the three infringement elements,
the first two would be the most concrete-
ly challenging. While the Meteor Cut is
functional, the Blue Moon Diamond as a
whole is not. A competent lawyer would
likely succeed in proving the diamond and
relevant jewelry pieces are not functional,
as jewelry is not usually considered func-
tional.® The more difficult obstacle would
be proving the Diamond has a secondary
meaning within the minds of consumers.
However, such a task is not impossible, es-
pecially if Lightbox were to coordinate its
marketing plans with the anticipated legal
challenges.”

A likelihood of consumer confusion is
difficult to pin down at this stage. This is a

hypothetical scenario, and so we could go
down a rabbit hole of hypotheticals about
how Tiffany & Co. was able to create a
synthetic manufacturing wing because of
an influx of cash from their acquisition by
LVMH, but that is unproductive. A likeli-
hood of consumer confusion is possible,
as with any trademark, but is not a current
threat.

Copyright

A diamond cut cannot be copyrighted
on its own, and, for the same reasons, a
diamond as a whole cannot either. As dis-
cussed previously the barriers to obtaining
copyright protection are the originality re-
quirement, the separability, merger, and
Scénes a Faire doctrines, and the policy
issues that come with giving a piece of art
exclusive rights.

Originality means only that the work
was independently created by the author
and that is possess as least some degree of
creativity.® Courts would be hard pressed
to say that a diamond, no matter the cut,
color, or specifications, could be found
to be original. Diamonds have been cut
since the 15007, and while changing the
color of a diamond has not been around
for as long, it is prolific.” Even if the Blue
Moon Diamond could pass the threshold
of originality, other sub-doctrines would
prohibit its protection.

Perhaps the only copyright doctrine
that applies to the cut and not the Blue
Moon Diamond as a whole is the separa-
bility doctrine. Copyright does not pro-
tect the pictorial, graphic, or sculptural
features of useful articles, unless those fea-
tures are separable from the useful article’s
utilitarian aspects.’® However, the Blue
Moon Diamond as a whole is not func-
tional as just the Meteor Cut is. There is
no separability argument when there is no
functional part of the diamond. Even if a
court was to break precedent and analyze
the functionality of the Blue Moon Dia-
mond’s elements, rather than the entire
piece, an opaque stone of the same color,
cut, and carat size, would likely be sepa-
rable and thus protectable."

While an argument could be made
for protecting the Blue Moon Diamond
under the merger doctrine, protecting it
would be nye impossible under the Scénes
a Faire doctrine. Under the merger doc-
trine, a court will not protect copyright

work from infringement if the idea under-
lying copyright work can be expressed in
only one way."? The copyright protection
may be denied where the idea is insepa-
rably tied to the expression of that idea.”
Under the Scénes a Faire doctrine, when
certain commonplace expressions are in-
dispensable and naturally associated with
the treatment of a given idea, those ex-
pressions are treated like ideas and there-
fore not protected by copyright.* In cases
related to the copyright protectability of
jewelry as a whole, lower courts have been
hesitant to apply protection.'

Growing a diamond to a specific size,
cut, and color can be achieved in other
ways than just how Lightbox is growing
the Blue Moon Diamond, but this argu-
ment would have better success under
trade secret than copyright and the merg-
er doctrine. The Scénes a Faire doctrine is
the major barrier; it harkens back to the
fundamental problem of the requirement
for novelty or originality. The market has
been absolutely saturated with diamond
cuts and colors for centuries; diamonds
are always used for jewelry. The expres-
sion of creating a diamond, not for indus-
trial purposes, is indispensable and natu-
rally associated with the purpose of the
diamond, which is jewelry. The general
consumer cannot tell the difference be-
tween a synthetic diamond and a natural
diamond - she is not supposed to be able
to tell the difference.

Finally, applying copyright protection
to the Blue Moon diamond would also
give it exclusive rights including the right
to create derivative works. The majority of
courts in the U.S. would be unwilling to
provide copyright protection for even the
most fleshed out of synthetic diamonds,
because of the problems that arise with
the Scénes a Faire doctrine, and exclusive
rights.

Trade secret

According to the USPTO, a trade se-
cret is information that has either actual
or potential independent economic value
by virtue of not being generally known,
has value to others who cannot legitimate-
ly obtain the information, and is subject to
reasonable efforts to maintain its secrecy.'®

The recipe and process for creating a
synthetic diamond is likely protectable
under the trade secret definition. The abil-
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Figure 1; Previously Figure 5in Part 1 of this article.

ity to create a valuable colored diamond
exactly the same every time has indepen-
dent economic value. This is proven with
the patent in Figure 1; the perfect emer-
ald cut patent demonstrates there are gem
cutters striving for the perfect rating from
different gem grading associations. The
ability to create a consistent stone that al-
ways receives a high grading from one of
those societies has economic value.

Conclusion

Natural diamond cuts will likely for-
ever be subjected to protection through
the use of simultaneous utility and design
patents, and trademark. I believe synthetic
diamonds have a broader area of protect-
ability and avenues to acquire that protec-
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tion. While copyright protection is likely
a dead end, a large diamond manufactur-
ing firm, perhaps under the umbrella of a
corporation or conglomerate, would likely
succeed in acquiring trade dress protec-
tions for certain diamonds, as it would
have the resources and foresight to plan
for the long term. For the short term, trade
secret protection is viable and available to
every synthetic diamond manufacturer
currently producing goods.

Ryan Lindig is a third-year
law student at the Univer-
sity of Idaho College of
Law and a graduate of the
University of Idaho with a
B.S. in public relations. His
desire to work at the inter-

section of technology and fashion has led
him to focus on intellectual property and
licensing. Outside of his legal pursuits,
Ryan is passionate about traveling the
country to mine for precious and semi-
precious gemstones which he uses to cre-
ate unique jewelry pieces and enhance his
overall gemcraft expertise.
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Getting More Patent Term: Luck and Thought

Ryan L. Marshall

he time a patent lasts can be very

valuable to the patent owner. Gen-

erally the term of a patent is 20 years
but in some instances the normal patent
term can be lengthened. It may greatly
benefit your client to investigate the avail-
ability of an extension of a patent term.
How does that happen and why would you
want that? There’s some luck and skillful
thought that goes into getting a longer
patent term. If your innovation is likely
to have commercial importance for many
years, that additional patent term can keep
competitors away for longer. This article
will review patent term basics, patent term
delays and extensions, and offer some
practical considerations as you navigate
the patent term process.

Patent Term Basics

Patents grant their owners the right
to exclude others from making, using, or
selling a claimed invention.' The granting
of this exclusivity right encourages inno-
vation that improves society in a myriad
of ways. The patent holder often reaps
greater profits if protected from direct
competition. These profits incentivize cre-
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ating innovative products that benefit our
culture and economy.

The patent term length has changed
with time as countries harmonize patent
laws and policies. The Uruguay Rounds
Agreements Act? became effective on June
8, 1995 and changed the patent term in the
United States making it consistent with
most countries around the world.

Before June 8, 1995, utility and plant
patents® typically had 17-year term from
the date the patent was issued. Patents
granted after the June 8, 1995 date have
a 20-year term from the effective filing
date.* Most patent matters in play today
have the applicable 20-year term.

The effective patent term (the term a
patent owner can actually enforce rights)
is often less than 20 years because patents
are often obtained before products are ac-
tually marketed or the patent office fails to
timely examine a patent application.

Many factors affect the length of the ef-
fective patent term. For example, products
that affect human health that are regulated
by the Federal Food, Drug, and Cosmetic
Act and the Public Health Service Act
must receive Food and Drug Administra-

tion (“FDA”) approval before marketing.
New human drug products generally un-
dergo extensive testing to show that the
drugs are both safe and effective. Those
periods of regulatory review and develop
often take several years and continue after
a patent grants.

To stimulate product development
and innovation, Congress enacted Title IT
of the Drug Price Competition and Patent
Term Restoration Act in 1984° to extend
patent life to compensate patent holders
for marketing time lost while developing
the product and awaiting government ap-
proval.

Another factor that effects the length
of the effective patent term is the time that
examination processes take at the U.S. Pat-
ent and Trademark Office (“USPTO”). A
patent owner cannot enforce patent rights
until a patent is granted from an examined
patent application.

Patent Term Adjustment

Patent term adjustment (“PTA”) is one
of two statutory ways to lengthen the term
of a U.S. utility patent.



The PTA statute, created in 1999, ac-
commodates delays caused by the USPTO
during examination of utility or plant pat-
ent application.

There are three forms of available PTA
referred to as “A” delay, “B” delay, and “C”
delay. PTA is the sum of daily totals of A,
B, and C delays, excluding other periods
of time.

Again, the sum of A, B, and C delay
represent the PTA a patent owner is statu-
torily entitled to following grant of the
patent. The amount of PTA is calculated
shortly before the patent grants in an issue
notification sent by the USPTO when the

projected publication date of the granted
patent is certain. The USPTO sends an is-
sue notification identifying the projected
patent number, grant date, and its calcula-
tion of PTA applicable to the patent.

If the patent owner believes the PTA
determination made by the USPTO is too
short, the applicant has two months from
the grant date to request reconsideration
of the PTA determination. An applicant
gets lucky when the USPTO takes too long
giving rise to any of the A, B, and C delays.
An applicant should be thoughtful and de-
liberate, however, to avoid activities that
take away from potential PTA accrual.
For example, applicants can file terminal
disclaimers that shorten the patent term of
subsequently granted patents that accrued
PTA but by terminal disclaimer, surrender
that PTA by tying the term of the subse-
quent patent to the term of an earlier is-
sued patent.

Another common way that applicants
surrender PTA is by delaying their own
examination activities. Examples of these
applicant delays include taking longer
than three months to reply to a USPTO
notice or office action, abandoning the
application, or late payment of the issue
fee. Another less common forfeiture arises
when the patent applicant decides to con-
vert a prior filed provisional application to
a non-provisional application instead of
filing a non-provisional application that
claims the benefit of priority to the provi-
sional filing.

There are other disqualifying activi-
ties. For example, applicants who submit
preliminary amendments or other pre-
liminary submission less than one month
before issuance of an office action or no-
tice of allowance that requires the issuance
of a supplemental office action or notice
of allowance may disqualify themselves
from the maximum accrued period. An-
other disqualifying activity arises from an
office action reply that is incomplete and
requires a supplemental reply. Even near
the end of examination, if the applicant
submits an amendment after a notice of
allowance, which also disqualifies the
applicant from realizing the maximum
amount of eligible PTA.

Conclusion

If the product life cycle covered by a

patent is so short that the end of the patent
term is not commercially significant for a
patent owner, then PTA is irrelevant. Lon-
ger product life cycles, however, benefit
from additional patent term. Identifying
what activities to take and not take dur-
ing patent examination, however, impacts
the potential PTA that accrues in USPTO
proceedings. Applicants, therefore, should
be deliberate about timeliness and pro-
cedural decisions that count toward and
against PTA accrual.

Ryan L. Marshall is a part-
ner at Barnes & Thornburg,
and represents a wide array
of clients ranging from Glob-
al Fortune 50 companies to

N startups, particularly in the
biotech and pharmaceutical industries. He
offers honed skill in global patent portfolio
creation and management, pharmaceutical
patent life-cycle planning, and intellectual
property due diligence. Ryan also conducts
patentability and freedom-to-operate stud-
ies, due diligence reviews, and infringement
and validity studies, as well as litigates even
the most challenging intellectual property
cases.

Endnotes

1.35U.S.C.§271.
2. Public Law 103-465

3. Design patents (often outside the U.S. as industrial
designs) have a different term from plant and utility
patents. On December 18, 2012, the Patent Law Trea-
ties Implementation Act of 2012 (PLTIA) was signed
into law. The PLTIA among other things sets forth
provisions implementing the 1999 Geneva Act of the
Hague Agreement Concerning the International Reg-
istration of Industrial Designs ("Hague Agreement”).
These provisions (Title | of the PLTIA) took effect on
May 13, 2015. As aresult, U.S. design patents resulting
from applications filed on or after May 13, 2015 have a
15-year term from the date of grant. However, patents
issued from design applications filed before May 13,
2015 have a 14-year term from the date of grant.

4. The “effective filing date” for a claimed invention is
the earlier of: (1) the actual filing date of the patent or
the application containing a claim to the invention; or
(2) the filing date of the earliest priority application
(i.e., the earliest filed provisional, nonprovisional, in-
ternational, or foreign application) to which a patent or
patent application is entitled to a right of priority. See
35U.S.C.§100(i). The effective filing date is evaluated
on a claim-by-claim basis.

5. Public Law 98-417
6.35U.S.C. § 154(b)(1)(A)
7.35U.S.C. § 154(b)(1)(B)

8. Typically arising after the applicant files a Request
for Continued Examination (RCE).

9.35U.S.C. §154(b)(1)(C)
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Recent Supreme Court Decisions
Pose Roadblocks to Patent Eligibility

Cynthia Boakye-Yiadom
T he world is a gradual continuum of

ideas; human ingenuity over many

centuries continues to transform
and enhance our society. It is therefore
imperative to encourage individuals to in-
vent knowing that they will be supported
and their intellectual property rights pro-
tected. Article 1, Section 8, Clause 8 of
the U.S. Constitution grants Congress the
power “to promote the progress of science
and useful arts, by securing for limited
times to authors and inventors the exclu-
sive right to their respective writings and
discoveries”! The framers of the Constitu-
tion believed that patent law encouraged
innovation by protecting private prop-
erty. In Federalist No. 43, James Madi-
son argued that creating patent law was
a matter of reason and public good.> This
article will discuss recent Supreme Court
decisions and the challenges to determine
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whether a particular invention is eligible
for patent protection.

Mixed reviews on current
Supreme Court jurisprudence
on patent eligibility

Patent law in the U.S. is governed by
the Patent Act and eligibility for a patent
is determined by Section 101. Under 35
U.S.C. § 101, “whoever invents or discov-
ers any new and useful process, machine,
manufacture, or composition of matter, or
any new and useful improvement thereof,
may obtain a patent.” The Court has long
held this language to mean that a broad
range of innovation is eligible for patent-
ing, but excluding laws of nature, abstract
ideas, and physical phenomenon.* There
have been mixed reviews of the Supreme
Court jurisprudence of this statute. Mayo
Collaborative Services v. Prometheus Labo-
ratories, Inc. and Alice Corp. v. CLS Bank

International are two recent landmark
cases that have guided the lower courts
decisions and the United States Patent and
Trademark Office (“USPTO”) in granting
patents.

At issue in Mayo was whether patent
claims covering processes that help doc-
tors who use thiopurine drugs to treat
patients with autoimmune diseases de-
termine whether a given dosage level is
too high or too low was patent eligible.®
Sometimes referred to as the “inventive
concept,” the Court concluded that the
claimed processes have not transformed
unpatentable natural laws into patent-
eligible applications of those laws because
simply appending conventional steps,
steps that are “well known in the art,” and
specified at a high level of generality, was
not enough to supply an inventive concept
that could transform the claims into a pat-
ent-eligible application.




Likewise, Alice involved computerized
or business-method patent claims. At is-
sue was whether a computer-implement-
ed scheme for mitigating “settlement risk”
(i.e., the risk that only one party to a fi-
nancial transaction will pay what it owes)
by using a third-party intermediary was
patent eligible.” According to the Court,
the claimed processes lacked an inven-
tive concept and held that they were not
patent-eligible because they were drawn
only to the abstract idea of intermediated
settlement that merely required generic
computer implementation.?

ematical formula for computing an alarm
limit in a catalytic conversion process
constituted a patent-ineligible abstract
idea."! And a method for hedging against
the financial risk of price fluctuations was
held to be a fundamental concept in eco-
nomic practice and therefore constitutes a
patent-ineligible abstract idea."

If the claim involves a statutory exclu-
sionary category for patenting, the second
question of the Mayo framework directs
us to ask, what else is there in the claim?
This question is answered by considering

The Court instead has left the lower courts and

the USPTO to draw upon its prior decisions and try

to synthesize a coherent set of rules for patent eligibility.

The Mayo and Alice framework di-
rects us to two questions: First, whether
the claims at issue are directed to “abstract
ideas,” “laws of nature,” or “natural phe-
nomena,” each of which is categorically
ineligible for patenting.” One of the chal-
lenges in making this first inquiry is that
most patent claims involve an “idea,” or
a “law of nature,” or a “natural phenom-
enon” or some combination thereof, at
some level. Another challenge, found in
computerized or business-method claims,
such as was present in cases like Alice, is
that the Court has never provided a pre-
cise definition of what constitutes an “ab-
stract idea”

The Court instead has left the lower
courts and the USPTO to draw upon its
prior decisions and try to synthesize a
coherent set of rules for patent eligibility.
For example, the Court held in Gottschalk
v. Benson that claims for an algorithm to
convert binary coded decimal numerals
into pure binary form constituted a pat-
ent-ineligible abstract idea.'® Similarly, the
Court held in Parker v. Flook that a math-

the elements of each claim, both indi-
vidually and as an ordered combination,
to determine whether the additional ele-
ments transform the nature of the claim
into a patent-eligible application of the
abstract idea.” This analysis, which the
Court describes as an “inventive concept,’
is an element or combination of elements
that is sufficient to ensure that the patent
in practice amounts to significantly more
than a patent upon the ineligible concept
itself." Although this two-step approach
seems to be clear, courts and practitioners
have struggled with applying the test to
determine whether a particular invention
is eligible for patent protection.

Attempts to apply the
Supreme Court’s patent
eligibility test

The holdings in these cases, coupled
with subsequent decisions by the Court of
Appeals for the Federal Circuit and guide-
lines from the USPTO have altered expec-
tations regarding patent-eligible subject

matter and have introduced a need to
reassess both mature and developing pat-
ent applications. The USPTO continues to
streamline its guidance on subject matter
eligibility based on the case law in this
area. In 2014, for example, the USPTO is-
sued interim guidance on patent subject
matter eligibility. In line with Alice, the
guidance sets out a two-step process for
determining subject matter eligibility for
claims directed to laws of nature, natural
phenomena, and abstract ideas. Step one
says the claimed invention “must be di-
rected to one of the four statutory catego-
ries”" Step two says it “must not be wholly
directed to subject matter encompassing a
judicially recognized exception.” *¢

The recent case law under 35 US.C. §
101, including the USPTO guidance, has
narrowed the scope of inventions allowed
for patent protection. At the same time,
it makes it challenging for applicants to
show subject matter patent eligibility. In
the Alice decision at the Federal Circuit,
Judge Moore predicted that the decision
may result in “the death of hundreds of
thousands of patents” By requiring the
courts and the USPTO to look for the ex-
istence of an “inventive concept,” and as to
whether claim elements are “well-known
in the art)” recent Supreme Court deci-
sions on Section 101 have injected ambi-
guity, uncertainty, and unpredictability
into patent eligibility determination.

Uncertainty and
unpredictability permeates
efforts to obtain patents

Unpredictability and uncertainty
about what types of inventions qualify for
patenting not only undermines the U.S.
patent system but it creates unacceptable
risks to investments that American entre-
preneurs choose to make in innovation."”
Research and development in the infor-
mation technology ecosystem, for exam-
ple, thrives when the rules of the road are
clear; on the other hand, uncertainty with
patent eligibility undermines productivity
and causes issues during patent prosecu-
tion.'®

According to the report that was re-
leased by the USPTO in response to its
request on July 9, 2021, for public com-
ments on the current state of patent
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eligibility jurisprudence, although stake-
holders expressed differing views on the
impacts of the current jurisprudence for
determining patent subject matter eligi-
bility, respondents nonetheless agreed that
whatever the standard for determining
whether an invention is eligible for pat-
enting, it should be “clear, predictable, and
consistently applied by the USPTO and
the courts”” Whiles some respondents
claimed that the current law is sufficiently
clear, predictable, and consistent, many
other respondents felt that the current
state of the law creates too much uncer-
tainty in which inventions may be eligible
for patent rights, which has led to a reduc-
tion in the amount of investment in criti-
cal areas of innovation like software and
medical diagnostics.

For example, International Business
Machines (“IBM”) critiqued the judicially
created “abstract idea” exclusion from
patent eligibility because it continues to
unnecessarily generate wide uncertainty
about the validity of information tech-
nology patents because abstraction is a
foundational characteristic of computer
science”? It is a significant concern to in-
novators and patentees, who rely on the
patent system to protect their investment
in computer-related innovations. This
uncertainty reduces public confidence in
issued patents, making it harder for inven-
tors to benefit from those patents.

Recently, the U.S. Supreme Court de-
clined to hear American Axle & Manu-
facturing, Inc’s bid to revive its patent on
technology for quieting driveshaft noise,
turning away a case that may have clarified
the circumstances under which inventions
warrant a patent.”! After the ruling, a U.S.
Patent and Trademark Office spokesper-
son said that innovation “cannot thrive
in uncertainty;” and that the office is com-
mitted to “making every effort to ensure
that the U.S. patent system is as clear and
consistent as possible” Here, the Court
rejected the certification petition even
though the Solicitor General encouraged
the Court to hear the case. The strength
of the U.S. patent system and the incen-
tives for innovation as intended by Con-
gress have been called into question due to
the uncertainty and unpredictability with
these recent case law.

Aside from uncertainty and unpre-
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dictability regarding subject matter eligi-
bility, recent case law on Section 101 has
limited the subject matter that are eligible
for patenting thereby rendering many use-
ful inventions currently ineligible for pat-
ent protection.

Narrow scope of allowable
claims due to recent
Supreme Court opinions

In order not to render patent claims
ineligible by discounting claim limita-
tions, the Supreme Court’s earlier prec-
edents under 35 U.S.C. § 101 required the
courts and the USPTO to assess eligibility
of the claimed process as a whole without
exclusive considerations of written de-
scription, definiteness, novelty, and non-
obviousness.”? However, recent Supreme
Court rulings requiring courts and the
USPTO to look for the existence of an
“inventive concept,” and whether claim
elements are “well-known in the art,” have
rendered many inventions ineligible for
patent protection.

In fact, the use of these criteria have
led to court decisions ignoring limitations
in a patent claim by finding one or more
limitations individually routine or con-
ventional, and then rendering the balance
of that claim ineligible as a matter of law.?’
The Federal Circuit in Ariosa Diagnostics,
Inc. v. Sequenom, Inc. observed that the
Supreme Courts sweeping language in
the patent eligibility test must be applied
to require lower courts hold that ground-
breaking, innovative, or even brilliant
discoveries can be excluded from patent
protection.*

If the Supreme Court does not offer
clear guidance on how to articulate 35
U.S.C. § 101, undesirable effects including
high costs to obtain a patent and risks to
American innovation can undermine the
purpose of Article 1, Section 8, Clause 8 of
the U.S. Constitution.

Increase in general cost
of drafting an application
for a patent

As result of the current Supreme Court
decisions on patent eligibility, the cost of
drafting an application has increased and
the potential value of an issued patent has
decreased due to patent eligibility con-

cerns. In the recently released report by
the USPTO on Subject Matter Eligibility,
Dominion Harbor, an intellectual proper-
ty consulting firm whose business mod-
el relies on patents, argues that current
subject matter eligibility jurisprudence
has turned many situations that should
be routine, commercial patent licensing
transactions into unnecessary and costly
patent litigation.”® According to the New
York Intellectual Property Association,
since Alice, patent prosecution costs has
increased by up to 30% and some mem-
bers estimate the cost of drafting an appli-
cation has increased from 20% to 30% due
to patent eligibility concerns.?

Narrow scope of allowable
claims poses a risk to
American innovation

Recent Supreme Court opinions di-
recting the lower courts to require claims
have an “inventive concept” has signifi-
cantly narrowed the scope of allowable
claims. Data analyzed by A. Sasha Hoyt
found that during the four-year period
following the Supreme Court’s Mayo deci-
sion, venture capitalist (“VC”) investments
in disease diagnostics technologies were
$9.3 billion less than those investments
would have been without Mayo, which
held that a claimed diagnostic method was
an unpatentable law of nature.”

Although VC investment totals in di-
agnostic technologies have generally in-
creased since Mayo, that increase has been
lower than VC investment in other indus-
tries over the time period analyzed.” Hoyt
consequently concludes that confusing,
inconsistent interpretations of Section 101
following Mayo has reduced incentives to
invest in medical diagnostics research and
development.”” Additionally, IBM notes
that it has had what it called “a high per-
centage” of U.S. patent applications aban-
doned for patent eligibility issues with
counterpart applications in other coun-
tries that reached patent status.*® This has
led to a reduction in the amount of invest-
ment in critical areas of innovation like
software and medical diagnostics.”

Conclusion

The Court should look to offer a clear,
predictable, and expansive interpretation
of 35 U.S.C. § 101 for our patent system to



be strengthened and to encourage innova-
tions which was the intended purpose of
Article 1, Section 8, Clause 8 of the U.S.
Constitution. The Court missed its op-
portunity this term to clarify the issue by
rejecting the American Axle petition for
certiorari, but hopefully they will take the
opportunity in the near future to provide
much-needed guidance in this area.

Cynthia Boakye-Yiadom
is a rising 3L at the Univer-
sity of Idaho College of Law,
where she expects to gradu-
ate in May 2023, with an
emphasis in Business Law
& Entrepreneurship. She is
president of the Women’s Law Caucus and a
managing editor of the Critical Legal Stud-
ies Journal. Ms. Yiadom is also the founder
and owner of Signet Nannies, LLC that
operates in three states including Georgia,
Alabama, and Idaho.
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Trademarks for General Practitioners

Romney J. Hogaboam

ized practice area to which a practi-

tioner can fruitfully devote a career.
However, a general practitioner can serve
their clients well by considering intellec-
tual property, and trademarks specifically,
when advising and serving their business
clients and the earlier in the process, the
better. Although expertise is always help-
ful, general practitioners can become rea-
sonably knowledgeable about trademarks,
identify when they can meet clients’ needs,
and recognize when to refer a matter out
for additional expertise.

Three general types of trademarks
likely affect your clients: federal registered
trademarks, state registered trademarks,
and common law trademarks. Although
this article focuses primarily on federal
registered trademarks, a basic under-
standing of trademarks, and each type of
trademark, is helpful. The United States’

I ntellectual property law is a special-
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federal trademarks registration system
was established in 1946 by the Lanham
Act. Federal trademark statutory law may
be found at 15 U.S.C. §$ 1051 et seq. Fed-
eral trademarks are administered by the
United States Patent and Trademark Of-
fice (“USPTO”) within the Department
of Commerce. If an attorney is admitted
to practice before the highest court in at
least one U.S. state or jurisdiction, an at-
torney may represent clients in trademark
matters before the USPTO. An attorney
need not be admitted to the Patent Bar
to represent clients before the USPTO
on trademark matters. That means most
Idaho State Bar members may legally rep-
resent clients in trademark matters before
the USPTO. Idaho state trademark statu-
tory law is found in Chapter 5 of Title 48,
Idaho Code. Idaho state trademarks are
administered by the Office of the Secre-
tary of State.

“A trademark can be any word, phrase,
symbol, design, or a combination of these
things that identifies your goods or ser-
vices. It's how customers recognize you in
the marketplace and distinguish you from
your competitors”! “Trademark infringe-
ment is the unauthorized use of a trade-
mark or service mark on or in connection
with goods and/or services in a manner
that is likely to cause confusion, decep-
tion, or mistake about the source of the
goods and/or services”> Although trade-
marks are generally something written or
printed, other “sensory marks” have been
successfully trademarked. For example,
the National Broadcasting Company, Inc.
obtained the first federal registered sound
trademark.’

It is useful, as a preliminary matter, to
distinguish, first and foremost, between
registered and common law trademarks.
Registered trademarks, both state and fed-
eral, involve a formal registration process



requiring an applicant (or their counsel)
to file an application, the application to be
reviewed to some degree, and if the nec-
essary requirements are met, registration
may be granted. Registration generally
requires an identification of 1) the trade-
mark, 2) the owner, 3) the goods and/or
services for which the mark is used, 4)
the date the trademark was used in com-
merce, and 5) evidence of use of the trade-
mark in commerce.

One may submit a federal trademarks
application before the trademark is used
in commerce, but the trademark will not

ic, subject matter, and time components.
First, the geographic scope in which a
party has trademark rights depends on the
type of trademark. In the case of a fed-
eral registered trademark, a party acquires
presumptive use throughout the United
States. With a state registered trademark, a
party acquires narrower geographic scope,
generally presumptive use throughout the
state in which the trademark is registered.
A common law trademark may confer
the narrowest geographic scope: only
the geographic area in which the mark is

In Idaho, one may search

and apply for state trademarks through the
Idaho Secretary of State website.’

be registered to an applicant until the
trademark is used in commerce. One may
only submit an Idaho trademark applica-
tion after the trademark has been used
in commerce. Registration, if granted,
is generally for a particular period and
trademark registration is then generally
renewable for successive periods as long as
the trademark is used continuously. Reg-
istration greatly assists others in finding a
trademark to avoid inadvertently infring-
ing on a mark.

Federal trademarks, regardless of
whether the trademark was registered,
refused registration, or the application is
still pending, are easily searchable through
the USPTO website.* Many state trade-
mark repositories are also easily searched.
In Idaho, one may search and apply for
state trademarks through the Idaho Secre-
tary of State website.” Common law trade-
marks only require the trademark be used
and do not require any form of application
or review. Therefore there is naturally no
centralized, searchable repository to lo-
cate common law trademarks.

Trademarks have important geograph-

used. Second, the subject matter scope
of a trademark is generally limited to the
goods or service for which a party pro-
vides. Third, the time component of a
trademark generally is such that a party
only acquires trademark rights upon use
of the mark in conjunction with the goods
or services in commerce. That is, trade-
mark rights generally are not acquired
until a customer can engage in a financial
transaction for the goods or services and
the mark is used to identify the goods or
services.

Trademark (intellectual property)
rights are similar to other property rights
in that the “first in time, first in right”
principle usually applies. The “first in
time” trademark holder is the “senior”
party and a different party to later use a
mark is the “junior” party as it relates to a
particular trademark. A senior party may
be able to prevent a junior party from us-
ing an infringing trademark.

For example, if your client plans to
open a brick-and-mortar store named
Gertrude’s Ice Cream Shop (after a favorite

pet named Gertrude), plans to sell hand
scooped ice cream cones and sundaes, and
does nothing more, your client may ac-
quire a common law trademark for “Ger-
trude’s Ice Cream Shop” in the geographic
area of the shop (maybe the metropolitan
area around the brick-and-mortar store).
The subject matter of the trademark
would be ice cream cones and sundaes.
The common law trademark would be ef-
fective starting on the day the store opens.
Your client may inadvertently infringe on
another federal registered, state registered,
or common law trademark. Your client
might be well-served to have a trademark
search performed (personally, by you, or
by a trademark specialist) to be aware of
any possibly conflicting trademarks early
in the process, likely even before they file
their business formation documents, to
avoid the expense of possibly having to
re-brand (in addition to any infringement
damages) due to trademark infringement.
In performing the trademark search,
the searcher will keep in mind the fac-
tors considered when evaluating whether
there exists a likelihood of confusion be-
tween two marks:
Those factors, as set forth in
Scott Paper, are: (1) the degree of
similarity between the owner’s mark
and the alleged infringing mark; (2)
the strength of the owner’s mark; (3)
the price of the goods and other fac-
tors indicative of the care and atten-
tion expected of consumers when
making a purchase; (4) the length
of time the defendant has used the
mark without evidence of actual
confusion arising; (5) the intent of
the defendant in adopting the mark;
(6) the evidence of actual confusion;
(7) whether the goods, though not
competing, are marketed through
the same channels of trade and ad-
vertised through the same media;
(8) the extent to which the targets of
the parties’ sales efforts are the same;
(9) the relationship of the goods in
the minds of consumers because of
the similarity of function; (10) other
facts suggesting that the consuming
public might expect the prior owner
to manufacture a product in the de-
fendant’s market, or that he is likely
to expand into that market.®
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Although no factor is conclusive, a
significant number of factors indicating a
likelihood of confusion exists, or certain
factors indicating there is a strong likeli-
hood of confusion, may lead your client to
choose a different mark to avoid the time,
expense, and inconvenience of a trade-
mark dispute.

In our example case of Gertrude’s Ice
Cream Shop a customer at an ice cream
shop might reasonably also purchase
fountain drinks with an ice cream cone.
Therefore, Gertrude’s Ice Cream Shop
might infringe on a “Gertrudes” trade-
mark for fountain drinks if such a mark
exists. However, Gertrude’s Ice Cream
Shop may not infringe on a similar or
identical trademark for a comic strip since
a customer may not be likely to purchase a
comic strip at an ice cream shop.

Many brick and mortar shops have
websites.  Gertrude’s Ice Cream Shop
may plan to have a website both to com-
municate business information (menus,
hours, etc.) and offer goods for sale (such
as apparel or jars of ice cream toppings)
to customers. Considering probable or
possible future offerings can help a client
not be unduly constrained by other trade-
marks. For example, a federally registered
trademark to another party for Gertrude’s
Sandwich Shop for sandwiches might be
a problem if Gertrude’s Ice Cream Shop
wants to later expand their offerings to in-
clude sandwiches.

If one of your clients decides they
may be well served by a federal registered
trademark, they may be able to file pro se
or they may required to apply through
counsel. U.S. domiciled applicants may
apply for federal trademarks pro se. How-
ever, foreign domiciled applicants must be
represented by an attorney who is admit-
ted to practice before the highest court in
at least one U.S. state or jurisdiction.” Set-
ting reasonable expectations is important
and your client should realize the likely
timetable. There has been a substantial
increase in the number of federal trade-
mark applications in recent years. As a
result, the time required for the USPTO to
respond to trademark applications with a
first action has more than tripled from an
average of 2.4 months in the third quarter
of 2019 to an average of 7.7 months in the
second quarter of 2022.%

With a little education and practice,
I believe many general practitioners can
give competent advice to clients on basic
trademark issues. There are also a number
of practitioners in the Idaho State Bar who
specialize in intellectual property who
would be happy to work with you and your
clients’ on your clients’ trademark needs.
Identifying those possible needs early in
the process can, and arguably should, be
part of representing business clients well
and building durable relationships with
clients.

Romney J. Hogaboam is a
solo practitioner in Lewiston
who enjoys working with
clients on intellectual prop-
erty matters. He worked
as a patent examiner for
the United States Patent &
Trademark Office from 2008-2010. When
he isn’t at his desk, Romney enjoys endur-
ance runs in Idaho’s scenic outdoors.
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International Trademark Registrations

Jaxon C. Munns

ou may have clients come to you

with a brilliant product or service

that they are eager to start selling
on Amazon, eBay, Etsy, or other online
retailers. What may not cross their, or
your mind, is the steps that need to be
taken beforehand to protect their brand
in the global marketplace. International
trademark filings are rising at a rate never
before seen, which has bogged down the
United States Patent and Trademark sys-
tem, making it more difficult for brands
to deal with infringers, knock-offs, and
other intellectual property theft. This ar-
ticle seeks to provide some basic steps for
you to go through with your client to best
prepare to handle these major obstacles.

What is a trademark?

A trademark can be any “word, phrase,
symbol, or a combination of these things
that identifies your goods or services”! In
today’s ever competitive marketplace, se-
curing and defending your client’s trade-
mark rights is integral to their ability to
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thrive and grow. The most likely instances
in which your clients either have or will
need trademarks are for the name of their
business, the logo associated with their
business, as well as the name and logo
used on specific products and services.

Common law rights vs.
registered rights

Unlike other kinds of intellectual prop-
erty, just by using a trademark in com-
merce your client has automatic rights for
that trademark. However, these automatic
rights only extend to the geographical area
in which your client provides goods and
services. For example, if your client owns
and runs a restaurant in Twin Falls, his
ability to use that trademark—the name of
the restaurant—within the Twin Falls area
is his to use exclusively, but likely does not
extend to other areas of the state.

There are two ways for your hypo-
thetical restaurant owner client to obtain
the ability to be the sole person to use that
trademark. First, he could file for a trade-
mark registration with the state of Idaho.

How to Protect Your Clients From Exploding

Obtaining this registration gives your cli-
ent the ability to be the only business in
Idaho to use that trademark within its
class of goods and services.

The other way your client could obtain
protection for that trademark is to obtain
a federal trademark registration with the
United States Patent and Trademark Office
(“USPTO”). In order to obtain this regis-
tration, your client would either need to
show the USPTO that he is currently using
that trademark in commerce across state
lines or he has a bona fide intention to use
such across state lines. Obtaining a federal
trademark registration grants your client
the ability to be the sole person to use that
trademark within his class of goods and
services for the entire United States.

International registrations
rising

Being one of the most desired eco-
nomic markets globally, business owners
from around the world have sought to

obtain intellectual property protection for
their brands here in the United States. This




number, though, has grown exponentially
over the last several years.?

In 2001, less than 1% of trademark
applications were filed by China-based
applicants.* While applicants from other
countries have risen modestly since 2001,
no country has seen a more exponential
growth in trademark applications filed
with the USPTO than China.* Reports
note that in 2021 Chinese-based appli-
cants accounted for over 38% of all trade-
mark applications filed with the USPTO.?
The USPTO has also provided reports that
many of these applications are fraudulent

if all went well and no hiccups occurred,
the earliest he would receive a registration
is June 2023.

Another consequence of these appli-
cations from China and other foreign ju-
risdictions is the USPTO instituting new
policies and procedures to handle this
huge influx. Beginning in 2019, the USP-
TO instituted a new rule that required all
applicants domiciled outside of the United
States use a U.S.-licensed attorney to file
an application on their behalf. The USP-
TO instituted this rule to decrease the
number of fraudulent applications from

If your client is at the planning stage of a new venture,

this is the perfect time for him to be methodical

and thoughtful about the branding he chooses

for his new venture.

applications, meaning there is either no
bona fide intent to ever use the trademark
in commerce, or the application is filed
with the applicant knowing their applica-
tion infringes on another trademark that
is already registered.

While theories abound about the ex-
act reason for this surge in applications
from China, no one-sized-fits-all explana-
tion exists. A few of the streams that flow
into the river of this application surge in-
volve the proliferation of e-retail, includ-
ing Amazon, the Amazon brand registry’s
promotion of sellers who have trademark
registrations, and more.

The consequences of
surging applications

The USPTO, however, does not pos-
sess the infrastructure to handle this great
surge in applications. As a result, trade-
mark processing times have gone from
an average of three to four months to ap-
proximately nine months. This means that
if your client were to file for a trademark
application with the USPTO next month,

other jurisdictions. Unfortunately, this
goal was not accomplished; foreign appli-
cations, especially those from China based
applicants, continue to rise. While the ex-
act reason this rule change did not fulfill
its intended purpose remains a mystery,
it is clear those seeking to bog down the
USPTO system found ways around this
new rule change.

Navigating these issues
for your clients

Depending on where your client finds
himself in his business journey, their sta-
tus will dictate what course of action is
best to navigate the extremely overloaded
USPTO trademark docket. If your client is
at the planning stage of a new venture, this
is the perfect time for him to be methodi-
cal and thoughtful about the branding
he chooses for his new venture. Without
having any assets been deployed, a client
is fluid and able to consider different op-
tions of names. Because of the backlog of
applications at the USPTO, I tell my cli-
ents in the planning stage of their ventures

to send me a list of 5-10 potential names
for their company and or product. With
those 5-10 names, I am then able to con-
duct a clearance search, which is a search
of the USPTO database, internet, and so-
cial media, to see which names I feel most
confident about in obtaining a federal
trademark registration.

Once approved by the client, a client
that is in the planning phase can file an
“intent to use” application with the USP-
TO and effectively reserve the trademark
for a period of six months. The client can
then expect a wait time of about six to
nine months to hear back from the trade-
mark office. Once approved, the client has
six months to begin using the trademark
in commerce. After the client begins using
the trademark, he will need to file a State-
ment of Use, verifying to the trademark
office that he has actually started using the
trademark in commerce. Once complete,
the client has full trademark rights.

If a client is already using the trade-
mark, the client skips the steps of the in-
tent to use application, and instead files
an application under the classification of
currently in use. Similar to intent to use, it
is prudent to look at applications filed and
trademarks registered with the USPTO to
ensure your client has a high likelihood of
success in registering these trademarks. If
there are conflicting trademarks, it may be
best for your client not to file at all. If the
path looks clear toward a registration, a
client can expect, if all goes well, to obtain
aregistration within nine months of filing.

Protecting the trademark
after registration

Obtaining a trademark registration is
only the first step on the path toward fully
protecting your client’s brand. Once ob-
tained, your trademark remains as strong
as your policing of the mark. There are
multiple ways I recommend clients po-
lice their trademark rights. First is hiring
an attorney or other intellectual proper-
ty watch service to subscribe to updates
from the USPTO regarding applications
that could be confusingly similar to your
clients. If these arise, the attorney can
contact the applicant directly to let them
know of your intent to police the mark
and to object to the applicants application.
If the applicant declines to withdraw the
application, the client, through an attor-
ney, can file an official opposition to the
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application with the USPTO.

It is also imperative that the client con-
sistently watch the marketplace to moni-
tor new brands to see if any of them are in-
fringing on the client’s trademark. Again,
the baseline to determine infringement is
whether the other trademark is confusing-
ly similar to your client’s, or would cause
an ordinary consumer to be confused as to
which brand of product or services she is
actually purchasing.

When potentially infringing trade-
marks are seen in the marketplace, it is
vital that the client take swift and forceful
action. The first step, and typically the step
that works, is to send a cease and desist
letter to the infringing business demand-
ing it stop using the trademark or else it
will face an infringement lawsuit.

How international
applications have changed
the trademark landscape

The explosion of online retail has
made it easier for a sole proprietor to enter
the U.S. economy to sell various goods and
services. Indeed, we have seen proprietors

from around the globe flock to the U.S.
market to sell every kind of widget and
service imaginable. Amazon and other
online retailers are simply not positioned
to handle the vast volume of infringement
that takes place on their marketplaces, so
unfortunately, to prevent your client from
being knocked off, the burden falls upon
him to take the steps necessary to prevent
these kinds of actions from taking place.
Amazon and other e-retailers use al-
gorithms that place products higher if the
business has obtained federal trademark
registrations with the USPTO. Addition-
ally, Amazon is much more open to tak-
ing infringers off of its platform when the
party claiming infringement has an active
federal trademark registration and the
USPTO registration number to prove it.
Simply put, trademark brand strategy
is not a one-size-fits-all endeavor for all
types of businesses and brands. Further,
the influx of foreign trademark appli-
cations has complicated the process by
backlogging the system so that clients now
need to project out further their business
ventures and branding to ensure the best

chance at registration. The best solution
for clients is to plan, police, and protect.

Jaxon C. Munns is a busi-
§ ness and trademark attor-
S ney at Murray, Ziel, & John-
ston, PLLC in Idaho Falls.
He has serviced trademark
= clients from Germany, Jor-
dan, Scotland, England, China, Canada,
Mexico, Australia, and here in the U.S.A.
Jaxon also provides sports representation
for professional and collegiate athletes to
secure endorsements for their name, image,
and likeness.

Endnotes
1. https://www.uspto.gov/trademarks/basics/what-trade-
mark.

2. https://Awww.uspto.gov/sites/default/files/documents/
USPTOFY21PAR pdf

3. https://Awww.uspto.gov/sites/default/files/documents/
USPTOFYO1PARpdf

4. https://www.uspto.gov/sites/default/files/documents/
USPTOFY21PAR pdf

5. https://www.uspto.gov/sites/default/files/documents/
USPTOFY21PAR pdf
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Dangers of Software Reseller Agreements

Alexandra A. Breshears

he ever-expanding world of software
T licensing and contracting poses nov-

el circumstances, arrangements, and

challenges as the law races to keep
up with technology.! In this uncertain
intersection of industry and law, there is
a lurking danger that contract attorneys
should be aware of: the use of a software
reseller.

Reseller agreements are a common
practice where the intellectual prop-
erty owner, and often developer, of the
software or application contracts with a
third-party vendor to resell the products
to customers. This can include the sim-
pler example of a retail store selling the
software, i.e., Office Depot selling copies
of Microsoft Word, up to the more com-
plicated example of a vendor selling com-
plex software that includes functionality,
features, plug-ins, or modules of software
owned by a different company. It can also
include “value added resellers” who are a
consultant or service provider responsible
for configuring, implementing, or acting
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as a support center for the technology that
they are distributing.

Even lawyers who do not specialize in
information technology agreements can
be presented with an information technol-
ogy reseller transaction. This can happen
when a client brings a question to their
counsel before finalizing a transaction or
when that client encounters a problem
and comes to their counsel for a solution.
Software differs from many other con-
tracts for goods and services as software
is often technically licensed, rather than
sold. As software intellectual property
owners often license the software to resell-
ers, resellers do not own the software they
are selling or licensing to customers. This
creates issues of privity that can impact the
remedies and recovery available. Depend-
ing on the mechanics and details of the ar-
rangement, the software may be classified
as either a good or a service, which also
has legal implications. Remedies and re-
covery can be maintained through care-
ful drafting, and some considerations for
drafting are provided in the following.

Software: Service or good?

Whether any particular product is
treated as a contract for services or goods
affects the applicable substantive law. Ser-
vices and goods each have varying ap-
plicable laws. The Idaho Uniform Com-
mercial Code (“UCC”), Title 28, Idaho
Code, applies to goods, whereas common
law applies to services. A mixed transac-
tion, one for goods and services, is subject
to the UCC if it is predominantly for the
sale of goods.> Where the software in-
cludes no ongoing service, is it likely to be
categorized as a good.> Where software
development, maintenance, updates, up-
grades, streaming capabilities, or other
ongoing services are provided, the scale
leans toward the software being classified
as a service. Of note, intellectual property
owners and resellers have been disclaim-
ing application of the UCC to their prod-
ucts in the use terms, and while likely that
a court would honor this disclaimer, there
may be circumstances where it would be
set aside.*



Although Idaho Appellate Courts
have not yet had an opportunity to decide
whether software is classified as a good or
service, other jurisdictions have typically
found that software is a good and there is
a high bar for the amount of “service” re-
quired to construe the sale of software as
a service.” This classification of good or
service impacts the recovery available as
discussed in the following.

Privity in common law

A major consideration in reseller
agreements is the lack of privity of con-
tract between the software owner and the
customer. “Privity” is “[t]he connection
or relationship between two parties, each
having a legally recognized interest in the
same subject” and “privity of contract” is
“[t]he relationship between the parties to
a contract, allowing them to sue each oth-
er but preventing a third party from doing
s0...”¢ “It is axiomatic in the law of con-
tract that a person not in privity cannot
sue on a contract. Privity refers to those
who exchange the [contractual] promis-
sory words or those to whom the promis-
sory words are directed”” “A party must
look to that person with whom he is in a
direct contractual relationship for relief, in
the event that his expectations under the
contract are not met”® However, privity
is not required where the contract is spe-
cifically executed for a third-party benefi-
ciary and properly notes such.’

In some agreements, there may be no
privity between the IP owner and the re-
seller. In other agreements, there may be
limited privity as the IP owner requires

the customer to sign mandatory, non-ne-
gotiable use terms in an end user license
agreement between the IP owner and cus-
tomer. Using the example from the intro-
duction, purchasers of Microsoft products
from Office Depot are subject to the terms
on the Microsoft website. Even if a client
comes to an attorney prior to “contract-
ing” or purchasing from the reseller and
accepting the use terms through a link
reference or a click-through, attorneys
should be wary of thinking the terms with
the reseller bind the intellectual prop-
erty owner due to the lack of privity and
should have a full view of the landscape
when advising clients before and after the
purchase.

Accordingly, the common practice of
reselling software can have dire implica-
tions when the lack of privity between
your client and the owner-publisher may
limit the remedies available in the case of
the software’s defect or failure. When a
customer directly purchases software from
a reseller, it contracts with that reseller.
Consequently, the customer’s only con-
tractual relationship is with that reseller,
rather than the original owner-publisher
of the software. Though the reseller may
have privity with the owner-publisher, the
customer does not. In these situations, the
customer’s only recourse is against the re-
seller, not the owner-publisher.

The customer may find itself in a situa-
tion where the retailer is unable to provide
a solution other than a refund if the con-
tract allows that, which may not cover all
the damages incurred. In that same sce-
nario, the software owner-publisher may

Owner

Reseller

Customer

refuse to participate in finding a solution
as it has no privity with or obligations to
the customer. The reseller may be un-
able to “repair” the software and cannot
“replace” it unless the reseller is an au-
thorized distributer of a roughly equiva-
lent product. Additionally, some resellers
refuse to provide a refund because they
have already paid the intellectual property
owner and a refund if the product does
not work creates significant risk.

The only remedy offered may be “ser-
vice credits” or “credit time,” which may
not make a customer whole especially
where there is a breach of confidential in-
formation or breach of contract warrant-
ing procurement of a new vendor. In the
end, the customer is left without recourse
against anyone. Especially dangerous is
when the customer purchased the resold
software package “as is”'° It may also be
sold or licensed without other necessary
warranties that may provide protections.
The contract may also contain specific
disclaimers of warranties, limitations of li-
ability or remedies, indemnity provisions,
or waivers that may all work together to
limit or erase recourse altogether.

Privity under the UCC

There are two implied warranties un-
der the UCC for the sale of goods: mer-
chantability and fitness."!  The Idaho
Supreme Court has held that privity of
contract is required to recover economic
losses flowing from the breach of the im-
plied warranties."

The economic expectations of par-

ties have not traditionally been

protected by the law concerning

unintentional torts; breach of im-

plied warranty actions for purely

economic losses must be viewed in

a contract setting with relevant con-

tract principles.!**

“Economic loss includes costs of re-
pair and replacement of defective prop-
erty which is the subject of the transaction,
as well as commercial loss for inadequate
value and consequent loss of profits or
use’  Economic loss should be distin-
guished from property damage, which is
properly recoverable in tort. “Property
damage encompasses damage to property
other than that which is the subject of the
transaction.”’

The UCC leaves to the courts the ques-
tion of whether vertical privity of contract
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will be required in actions for breach of im-
plied warranties. Idaho Courts have gen-
erally required privity, though they have
not directly addressed the issue of vertical
privity in a reseller context.'® Idaho Code
Section 28-2-318 only removes privity as
a requirement in personal injury actions,
not warranty actions, and then only as to a
limited group of potential plaintiffs.'” This
includes household members of a pur-
chase if the purchaser is an individual, and
employees of a company if the purchaser
is a corporate purchaser.'”® Nevertheless,
privity is often required under the UCC to
recover, as in the common law.

Recovery

Recovery options differ depending
on whether the software is deemed to be
a good or service. Under the UCC, per-
formance is governed by the agreement
and gap filler provisions found in Title
28, Chapter 2, Part 5, Idaho Code. Direct
damages are permitted.” Incidental and
consequential damages are permitted, but
privity of contract is required.” Specific
performance is only allowed for antiques,
art, custom-made goods, etc.?! The Perfect
Tender Rule governs agreements under
the UCC, where only perfect tender is
allowed. Changes to the contract may be
permitted if made in good faith.?

In common law claims, performance is
governed by the terms of the contract.? Spe-
cific performance is almost always pro-
hibited for personal services; however
it is permitted for the sale of land.** The
Material Breach Rule governs common
law agreements, which states (1) dam-
ages can be recovered for any breach; (2)
only a material breach by one excuses the
other from performing; and (3) whether
a breach is material is a question of fact.”®
Finally, new consideration is required to
change a preexisting duty.”

Other actions

Another option for recovery for con-
sumers is to look for products liability
recovery, if the product falls into the cat-
egory of good. Products liability cases are
handled under Title 6, Chapter 14, Idaho
Code. The Idaho Consumer Protection
Act may be another helpful resource un-
der Title 48, Chapter 6, Idaho Code. Ad-
ditionally, under Idaho law, privity of con-
tract is not required to maintain action
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for UCC breach of warranty resulting in
personal injuries.”

Though there may be options for re-
covery without privity in tort—software
damages often sound in contract rather
than in tort for losses with possible dam-
ages, including cost of replacement, re-
procurement, loss of business, damage to
internal systems, loss of data, data breach,
etc. Software does not often cause prop-
erty damage or personal injury, or the
types of damage found in products liabil-
ity. Thus, even with the other doctrines,
privity is likely required in order to be
able to be made whole and with reseller
agreements, privity does not exist with the
original owner-publisher.

Drafting reseller agreements
to protect the customer

Privity is required, in varying degrees,
to recover under both the UCC and com-
mon law for breach of contract. As there
is no privity with the original owner-pub-
lisher, customers of resold software must
carefully draft or review the agreement
for certain protections. Though not an
exhaustive list, there are a few major con-
siderations in dealing with reseller agree-
ments to protect the customer:

o The reseller should agree to warrant that
it has the legal rights to resell or license the
product. The customer may also want to
do its due diligence on this, including re-
questing a copy of the agreement between
the IP owner and the reseller or verifying
that the reseller is listed as an approved re-
seller on the IP owner’s website.

e The agreement should also detail re-
course if the software does not work as
agreed, which may include the reseller
agreeing to find a suitable replacement.

e The reseller should agree to indemnify
and defend the customer if an intellectual
property dispute arises where the owner-
publisher files a claim against the custom-
er for alleged unauthorized use related to
the agreement between the customer and
the reseller.

e The agreement should detail recourse in
the event there is an intellectual property
dispute or injunction to cease using the
software or if the reseller’s right to resell
is revoked. This recourse may include re-
placement software, direct damages, loss
of use damages, etc.

e The customer should carefully review all

specifications, requirements, and contract
provisions relating to acceptance of the
product, specific disclaimers of warran-
ties, limitations of liability or remedies,
indemnity provisions, and waivers.

e The customer should carefully consider
accepting third party products “as is;
“with all faults,” or similar language.

e The agreement should include the fol-
lowing language: “The [resold] product
will perform in accordance with the speci-
fications of this agreement.”

Conclusion

Thus, though reseller agreements may
contain inherent dangers and pitfalls,
awareness and careful drafting can reduce
or eliminate many of these risks.
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The Continuing Importance of the United States
International Trade Commission as a Venue for
Intellectual Property Enforcement

Teague | Donahey

he United States International Trade

Commission (“ITC”) is one of the

most important and effective venues
for the enforcement of intellectual proper-
ty (“IP”) rights in the United States. This is
particularly true considering that many of
the goods consumed in the United States
today are imported from foreign countries
and the ITC’s jurisdiction is squarely fo-
cused on such imported goods. Remark-
ably, however, the ITC is often overlooked
and almost always under-appreciated as
an IP enforcement venue, sometimes even
by experienced counsel.

This article seeks to provide insight
into ITC investigations and adjudications
of international trade disputes involving
IP rights—colloquially termed “Section
3377 investigations—as well as a number
of recent developments in the ITC’s juris-
prudence and relevant pending legislation
involving the authority of the ITC to in-
vestigate alleged IP violations in connec-
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tion with imported goods.

Background of the
United States International
Trade Commission

The ITC was formed in 1916 as the
United States Tariff Commission.! The
original goal of the Tariff Commission,
based in Washington, D.C., was to be a
non-partisan, fact-finding federal agency
charged with “investigat[ing] the admin-
istrative, fiscal, and economic effects of
the existing U.S. customs laws, as well as
[studying] tariff relationships between the
United States and other countries” Less
than a decade later, however, the Tariff
Commission was given the additional
power to investigate unfair trade practices
by importers and to raise tariffs or exclude
imports entirely in retaliation.’ In the Tar-
iff Act of 1930, this power to investigate
unfair trade practices was codified as the

>«

Tariff Commission’s “Section 337” power.*

In 1975, the Tariff Commission was
rechristened the United States Interna-
tional Trade Commission.” Today, the
ITC is a substantial federal bureaucracy
with facilities located in Southwest Wash-
ington, D.C., near the National Air and
Space Museum. The ITC is governed by
six commissioners, each of which are ap-
pointed by the President and confirmed
by the Senate.® The ITC’s present-day du-
ties include maintaining the Harmonized
Tariff Schedule of the United States, con-
ducting research and analysis concerning
international trade issues, and—relevant
to this discussion—conducting investi-
gations and adjudications concerning al-
leged unfair trade practices.”

Section 337 investigations
before the ITC

The ITC’s Section 337 powers are cur-




rently codified in 19 US.C. § 1337 and
implementing regulations are found in 19
C.ER. § 210.1 et seq. Broadly, these pro-
visions authorize the ITC to conduct in-
vestigations concerning “unfair practices”
associated with the importation of prod-
ucts into the United States. The scope of
unfair acts that could trigger a Section 337
investigation is broad and includes pat-
ent infringement, copyright infringement,
trademark infringement or dilution, trade

Rules of Evidence, however, given the ad-
ministrative law setting and absence of a
jury.” Direct testimony at the evidentiary
hearing may be live, but is often submit-
ted in writing; live cross-examinations are
permitted." Following the evidentiary
hearing, the ALJ issues an Initial Determi-
nation (“ID”) on liability and recommends
a remedy," and this ID is subsequently re-
viewed by the entire Commission, which
then issues a Final Determination.'

An investigation is almost always launched in response

to a complaint filed by a private party seeking relief,

and the named respondents are required to file

a responsive pleading of their own."

secret misappropriation, unfair competi-
tion, deceptive trade practices, and anti-
trust violations, among other potentially
“unfair” acts.® Historically, however, pat-
ent infringement claims have been the
most frequently-asserted claims in Sec-
tion 337 investigations.

Section 337 investigations are quasi-
judicial legal proceedings conducted be-
fore an Administrative Law Judge (“ALJ”)
and are similar in many ways to a federal
court proceeding. The ITC uses proce-
dural rules that are similar (although not
identical) to the Federal Rules of Civil
Procedure.” An investigation is almost al-
ways launched in response to a complaint
filed by a private party seeking relief, and
the named respondents are required to file
a responsive pleading of their own."® Fact
and expert discovery occurs under proce-
dures that are similar to those operative in
federal courts."

After discovery concludes, a Section
337 matter proceeds to an evidentiary
hearing that is effectively a bench trial be-
fore the ALJ."> Evidentiary rules are much
simpler and more relaxed than the Federal

Advantages of enforcing
IP rights at the ITC

There are several factors that differenti-
ate a Section 337 investigation from a run-
of-the-mill federal court action. First, Sec-
tion 337 actions proceed swiftly. The ITC
is statutorily mandated to conduct Section
337 investigations “expeditious[ly],”"” and,
by regulation, an ALJ will typically set a
“target date” for completion of the entire
investigation within 16 months.” Fur-
thermore, interim deadlines are relatively
short. For example, given the short time-
frames involved, fact and expert discov-
ery typically are scheduled to conclude in
little more than six months.

As another example, parties are re-
quired to respond to motions and discov-
ery requests within a mere 10 days.”” The
speed at which a Section 337 investigation
proceeds is thus in sharp contrast with the
realities of federal court litigation, which
can easily drag on for years in most juris-
dictions. Moreover, the ITC’s speed places
tremendous pressure on Section 337 re-
spondents, who—in addition to facing the
heavy burdens and costs associated with
fast-paced litigation—often find their abil-
ity to develop defenses substantially lim-

ited by time constraints.

Second, counterclaims are not permit-
ted under Section 337.° This means that
every Section 337 investigation is effec-
tively a “one-way street” in which only the
complainant’s claims will be adjudicated.

Third, under Section 337, the ITC is
only empowered to investigate claims in
which a “domestic industry” in the United
States is being adversely affected by the
alleged “unfair practices” In connec-
tion with IP claims, the “domestic indus-
try” requirement generally mandates that
a complainant demonstrate that it or its
licensees are involved in substantial U.S.-
based economic activities (e.g., manufac-
turing and/or R&D and the like) related
to the asserted IP rights. To this extent,
the ITC’s jurisdiction to adjudicate IP dis-
putes is somewhat narrower than that of
the federal courts. As a specific example,
in the context of patent litigation, the “do-
mestic industry” requirement has result-
ed in so-called “non-practicing entities”
(a.k.a. “patent trolls”) being unable to use
the ITC as a patent enforcement venue for
lack of a sufficient “industry”

Fourth, and perhaps most important-
ly, the ITC offers a set of unique and ef-
fective remedies. Unlike in federal court,
where compensatory damages and in-
junctive relief are the standard remedies,
the ITC issues exclusion orders barring
the importation of accused products into
the United States.”? These exclusion or-
ders can be “limited”—i.e., directed to the
implicated products of the respondents
specifically named in the investigation—
or “general”’—i.e., directed to all violative
products from any external source, re-
gardless of whether the source participat-
ed as a party in the investigation.”

The ITC’s exclusion orders are en-
forced at the border by U.S. Customs and
Border Protection, which maintains ro-
bust IP enforcement capabilities and staft-
ing.** Moreover, the ITC is also autho-
rized to issue powerful cease & desist or-
ders, enforceable through civil penalties,
prohibiting respondents from engaging
in related unauthorized activities (such as,
e.g., inventorying, marketing, or advertis-
ing) within the United States.”” Taken to-
gether, the ITC’s remedies are potent and
effective—and the risks associated with
these remedies frequently force respon-
dents into consideration of settlement op-
tions that they otherwise might be reluc-
tant to consider.
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Hot topic: Efforts to
further streamline
Section 337 proceedings

In 2013, in an effort to further stream-
line Section 337 investigations, the ITC
initiated a “100-day” pilot program under
which the Commission is authorized, at
the time it institutes an investigation, to
identify potentially “dispositive” issues
(such as standing and whether a domestic
industry exists) to be formally adjudicated
by the ALJ within the first 100 days of an
investigation.” The program, however,
has been used relatively sparingly, possi-
bly because it is inherently difficult to sat-
isfactorily resolve dispositive issues within
a 100-day period.”

In 2021, however, the ITC instituted a
new interim pilot program similar to its
prior “100-day” pilot program, but with
important modifications.?® First, the new
program authorizes the AL]J to institute an
expedited proceeding on “fewer than all
issues in an investigation” (including, for
example, substantive issues such as patent
infringement, patent eligibility, or other
patent invalidity issues) either on motion
or within its own discretion.”” Second,
there is no strict 100-day limitation; in-
stead, the ALJ is generally authorized to
expedite discovery on the targeted issues
and build an evidentiary record, to stay
discovery on remaining issues, and to is-
sue an interim ID concerning the targeted
issues.*® Third, the ITC’s review of any in-
terim ID is also conducted more expedi-
tiously than usual.*!

It will take some time to know whether
this new, modified pilot program will be
effective and used more frequently. In one
recent case, an ALJ declined to place an in-
vestigation into the new interim pilot pro-
gram and resolve a patent invalidity issue
first due to his concerns that, should the
patent claims not be invalidated, the over-
all schedule would be unduly delayed.*

Hot topic: The interplay
between ITC Section 337
patent investigations and
PTAB post-grant proceedings

The ITC is not the only venue where
expedited patent adjudications are avail-
able. While the ITC is a venue offering
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expedited proceedings that typically favor
a patent holder, the U.S. Patent and Trade-
mark Office (“PTO”) Patent Trial and Ap-
peal Board (“PTAB”) conducts expedited
trial proceedings generally termed “post-
grant proceedings” that provide accused
infringers an opportunity to challenge the
patentability of issued patent claims on an
expedited basis.*® These well-known and
oft-used post-grant proceedings include
Post-Grant Review (“PGR”) proceedings®
and Inter Partes Review (“IPR”) proceed-
ings.”

But what happens when a given pat-
ent becomes the subject of both a Section
337 investigation and a PTAB post-grant
proceeding at the same time? Which pro-
ceeding takes precedence? Given that the
ITC is statutorily required to complete its
investigations “expeditious[ly],” the ITC
rarely stays its Section 337 proceedings for
any reason, including the existence of co-
pending PTAB actions.*

The PTAB, however, typically took a
different approach in the past. The PTAB
retains discretion to decline to institute
a post-grant proceeding where there is a
parallel, co-pending proceeding involving
the same patent claims.”” To determine
whether it will decline institution in such
circumstances, the PTAB has typically
weighed the six so-called “Fintiv factors,”
which include such factors as the likeli-
hood that a stay will be issued in a par-
allel proceeding and the speed to trial in
the parallel proceeding, among others.*
When analyzed in light of the realities
of a parallel Section 337 investigation, in
the past, the Fintiv factors almost always
weighed in favor of the PTAB denying in-
stitution.” Thus another benefit of initiat-
ing a Section 337 investigation at the ITC
had been to prevent an adversary from us-
ing the PTAB to its defensive advantage.

The PTO recently indicated that its
Fintiv-related policies are being signifi-
cantly revised, however. On June 21, 2022,
PTO Director Katherine Vidal issued a
guidance memorandum to the PTAB re-
garding the “Interim Procedure for Dis-
cretionary Denials in AIA Post-Grant
Proceedings with Parallel District Court
Litigation”* The memorandum provides
that, because the ITC lacks the statutory
authority to formally invalidate patents,
the ITC’s Section 337 adjudications are

not binding on the PTAB or on district
courts, and accordingly the outcome of a
Section 337 investigation cannot conclu-
sively resolve patent invalidity issues, go-
ing forward “[t]he PTAB will not discre-
tionarily deny petitions based on applying
Fintiv to a parallel ITC proceeding”™*" This
interim guidance will govern PTAB pro-
ceedings until formal rulemaking can be
completed.*

The PTO’s changed approach to par-
alle] ITC proceedings will undoubtedly
complicate efforts to obtain expedited
relief in patent enforcement proceedings
under Section 337. It remains to be seen
how conflicts between the two agencies
will get resolved, particularly from a pro-
cedural standpoint, and whether the ITC
will modify its practices in an effort to
adapt to the PTO’s changes.

Hot topic: An increased
focus on trade secrets

Although trade secret misappropria-
tion has always been the type of “unfair
practice” that can trigger a Section 337
investigations, historically patent-related
investigations have seen the majority of
the action under Section 337.%* A number
of recent developments, however, suggest
that trade secret misappropriation could
be assuming a larger focus moving for-
ward.

First, in recent years, a series of trade
secret investigations before the ITC have
resulted in notable rulings that have
had and will continue to have a signifi-
cant impact on the use of Section 337 to
combat trade secret theft. For example,
in TianRui Group Co. v. United States In-
ternational Trade Commission, the Fed-
eral Circuit confirmed that the ITC was
within its authority under Section 337 to
consider conduct that occurred outside
the United States in determining whether
“unfair practices” under Section 337 had
occurred.* This application of U.S. law
to extraterritorial conduct significantly
expanded the ITC’s ability to address mis-
appropriation activities conducted by for-
eign entities abroad.

Similarly, in another Section 337 in-
vestigation involving trade secret misap-
propriation, the respondents moved to
terminate the proceedings on the basis



of international comity, in that the trade
secret claims allegedly involved issues of
Chinese law that were resolved or pend-
ing before a Chinese court.”® The presid-
ing AL]J not only rejected this argument as
being “contrary to the purpose of [Section
3371, but he went further and opined that
termination of the investigation on the
grounds of international comity in fact
would be an abuse of his discretion.*

Second, several bills have been intro-
duced in the past several years that are
specifically designed to strengthen the
ITC’s ability to adjudicate trade secret
cases under Section 337. For example, on
April 20, 2021, Senator Lindsey Graham
(R-S.C.) introduced Senate Bill S. 1245,
entitled “The Combating Chinese Pur-
loining of Trade Secrets Act”*” Under this
bill, among other things, significant addi-
tional penalties could be placed on parties
found to have committed trade secret mis-
appropriation by the ITC in a Section 337
investigation—legislation that, if enacted,
could further enhance the appeal of the
ITC as a venue in trade secret cases.*® The
bill remains pending before the Senate Ju-
diciary Committee.

A second bill, S. 2067, entitled the
“Stopping and Excluding Chinese Rip-
Offs and Exports with United State Trade
Secrets Act of 2021, was introduced by
Senator John Cornyn (R-TX) on June 15,
2021 and is pending before the Senate
Finance Committee.” This bill contem-
plates the creation of a new “Interagency
Committee on Trade Secrets” composed
of various federal agencies that is empow-
ered to, either via a complaint filed by a
private party or on its own initiative, in-
vestigate whether imported products use
or otherwise implicate the use of misap-
propriated trade secrets.”® If the Commit-
tee so finds, it would then refer the matter
to the ITC for an expedited proceeding
under which an exclusion order could be
issued by the ITC within 30 days, subject
to subsequent review proceedings.” Al-
though the ITC already has the authority
to investigate trade secret misappropria-
tion, this legislation is clearly designed to
enhance the ITC’s role in this sphere. And
it will no doubt increase practitioners’
focus on the use of the ITC as a venue to
remedy trade secret theft.

Teague I. Donahey is a
partner in the Boise office
V of Holland & Hart LLP. He
has practiced in the area of
IP litigation for over 20 years
‘ in both California and Ida-
ho. In addition to regularly representing cli-
ents in federal trial and appellate courts, he
has significant experience handling Section
337 investigations before the United States
International Trade Commission on behalf
of both complainants and respondents.
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ed counterclaim must be removed to federal court).
(231) See, e.g., 19 U.S.C. §§ 1337(a)(1)(A), 1337(a)(2)-
22. Seel19 U.S.C. §1337(d).

23./d.

24. See, eg. https://www.cbp.gov/trade/priority-
issues/ipr.

25. See19 U.S.C. §1337(f).

26. See, eg., https://www.usitc.gov/press_room/
news_release/2013/er0624111.htm.  This 100-day
program is now detailed by regulation in 19 C.F.R. §
210.10(b)(3).

27. See, e.g., In the Matter of Certain Digital Set-Top
Boxes and Systems and Services Including the Same,
Order Denying Request for Entry Into Early Disposition
Program, ITC Inv. No. 337-TA-1315 (May 24, 2022) ("It

appears that certain information may not be obtain-
able in time to be used in a 100-day proceeding.”).

28. See, e.g., https://www.usitc.gov/press_room/fea-
tured_news/337pilotprogram.htm.

29. Seed.
30. See/d.
31. Seeid.

32. In the Matter of Certain Electronic Exercise Sys-
tems, Stationary Bicycles and Components Thereof
and Products Including Same, Order No. 6, ITC Inv. No.
337-TA-1305 (May 6, 2022).

33. See generally https://www.uspto.gov/patents/
ptab/trials.

34. See35U.S.C. §§ 321-29.
35. See35U.S.C. §§ 311-19.

36. See, e.g., In the Matter of Certain Automated Stor-
age & Retrieval Sys., Robots, & Components Thereof.
Order No. 6: Denying Respondents’ Motion to Stay,
ITC Inv. No. 337-TA-1228 (Mar. 9, 2021) at 10 (noting
that the ITC is statutorily required to conduct its Sec-
tion 337 investigations rapidly, and “[g]ranting a stay
whenever a respondent seeks PTAB review after be-
ing named in a complaint under section 337 would
not conform with these statutory requirements.”). To
the contrary, under 28 U.S.C. § 1659, where there is a
parallel, co-pending district court action involving an
overlapping claim, it is the federal court that is statuto-
rily requiredto stay the district court litigation pending
the outcome of the ITC investigation.

37. Apple Inc. v. Fintiv, Inc., IPR2020-00019, Paper 11
(Mar. 20, 2020) at 3, 5-6.

38./d. at 6.

39. See, e.g., Matthew Bultman, Companies Hit With
/TC Patent Complaints Face Long Odds at PTAB
(Bloomberg Law Jan. 29, 2021).

40. U.S.PT.O. Memorandum, /Interim Procedure for
Discretionary Denials in AIA Post-Grant Proceed-
ings with Parallel District Court Litigation (June 21,
2022), available at https://www.uspto.gov/sites/
default/files/documents/interim_proc_discretion-
ary_denials_aia_parallel_district_court_litigation_
memo_20220621_.pdf.

41. /d. at 6-7 (emphasis added).

42./d. at 9.

43. See, e.g., P.Andrew Riley & Jonathan R.K. Stroud, A
Survey of Trade Secret Investigations at the Int'l Trade
Comm'n. A Model for Future Litigants, 15 Columbia
Sci. & Tech. L. Rev. 41, 41 (Fall 2013).

44.661F.3d1322,1326-35 (Fed. Cir. 2011).

45. In the Matter of Certain Paper Shredders, Certain
Processes for Mfg. or Relating to Same & Certain Prod.
Containing Same & Certain Parts Thereof, Order No.
5: Denying Respondents Motion for Partial Termina-
tion of the Investigation as to Fellowes Claims of Mis-
appropriation, USITC Inv. No. 337-TA-863 (July 19,
2013) at 7-10.

46. Id. at 35-36.

47.S.1245,117th Cong. (2021-2022).
48. Seeid.

49.S.2067,117th Cong. (2021-2022).
50. Seeid.

51. Seeid.
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Additional Article

Book Review:

)

Business and Commercial Litigation in Federal Courts, 5™ ed.

Kirk J. Houston

n 1998, the American Bar Association

Section of Litigation, together with

the West Group, published Business
and Commercial Litigation in Federal
Courts, a six-volume, 80-chapter treatise
covering every major topic of interest to
practitioners who litigate regularly in
federal court. The Second, Third, and
Fourth editions, published in 2005, 2011,
and 2016, respectively, built on the success
of the first edition by adding dozens of
new chapters and revising legacy chapters
to keep them current.

I reviewed the Fourth Edition for the
September 2017 edition of The Advocate
and was impressed with the treatises’s
breadth of information and the practical
tools that follow each chapter. These
checklists, strategy pointers, proposed
orders, sample discovery requests, and
model jury instructions make it easy
for the reader to apply the substantive
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knowledge in the chapter to his or her
practice.

Justas they did with the Fourth Edition,
the authors added dozens of chapters for
the Fifth Edition, which is comprised of
180 chapters over 16 volumes. In addition
to chapters covering substantive legal
topics, this edition covers the “business”
of litigation, with chapters including
Marketing to Potential Clients, Third-
Party Litigation Funding, and Litigation
Avoidance and Prevention. These chapters
will help the reader manage his or her firm
and understand our profession from the
client’s perspective.

Since reading 16 volumes was not
feasible for this review, I selected three
chapters to review in greater detail:
Litigation Avoidance and Prevention, one
of the aforementioned chapters covering
the business of law; Social Media, which
debuted in the Fourth Edition; and Mass
Torts.

Litigation Avoidance
and Prevention

Michael Lynch, a partner in Kelley
Drye & Warren's New York office with
over 20 years in practice, authored this
chapter. It is unique because unlike most
chapters, which cover litigation strategy,
procedure, and substantive law topics,
this chapter is relatively accessible to
nonlawyers. It contains general business
management and operations strategies for
mitigating legal risk that apply to most any
industry. For example, most any business
should be mindful of both the substantive
law and industry standards applicable to
their operations.

Recognizing that business owners
are unlikely to purchase this treatise,
perhaps the best way to apply this chapter
is to create a checklist of topics to cover
with a new business or litigation client.
An attorney documenting a business



transaction can use this chapter to identify
potential sources of ambiguity and resolve
them before closing. An attorney taking
on a new litigation matter can use the
strategies in this chapter to determine how
a key decision was made or learn about the
choices that ultimately led to the dispute.
This chapter can also be used to develop
ideas for a trade group presentation.

Social Media

Paul Curnin and Susannah Geltman,
partners at Simpson Thacher’s New York
office, authored the Social Media chapter.
This chapter has been significantly
updated to reflect changes in the law
and to discuss recent case developments.
The chapter continues to provide model
discovery requests and address recurring
issues such as the admissibility of posts
and spoliation resulting from the deletion
of accounts.

The chapter also provides useful
citations to standards for the use of
social media in juror research and model
jury instructions concerning the use of

social media during trial. The chapter
also provides numerous cautionary
tales of social media posts that have
caused Fortune 500 companies to incur
significant fines. The checklists at the end
of the chapter are a concise reminder of
ethical and strategic issues that arise from
the use of social media.

Mass Torts

Sheila Birnbaum, Mark Cheffo, Bert
Wolft, and Mara Cusker Gonzalez of
Dechert LLP’s Mass Torts and Products
Liability practice group authored the
chapter on Mass Torts. These authors
have decades of experience defending
pharmaceutical companies in nationwide
product liability actions and that
experience shines through in this chapter.
They explain, for example, (1) how courts
balance the competing goals of efficiency
and individualized justice under the
rubric of the multidistrict litigation act, (2)
how courts identify and resolve common
issues as well as issues that are unique
to individual plaintiffs; (3) whether and

when a mass tort case is well-suited for
multidistrict litigation in federal court;
and (4) how discovery is sequenced when
hundreds of individual cases are pending.
The chapter also contains specific lessons
from recent cases involving prescription
drugs, opiates, and consumer products.
The checklists and practice aids help the
reader organize and apply the lessons in
the chapter to their practice.

Purchasing information

This treatise is available for purchase
on the Thomson Reuters website.

Kirk J. Houston is an
attorney in the Boise office
of Smith + Malek, PLLC.
His practice areas include

commercial and real estate

litigation. Mr. Houston has
been licensed to practice in the state and
federal courts of Idaho since 2012.

THE HAWLEY

AN
PROGRESSION

Hawley Troxell welcomes Jack Carpenter to .
the firm’s Pocatello office. Jack Carpenter is
an associate in the firm’s insurance, litigation
and workers’ compensation practice groups. .
Jack received his J.D. from
the Concordia Universit

with a local address.

Call 208.233.2001 or visit HawleyTroxell.com

TROXELL

ROWTH

College, where he received a
B.S. in Justice Studies and a
B.S. in Psychology in 2015.

- When your business requires
sophisticated legal advice, look to Idaho’s
premier, full-service law firm. And, as always,
our nationally renowned legal services come

BOISE / COEUR D’ALENE / IDAHO FALLS / POCATELLO / RENO

WAY

School of Law in 2019. As e LevyRelease
an undergraduate, Jack ]
attended Lewis-Clark State e Collections

¢ Installment Plans

Tax Court Representation
¢ Innocent Spouse Relief
Penalty Abatement

¢ Federal Court Litigation

e Penalty Abatement

Martelle Law Offices

Office: (208) 938-8500 | Cell: (208) 861-2444
www.martellelaw.com

Tax Problem Resolution

Offers in Compromise

ol
flﬁ:s‘

i

Martin Martelle is highly experienced
in solving Client’s Tax issues, with over 25 years experience
dealing with the IRS and the Idaho State Tax Commission.
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Additional Article

Keynote speaker, James Goodnow from Fennemore Craig in Phoenix, Arizona, presented on the similarities
between generations and how attorneys of all ages can work together to create productive, empowered work-
places. Photo credit: Lindsey Welfley.

Recap of the 2022 Idaho State Bar Annual Meeting

Teresa A. Baker

he 2022 Idaho State Bar Annual

Meeting was held in Twin Falls for

the first time ever at the Canyon
Crest Event Center, July 20" through the
227, Attendees were pleased to see their
friends and colleagues in person as they
gathered for award ceremonies and infor-
mative CLEs.

The Distinguished Lawyer & Jurist
Awards Reception was held on Wednes-
day evening on the patio overlooking the
beautiful Snake River Canyon with music
by the John Jameson Trio. The awards
ceremony began with President Kurt D.
Holzer serving as the Master of Ceremo-
nies with over 111 people in attendance.
The recipients of the 2022 Distinguished
Lawyer Awards were J. Ford Elsaesser of
Priest River, Trudy H. Fouser, and Wil-
liam L. Mauk, both of Boise. The Distin-
guished Jurist Awards were presented to
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the Hon. Christopher M. Bieter, Fourth
District Magistrate Judge, and to the Hon.
Candy W. Dale, U.S. Magistrate Judge for
the District of Idaho. The Outstanding
Young Lawyer Awards were presented to
Jessalyn R. Hopkin of Pocatello and Kolby
K. Reddish of Boise. Each award recipi-
ent was introduced with a short video of
an interview by a colleague or friend and
then each graciously accepted their award
at the podium.

Thursday morning, July 21% began
with a Plenary Session in which President
Holzer gave an update on the state of the
Bar, Idaho Supreme Court Chief Justice G.
Richard Bevan gave an update on the state
of the Idaho courts, and Dean Johanna
Kalb spoke about the various collabora-
tions between the University of Idaho Col-
lege of Law and the Bar. President Hol-
zer then introduced the keynote speaker,
James Goodnow from Fennemore Craig

in Phoenix, Arizona. Mr. Goodnow spoke
on the similarities of the millennial gen-
eration with the older generations and
how all generations can work together to
improve the practice of law.

A total of 5.5 CLE credits were offered
on Thursday with two different breakout
sessions offered. The late afternoon CLE
session featured the annual “Lessons from
the Masters” CLE. This year’s rendition
featured the “not-so Newlywed Game”
with three married couples including Jus-
tice Robyn M. Brody and Judge Jonathan
P. Brody of Rupert, Judge Candy W. Dale
and James C. Dale of Boise, and Judge
Juneal Kerrick and David E. Kerrick of
Caldwell. The session was informative
and entertaining for all.

During a noon luncheon, the Idaho
State Bar and Idaho Law Foundation Ser-
vice Awards were presented with over a
100 people in attendance. Nine lawyers



from around the Gem State who have pro-
vided volunteer time to support the work
of the Bar and the Law Foundation were
honored. When the awards program con-
cluded the Idaho Law Foundation held
their Annual Meeting led by President
Kari M. Campos of Idaho Falls.

The Milestone Celebration and Awards
Reception: Celebrating 25, 40, 50, 60, 65 &
70 Years of Admission was held Thursday
evening with over 80 people in attendance.
While we have five members celebrating
70 years, the longest serving members of
the Bar in attendance were 65-year mem-
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bers John R. Coleman and Hon. Wallace
M. Transtrum. Each of them spoke about
their years of practice starting in 1957.
Other 60- and 50-year attorneys in atten-
dance also gave highlights of their careers.

On Friday, July 23 an additional 4.5
CLE credits were offered to conference
participants with a plenary session on fo-
rensic meteorology with guest speakers
from AccuWeather and then two sets of
CLE breakout sessions. At noon a net-

working BBQ was held with the Section of
the Year Award presented to the members
of the Young Lawyers Section. President

Idaho Supreme Court Chief Justice G. Richard Bevan provided an update on the state of the Courts in Idaho at the Plenary Session. Photo credit: Lindsey Welfley.

Holzer then passed the gavel to incoming
President Kristin Bjorkman Dunn who
will serve as president until January 2023.

The Annual Meeting would not be
possible without the support of our spon-
sors. This year’s sponsors included: plati-
num sponsors, LawPay and the Fourth
District Bar Association; gold sponsors,
the University of Idaho College of Law,
Clio, and Primary Residential Mortgage,
Inc.; silver sponsors, ALPS and the Ida-
ho Community Foundation; and bronze
sponsors, Custer Agency and Sage Foren-
sic Accounting.

AT
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Outgoing Idaho State Bar President, Kurt Holzer (left),
passed the gavel to the Idaho State Bar's newest Pres-
ident, Kristin Bjorkman Dunn (right). Photo credit:
Lindsey Welfley.

Attendees enjoyed live music from the John Jameson
Trio with beautiful canyon views in the background!
Photo credit: Lindsey Welfley.

48 £Advocate « September 2022



Excellence, integrity and accountability in the provision of
Vocational Rehabilitation services.

Kourtney Layton MRC, CRC, LVRC, ABVE/F, CLCP, CVE

Worker’s Compensation
Vocational Assessments I< L
Plaintiff and Defense

Expert Testimony a

New for 2021! Guaranteed 30-day turnaround on Vocational Reports



Court Information

OFFICIAL NOTICE
SUPREME COURT OF IDAHO

Chief Justice
G. Richard Bevan

Justices
Robyn M. Brody
John R. Stegner
Gregory W. Moeller
Colleen D. Zahn

Regular Fall Term for 2022

3 Amended 08/15/22
BOISE i August 3,9, and 22
[daho Falls ..o August 24
POCAtENlO ..o August 25
TWIN FANIS o August 26
BOISE .o September12,14,16 and 29
Coeur d'AleNe ....ccociiiiiie, September 20 and 21
BOISE it November 2,4,7,9,and 14
BOISE i December 5,7 and 9

By Order of the Court

Melanie Gagnepain, Clerk
NOTE: The above is the official notice of the 2022 Fall Term for the
Supreme Court of the State of Idaho, and should be preserved. A
formal notice of the setting of oral argument in each case will be
sent to counsel prior to each term.

OFFICIAL NOTICE
COURT OF APPEALS OF IDAHO

Chief Judge
Jessica M. Lorello

Judges
David W. Gratton
Molly J. Huskey
Amanda K. Brailsford

Regular Fall Term for 2022

2" Amended 08/04/22
BOISE i July 14
BOISE 1t August2and 4
BOISE i September 13
BOISE ..o October 20, 25, and 27
BOISE .o November10,15and 17
BOISE o December 13

By Order of the Court

Melanie Gagnepain, Clerk
NOTE: The above is the official notice of the 2022 Fall Term for the
Court of Appeals of the State of Idaho, and should be preserved. A
formal notice of the setting of oral argument in each case will be
sent to counsel prior to each term.
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Idaho Supreme Court
Oral Arguments for September 2022
(All times are local - subject to change due to COVID-19)

08/15/22
Monday, September 12, 2022 - Boise
8b0am. Statev.Adams ... #49573
10:00 a.m. Statev. Harrell ... #48839
11:10 a.m. Easterling v. HAL Pacific .................cccccccoo..... #47919
Wednesday, September 14, 2022 - Boise
8:50a.m. State v. INigUeZ .............c...ccccoeeiieicie #48920
10:00 a.m. Hooley v. State ...............cccccoceeiieiiiei #48846
11:10a.m. Buck v. BUCK ... #49088
Friday, September 16, 2022 - Boise
8:50 a.m. State v. Roman-Lopez ....................c...c......... #49565
10:00 a.m. Katseanes v. Katseanes .................................. #48705
1100 @M. e OPEN
Tuesday, September 20, 2022 - Coeur d’Alene
8:50a.m. Statev. Ingraharm ...................cccccoveeiieiei #48522
10:00 a.m. Dorrv. IDOL ... #48810
11:10 a.m. Terrell v. Paradis de Golf ................................ #48570
Wednesday, September 21, 2022 - Coeur d’Alene
8:50 a.m. Nordgaarden v. Kiebert ..................cc.cccoee.. #48919
10:00 a.m. Latvala v. Green Enterprises .......................... #49173
1100 @M. e OPEN

Thursday, September 29, 2022 - Boise
9:00 a.m. Planned Farenthood v. State ... #49615/49817/49899

Idaho Appeals Court
Oral Arguments for September 2022
(All times are local - subject to change due to COVID-19)

08/15/22
September 13, 2022
9:00a.m. State v. Galindo ... #49123
10:30 a.m. State V. Parsons ..........cccccceoeiiieii #48833
1:30 p.m. Gonzalez v. Heath ............c.ccccocoviiicii, #48770

Idaho Supreme Court Calendar

Oral arguments held in Boise are now available to watch live
streaming via ldaho Public Television's Idaho Live at:
http://idahoptv.org/insession/courts.cfm

Please note, playback quality will depend on your Internet con-
nection speed.

Press releases and schedules are posted as they are made avail-
able at https://isc.idaho.gov/.



@¢ VIDEO MEDIATIONS AVAILABLE

MICHAEL T. SPINK

208.761.5064
mspink@butlerspink.com

BUTLER
SPINK:

ATTORNEYS AT LAW

Brian Donesley
LIQUOR LAW

« Former Idaho Liquor Chief
« Former Idaho State Senator

« 30+ years experience in liquor law
« Retail/Wholesale
« Revocations/Suspensions/Criminal
« Hearings/Appeals/Trials
« Lobbying/Governmental Affairs
- State, Local, Federal, Multi-State

« National Association of Alcohol
Beverage Attorneys (NAABLA)

« Licensed in Idaho and Washington

Brian Donesley, Attorney at Law
ISB No. 2313
P.O.Box 419, - Boise, ID 83701
Telephone: (208) 343-3851
bdonesley @bdidlaw.com
www.ldaholiquorlaw.com

How Can You Be Sure Your Wealth Will Be Left to Those You Choose?

Estate Planning: Accumulating, Preserving, and Passing Wealth

Accumulating wealth is only half the job of comprehensive financial planning. Managing, preserving, and ultimately distributing
that wealth is also important. Estate planning can help ensure your estate will pass to your heirs the way you want, when you want,
and in a tax-efficient manner. We can work with your attorney and CPA to help ensure your estate planning addresses your needs.

For more information please call or go to www.andersonwealthmanagementgroup.com.

Randy Anderson, JD, CFP®

Senior Vice President/Investments
andersonr@stifel.com | (208) 401-2036

Kevin Bates, CPA, MBA, CEPA

Financial Advisor
batesk@stifel.com | (208) 401-2033

Tracy Druzisky
Senior Registered Client Service Associate
druziskyt@stifel.com | (208) 401-2021

800 W. Main Street, Suite 1260
Boise, Idaho 83702

STIFEL ‘ Anderson Wealth Management Group

Stifel, Nicolaus & Company, Incorporated | Member SIPC & NYSE | www.stifel.com

Stifel does not provide legal or tax advice. You should consult with an estate planning attorney and tax professional to discuss your particular situation.
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Cases Pending (July 2022)

CIVIL APPEALS
Easements
1. Whether the district court erred by expand-
ing the scope of the prescriptive easement to
include residential use.
Latvala v. Green Enterprises, Inc.
Docket No. 49173
Supreme Court
Medical malpractice
1. Whether the district court erred by giving a
“but for” proximate cause jury instruction in
a medical malpractice case involving multiple
defendants and multiple causes of action.
Beebe v. North Idaho Day Surgery, LLC
Docket No. 49137
Supreme Court
Post-conviction
1. Whether the district court erred by sum-
marily dismissing the post-conviction peti-
tion and finding the claim that trial counsel
rendered ineffective assistance by misadvising
Petitioner about the sentence he would receive
was disproved by the record of the guilty plea
proceedings.
Hernandez v. State
Docket No. 49161
Supreme Court
2. Whether the allegations in the post-convic-
tion petition, together with those submitted in
response to the district court’s notice of intent
to dismiss, were sufficient to raise the possibil-
ity of a valid claim entitling Petitioner to the
appointment of counsel.
Tatara v. State
Docket No. 49076
Court of Appeals
3. Whether the district court erred by summar-
ily dismissing the successive post-conviction
petition without allowing Petitioner the dis-
covery necessary to litigate his Brady claim.
Abdullah v. State
Docket No. 48677
Supreme Court

Quiet title
1. Whether the district court erred by quiet-
ing title to the disputed property in Plaintiffs
pursuant to the doctrine of boundary by agree-
ment.
Bass v. Esslinger
Docket No. 49240
Supreme Court
Taxes
1. Whether the Tax Commission’s Property Tax
Administrative Rule 131 was entitled to ad-
ministrative deference so as to preclude prop-
erty owners from claiming that their operating
property was unconstitutionally assessed.
Idaho Power Co. v. Idaho State Tax Commn
Docket No. 49126
Supreme Court
CRIMINAL APPEALS
Confrontation
1. Whether the district court violated Defen-
dant’s confrontation rights when it required
the witnesses in his felony aggravated battery
trial to wear masks while testifying.
State v. Cuenca
Docket No. 49037
Supreme Court
Evidence
1. Whether the district court abused its discre-
tion in the probation violation proceedings by
taking judicial notice that the primary source
of income of an establishment Defendant was
alleged to have frequented was the sale of al-
cohol.
State v. Poston
Docket No. 48742
Court of Appeals
2. Whether the district court erred by exclud-
ing Defendant’s proposed expert testimony that
factors other than Defendant’s act of driving
under the influence caused the victim’s injuries.
State v. Buehler
Docket No. 48172
Court of Appeals

Mistrial
1. Whether the district court erred by denying
the motion for mistrial and concluding that
any prejudice would be cured by instructing
the jury to disregard the inadmissible testi-
mony.
State v. Hensley
Docket No. 49150
Court of Appeals
Search and seizure -
suppression of evidence
1. Whether the district court erred by grant-
ing the motion to suppress and concluding the
probation search was invalid because, while
Defendant waived her Fourth Amendment
rights as a condition of her probation, she re-
tained her rights under the Idaho Constitution.
State v. Pool
Docket No. 49210
Supreme Court
2. Whether Article I, Section 17, of the Idaho
Constitution provides greater protection than
the Fourth Amendment in the area of attenua-
tion because the purpose and flagrancy factor
of the federal attenuation doctrine is incom-
patible with the multiple purposes of Idaho’s
exclusionary rule.
State v. Marsh
Docket No. 48758
Supreme Court
Sentence review
1. Whether the imposition of a mandatory
fine upon an individual whose sole source of
income derives from security benefits violates
federal anti-attachment law.
State v. Goodenough
Docket No. 49232
Court of Appeals

Summarized by:

Lori Fleming

Supreme Court Staff Attorney
(208) 334-2246

1SBI

[——————S]
IDAHO STATE BAR

Have a job opening?

Looking for a job?

The Idaho State Bar
has job postings on its web site.
Posting is free and easy.
Visit isb.idaho.gov.
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MEDIATION SERVICES

The Experience You Want, The Results You Need.

30+ Years of Experience | Licensed in ID and WY |
Cost-Effective Legal Solutions

.Gl

IDAHO ASSOCIATION ¢ CRIMINAL DEFENSE LAWYERS

In conjunction with
Oregon Criminal Defense Lawyers Association
presents its

Sunny Climate Seminar

November 11,2022
Fairmont Orchid, Big Island, Hawaii

Speakers include:
Lisa Monet Wayne « Jon Cox « Sean Walsh

Carey Law, PLLC

477 Shoup, Suite 203 | Idaho Falls, ID 83401
Voice (208)525-2604 | Facsimile: (208)525-8813
careylawidaho.com

@JOHNSON MAY

Learn more at idacdl.org
or contact Executive Director Debi Presher
at dpresher@nbmlaw.com.

NEW ITLA CHRISTOPHER p.
MEMBER!

Christopher Slette represents clients in a range of matters,
including real estate litigation and transactions, business,
construction, and estate planning.

JohnsonMayLaw.com (208) 384-8588

199 N. Capitol Blvd., Ste. 200, Boise, ID 83702
516 Hansen St. E., Twin Falls, ID 83301
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In Memoriam

Matthew J. Mullaney, Jr.
1939-2022

Matthew James Mullaney, ]r
born in Cumberland, Md. g =
on November 11, 1939 to
Anna Adrian Conroy and |
Matthew James Mullaney.
He graduated from La Salle
High School and went to |
the Catholic University of America for his
bachelor’s degree in physics and his J.D.

He married Carol A. Martin in 1963,
they had two children, and divorced in
1979. Matt moved to Idaho in 1972, passed
the Idaho Bar Exam, became deputy attor-
ney general for Idaho, and then special as-
sistant to Governor Cecil Andrus. He filed
the lawsuit that started the Snake River
Adjudication with John Peavey after mov-
ing to private practice in 1977.

He married the love of his life Jackie
Van Paepeghem in 1984 and earned his
nursing degree in 1985. From 1988-95 he
did medical malpractice defense in West
Virginia for Steptoe and Johnson. Matt
continued to work in law informed by his
nursing studies, establishing a thriving
practice in McMinnville, Or. in elder law.
He brought a compassionate approach to
end of life legal issues.

He was a devout Catholic serving in
music ministry with Jackie for their entire
married life and was part of the church
cleaning committee. He volunteered in
the community at the senior center and
on the ethics board at the hospital in Mc-
Minnville.

Matt died peacefully in Nampa on
Sunday, May 22, 2022 from complications
of a brain tumor, surrounded by his wife
and close family. He is survived by Jackie,
his wife of 38 years; children, Anne Ma-
rie Martin and Matthew Lockwood Mul-
laney; five grandchildren, Theo, Claire,
Evie, Emmett, and Eliza; and his four
brothers, Henry, Ed, Mike, and Tim. He
will be deeply missed.

was

L"

Kelly I. Beeman
1948 - 2022

Kelly Ira Beeman passed on June 8,
2022, from natural causes. He was born in
Boise, Idaho, on January 20, 1948, to Dr.
Joseph Ira Beeman and Dr. Helen Beeman.
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Kelly graduated from Borah
High in 1966 and earned
the honor of “most likely to
succeed” And, that he did.
Kelly graduated from the
University of Oregon with
an economics degree, University of Vir-
ginia with a Master’s in business adminis-
tration, and the University of Oregon with
a law degree before returning to Boise to
venture out into the business world.

Kelly and his wife, Jerri were mar-
ried in Christchurch, New Zealand in
1986 and returned for a visit in 1987. In
1989, Kelly answered an employment ad
in The Economist for a Senior Advisor to
the Prime Minister for the Department
of Treasury. While working for the New
Zealand government, he worked on set-
ting monetary policies for the New Zea-
land Reserve Bank and eventually was the
managing director of the North Ameri-
can Investment Promotions Unit, a newly
created position within the New Zealand
Ministry of Commerce and Trade, until
his return to the States in 2003.

Upon his return to the States, he
opened up his law office and prac-
ticed until his retirement in 2018.
Kelly is survived by his wife, Jerri; step-
son, Mark Schiller (Camille); three grand-
children, Kade, Griffin, and Sydney; and
two daughters, Kimberly and Hillary. He
was preceded in death by his daughter,
Katherine Beeman.

William G. “Bill” Pope
1969-2022

Bill was born on November 7, 1969

to Gerard Pope and Janet
“Janie” Etcheson Pope in
La Mirada, California. He ¢
grew up “where the 210
ends and the fun begins!)
La Verne, California, sur- [ =
rounded by love and many family adven-
tures. Bill graduated from Bonita High
School in 1987.

Bill grew up playing all sports, but
from a young age his passion was baseball.
Bill's baseball career took him to Brigham
Young University (BYU) where he gradu-
ated with a bachelor’s degree in history.
Bill completed law school at BYU’s ]. Reu-
ben Clark Law School where he earned his

].D. During law school, Bill was awarded
the Outstanding Writing Award for his
paper analyzing labor issues concerning
Major League Baseball, and he worked for
two years as a research assistant and editor
for the late Professor LaMar C. Berrett.

Bill was a skilled attorney and he prac-
ticed for over 20 years in Idaho, Utah, and
Washington in both the state and federal
courts. He was proud to be a partner at the
firm Perkins, Mitchell, Pope & McAllister,
LLP until April 2022 when he moved his
practice to Anderson, Julian & Hull, LLP.

Bill married his high school sweet-
heart, Teresa Santia Pope, on August 15,
1992 in the Los Angeles LDS temple. Bill
loved being a dad to his three children,
Jordyn, Emily, and Jake. Bill is survived
by his wife, Teresa Santia Pope, and their
children, Jordyn, Emily, Cameron, and
Jake. He is also survived by his parents,
Gerard and Janie Pope; his sister, Shannon
Pope Tuft; and many loved in-laws, nieces,
and nephews.

John C. Ward
1941-2022

John Clarence Ward, beloved father,
husband, grandfather, and
friend, passed away on June
20, 2022, surrounded by
his wife and children after
a long battle with Alzheim-
er’s disease. He was 80 years
old.

John was born in Boise, Idaho, on De-
cember 3, 1941. He was the middle child
of three siblings, born to Clarence Trulock
and Emma Julietta Scorup Ward. After
graduating from Borah High School in
1960, John attended Boise Junior College
and Stanford University, graduating from
Idaho State University in 1964, where he
was a member of Phi Sigma Kappa. Al-
though he was accepted to Columbia Uni-
versity in New York, he chose to attend
law school at the University of Idaho to
be closer to family. Upon passing the bar
exam, he worked at Elam & Burke. Even-
tually, he became a partner at Langroise,
Sullivan & Smylie, Holland & Hart, and
Moftatt Thomas. He also served as counsel
for West One Bank.

John married Nancy O’Rouark in
1966. Their two daughters, Kristen and
Brooke, were born in Boise. In 1989, John




married Mikel Hudelson McMurray. John
was preceded in death by his parents,
Clarence and Etta; sister, Coleen Ryan;
and half-siblings, Grant Ward, Roland
Ward, Margaret Siddoway, and Barbara
Oldenburg. He is survived by his wife,
Mikel; daughters, Kristen (Mark) Jensen
and Brooke (Michael) Gentry; grandchil-
dren, Benjamin and Grace Gentry; step-
children, Stacey (John) Slattery and Todd
(Laela Wilding) McMurray; and step-
grandchildren, Conner, Will, and Aiden
Slattery, and Finn and Vivian McMurray;
his ex-wife, Nancy; sister, JoAn (John) Za-
not; and half-sister, Judith Karst.

Dustin A. Liddle
1985-2022

Dustin Arthur John Liddle, born on
August 21, 1985, in Orange,
California, passed away
suddenly from unknown
heart related complications
on May 16th, 2022, in Boi-
se, Idaho at the age of 36.

Dustin was a very em-
pathetic person who loved animals, na-
ture, and above all, his friends and family.
He had a deep thirst for knowledge and
after graduating from South Eugene High
School in 2003 he attended the University
of Oregon where he graduated with hon-
ors in 2009 with a B.S. in accounting. Af-
ter working as a CPA at a local accounting
firm, he decided once again to expand his
horizons and in 2013 he earned his Juris
Doctor from the University of Chicago.
Dustin and his family relocated to Boise,
Idaho that year where he began his legal
career.

Dustin is survived by his wife, Stef-
fanie; sons, Cory and Tyler; mother, Dar-
lyne Sinn Liddle; father, Arthur J. Liddle;
brother, Ryan Davidson; sister, Debbi
Gregory; stepmother, Connie Liddle;
grandmother, Sharon Liddle; and step-
grandmother, Joan Gorham. He was
preceded in death by his grandmother,
Donna Sinn; both grandfathers, Walter
Sinn and Arthur R. Liddle; and nanny and
lifetime mentor, Lee Agosto.

William D. “Bill” Olson
1933 - 2022

Bill was born in Mullan, Idaho, during

the depression. His father,
Elvin, died of pneumonia
contracted in the silver
mines when Bill was three,
leaving his mother Chrys-
tine to raise Bill, his three
older brothers, and his older sister.

Bill attended Idaho State University,
where he served as student body presi-
dent and majored in journalism. After
graduating from Idaho State in 1956, Bill
received a scholarship to attend Washing-
ton University School of Law in St. Louis.
Bill moved back to Idaho in 1959 where
he made three decisions that would shape
the rest of his life. He went to work as a law
clerk for U.S. District Court Judge Fred M.
Taylor in Boise, and after meeting Diana
Ortega on a blind date in Pocatello, he
married her on July 23, 1960. Finally, after
his clerkship, Bill went to work with Louis
E Racine, Jr., in Pocatello, forming the law
firm that eventually became Racine Olson
and where Bill worked the rest of his legal
career.

Bill was proud to be a member of the
Idaho State Bar for more than 60 years. He
was honored with the Bar’s highest award
in 2008, the Distinguished Lawyer Award.
He enjoyed the company of the many fine
lawyers he practiced with and against.

Bill is survived by his wife, Diana; his
children, William Taylor (Sara), Wendy
(Craig Kreiser), and Zoe Ann (Eric Gey-
er); his seven grandchildren, Taylor, Trev-
or, and Tanner Olson, Abby and Olivia
Kreiser, and K and Jesse Olson-Geyer; and
his brother, Ken (Dorothy). He was pre-
ceded in death by his parents, Elvin and
Chrystine Olson; his sister Lucille; and his
brothers, LeRoy and Robert.

W. Marcus Nye
1945-2022

W. Marcus Nye was born in New York
City on August 3rd, 1945.
After graduation from Po-
catello High School he at-
tended Harvard University
on a scholarship graduating
in 1967. Soon after gradu-
ation, Mark came home to Idaho and in
1974 earned a Juris Doctor from the Uni-
versity of Idaho College of Law, where he
was a member of the board of editors of

the Law Review. Home again in Pocatello,
Mark joined the law firm of Racine, Hunt-
ley & Olson. He soon was named a partner
in the firm which later became Racine, Ol-
son, Nye and Budge.

Mark served on the Board of Gover-
nors of the American Bar Association and
was past president of the Idaho State Bar.
Mark was president of the 6™ District Bar
Association in 1982 and served as presi-
dent of the Idaho Association of Defense
Council in 1983. He was a member of
the American Board of Trial Advocates,
a Fellow of the American College of Trial
Lawyers, and a member of the Idaho Trial
Lawyers Association since 1980. In 1995,
he boarded a plane every Friday morning
for Moscow to lecture future Idaho law-
yers on Products Liability at the College
of Law.

As Mark began to wind down his law
practice of 40 years, it was not a surprise
to those who knew and worked with him,
that he finally answered the call to serve in
the state legislature.

Mark was preceded in death by his
mother, Nora McLaren Nye; his father,
Walter R. Nye; and his sister, Elisabeth
Nye. Then, the devasting loss of his son,
Philip, in 2003. Mark will be remembered
by those he loved; his wife, Eva; chil-
dren, Rob (Patty), Stephanie, and Jennifer
(Chad); grandchildren, Meredith, Grant,
Everett, and Alex; his sister, Marcia Nye
(Mark Badger); nephews, Justin Freer
(Jessica) and Jan Marcus Noorda (Makall);
and nieces, Ashley Bahney (Ben), Birch
Pennycook (Will), and Claire Onyechi
(Kingsley).

W. Lynn Hossner
1939-2022

Lynn attended school
in Ashton and graduated &
from North Fremont High
School. After graduation [
from high school, Lynn at-
tended the University of
Idaho and graduated with
a degree in political science. He then at-
tended one year of law school at U of I
before transferring to George Washington
University where he graduated proudly
on June 6, 1965, with his Juris Doctorate.
After graduating he passed both the Idaho
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and District of Columbia bar exams.

Lynn met his future wife, Karen
Hogue, at a state department dinner where
they were both attending as guests. They
were married Easter Sunday, April 18,
1965. They returned to Ashton to begin
their family and start their careers as an
attorney and school teacher. Karen passed
away in 1982.

Lynn served as prosecuting attorney
for 15 years. He was asked to run, on the
ballot, as judge but declined because of his
love for the challenge of assisting his cli-

ents with advice and encouragement.
Lynn is preceded in death by his par-
ents, Earl and Yoland; his wife, Karen; two
brothers, Larry and Fred; and a grandson,
Colton. He is survived by his life-time
companion, Sharon Schindler; son, Todd
Hossner; daughter, Natalie (Richard) El-
liott; his grandchildren, Craig (Erin)
Treasure, Laiken Richardson, Hannah
(Oakley) Fikstad, Hailey (Eric) Vance, Ol-
ivia Elliott, Drew Elliott, and nine great-
grandchildren. Also surviving are TL.
(Sarah) Schindler, Senta (Mike) Corne-

lius, Micaela and Kayden, and Kolby (Syd-
nie) Cornelius.

Keeping track

Despite our best efforts, there are
times when a member’s death remains
undocumented. Upon learning of a fellow
attorney’s death, please feel free to contact
Lindsey Welfley with the information at
lwelfley@isb.idaho.gov. This will allow us
to honor the individual with details “In
Memoriam.

. CED

IDAHO ASSOCIATION ¢ CRIMINAL DEFENSE LAWYERS

Jackpot Seminar
October 22,2022 at Cactus Pete’s

Speakers include:
Kimber Tower « Kayla Wingard « Miles Pope
David Lorello « Christine Scott

Learn more at idacdl.org
or contact Executive Director Debi Presher
at dpresher@nbmlaw.com.

Business Counseling | Litigation | Nonprofits

S

DEMPSEY FOSTER

ATTORNEYS

Winning for Our Clients and Community
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(208) 401-9533 | www.dempseyfoster.com
800 West Main Street, Suite 1460, Boise, [daho 83702




SHAVER & SWANSON , AUDREY KENNEY

IDAHO'S PREMIER INTELLECTUAL PROPERTY FIRM 42

SETTLEMENT CONSULTING

Sage offers a full range of
income tax-free and income
tax-deferred financial solutions,
including:

« Structured Settlements
Market Based Options
Attorney Fee Deferrals

"All creation is a mine

and every man, a miner"

|

- Abraham Lincoln

Start Planning Today.

Audrey Kenney, CSSC
Senior Settlement Consultant
Sage Settlement Consulting

Toll-Free: (866) 506-5906
Mobile: (208) 631-7298
akenney@sagesettlements.com

BANDUCCI

MEDIATION & CONSULTING

A DIFFERENT APPROACH TO SOLVING PROBLEMS

Tom Banducci’'s uniqgue approach to mediation is built upon more than three decades as a plaintiff
and defense trial attorney. He's served as national trial counsel to an Idaho public company. He's
represented the “little guy” and the “big guy”. Diverse experience makes a difference.

208.284.9193 | TOM@TBANDUCCI.COM | WWW.TBANDUCCI.COM
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Around the Bar

Lawyer representative
for Ninth Circuit

FOURTH DISTRICT - The Judges of the
United States District and Bankruptcy
Courts for the District of Idaho intend to
appoint a Lawyer Representative to serve
on the Ninth Circuit Conference of the
United States Courts for a three-year term
to replace Alexandra Caval. In addition to
Ms. Caval, the District of Idahos current
Lawyer Representatives are Katie Ball, So-
nyalee Nutsch, Robert Faucher (emeritus),
and DeAnne Casperson (emeritus).

Effective November 1999, the Board of
Judges adopted a Lawyer Representative
Selection Plan, based upon current bar
membership, which ensures state-wide
representation. This plan calls for selec-
tion of lawyer representatives as follows:
2023 - 4™ District; 2024 — 6™ or 7™ Dis-
tricts; 2025 - 3" or 5™ Districts; 2026 1% or
2™ Districts; 2027 - repeat above.

Based upon the Plan, this year’s lawyer
representative must come from the Fourth
District.

Applicants are required to: 1.) Be a
member in good standing of the Idaho
State Bar and be involved in active trial
and appellate practice for not less than
10 years, a substantial portion of which
has been in the federal court system; 2.)
Be interested in the purpose and work of
the Conference, which is to improve the
administration of the federal courts, and
be willing and able to actively contrib-
ute to that end; 3.) Be willing to assist in
implementing Conference programs with
the local Bar; and 4.) Be willing to attend
committee meetings and the annual Ninth
Circuit Judicial Conference.

Typical duties include: serving on
court committees, reviewing recommen-
dations on the use of the Court’s non-ap-
propriated fund, developing curriculum,
assisting with the planning for the District
conference, serving as the representative
of the Bar to advance opinions and sug-
gestions for improvement, and assisting
the Court in the implementation of new
programs or procedures. Any persons
interested in such an appointment should
submit a letter setting forth their experi-
ence and qualifications, no later than
September 30, 2022, to the following: Ste-
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phen W. Kenyon, Clerk of Court, clerk@
id.uscourts.gov.

2022 District of Idaho
Bench Bar Conference

IDAHO FALLS - Save the date! This year’s
conference, titled Navigating Your Federal
Practice with Confidence is designed to
provide both seasoned and new attor-
neys new perspectives and views to assist
them in their practice before the District
of Idaho.

We are excited to again welcome one
of the most preeminent constitutional
law scholars in the country, Erwin R.
Chemerinsky, the Dean of the Berkeley
Law School, who will give a United States
Supreme Court update. Dean Chemerin-
sky will appear live via Zoom at the Idaho
Falls session on October 7" and that pre-
sentation will be replayed in Boise on Oc-
tober 28™.

The Conference will feature a session
titled “Water Law in Idaho - Historical
Adjudication of Rights and Future Con-
cerns in a Changing Environment” With
Judge Eric J. Wildman, the Administrative
District Judge for the Fifth Judicial Dis-
trict of the State of Idaho, along with Pro-
fessor Dylan R. Hedden-Nicely from the
University of Idaho College of Law.

Another session called “Electronically
Stored Information (ESI): Avoiding Po-
tential Pitfalls” will feature Joe Pirtle, Bar
Counsel for the Idaho State Bar, Bradley
Dixon, Partner at Givens Pursley, Justin
May, from Johnson May in Boise, and
Shane Sayer, Partner with Streamline Im-
aging.

Our always popular “Chambers Prac-
tices” will once again feature a selection
of District of Idaho law clerks working for
our magistrate, district, bankruptcy, and
appellate judges.

We are excited to announce the con-
cluding conference session called “Judicial
Jeopardy,” which will test your knowledge
of our judges, Idaho legal history, and new
practice rules.

Attorneys can attend the conferences
at the Hilton Garden Inn in Idaho Falls
on Friday, October 7, 2022, or at the Boise
Center on Friday, October 28, 2022, so
please save whichever date works for you.

Attendees will receive 5.75 CLE credits,
including .5 ethics credits, for the very
reasonable price of $95.00.

Registration information can be found
at www.id.uscourts.gov .

Powers Farley welcomes
Michael O. DeLeon Guerrero,
as an Associate

BOISE - Michael graduated from the Uni-
versity of Idaho College of
Law and was admitted to
the Idaho State Bar in 2020.
Michael interned with the
Ada County Prosecutor’s g
Civil Division and was in- L & .
volved in the University of Idahos Entre-
preneurship Law Clinic. Michael was an
associate attorney at a law firm in Boise
practicing insurance defense. His practice
will focus on civil litigation.

Eismann Award honors
Judge who advanced
Idaho’s Drug Courts

STATEWIDE - The Idaho Supreme Court
is honoring a judge who led the work to
make Idaho one of the first states in the
nation with best-practice adult drug court
standards.

Judge Ronald Wilper received the
2022 Daniel Eismann Award for Treat-
ment Courts in recognition of his many
contributions to Idahos system of treat-
ment courts.

Treatment courts are evidence-based
tools to support Idahoans in the justice
system who are at risk of recidivism and
in need of behavioral health services. They
reduce criminal behavior in our commu-
nities, address treatment needs, provide
accountability, and help Idaho avoid costs
associated with incarceration.

Judge Wilper is known for his dedica-
tion and infectious enthusiasm for treat-
ment courts. Along with his efforts on
adult drug court standards and guidelines,
he presided over the Ada County Drug
Court for seven years and served as depu-
ty chair of the Supreme Court’s Statewide
Treatment Court Committee. He has giv-
en education and feedback to other treat-
ment court judges all over the state.



Idaho Supreme Court Justice Gregory Moeller (left) and Judge Ronald Wilper (right).

Now retired, Judge Wilper continues
to provide his services as a senior judge to
treatment courts in the Third, Fourth, and
Fifth judicial districts. With the National
Drug Court Institute, he gives technical
assistance to drug, mental health, and vet-
erans courts throughout the country.

“If there was a Mount Rushmore for
treatment court judges in Idaho, Judge
Wilper would most certainly be on it;” said
Justice Gregory Moeller, who presented
the award in person at the Ada County
Courthouse.

In earlier remarks upon learning of the
award, Judge Wilper credited the people
he worked with on treatment court mat-
ters throughout his career. “When pro-
fessionals from the criminal justice and
treatment communities work together as
teammates, we do indeed help our fellow
Idahoans to improve their own lives and
the lives of their children,” he said.

The Daniel Eismann Award recog-
nizes a judge who currently or previously
presides over a treatment court, and who
demonstrates exceptional leadership and
commitment to the success of their team
and participants. It is named after former
Chief Justice Eismann, who was also the

first drug court judge in the state and the
first chair of the Treatment Court Com-
mittee.

Learn more about Idaho’s state treat-
ment courts at https://annualreport.isc.
idaho.gov/treatment-courts/.

Annoucement of new firm:
Davis & Hoskisson, PLLC

BOISE - Gary Davis and Abby Hoskisson
are pleased to announce

the formation of Davis & 1
Hoskisson PLLC. Gary Da-
vis has more than 30 years
of experience in family law,
criminal defense, and busi-
ness law in the State of Ida-
ho. He is a graduate of the
University of Idaho College
of Law. Abby Hoskisson
practices family law and
criminal defense in Idaho
and Eastern Oregon.

Tyler Waite joins
Campbell & Bissell, PLLC

SPOKANE, WA - Campbell & Bissell,
PLLC is pleased to announce that Tyler

Waite has accepted an offer
to be a member of the firm.
Mr. Waite has worked as
an attorney in the firm for
nearly 10 years. He earned | g8
an undergraduate degree , h
from the University of Nevada Las Ve-
gas and subsequently obtained a law de-
gree from Gonzaga University. Over the
last decade, Mr. Waite has been heavily
involved in real estate transactions and
commercial litigation with an emphasis in
construction law. He is an active member
of local construction industry trade as-
sociations and he enjoys assisting clients
navigate through legal issues.

Jenny Lorraine Smith joins
Breen, Ball & Marelius, PLLC

BOISE - Breen, Ball & Marelius, PLLC is
pleased to announce that Jenny Lorraine
Smith has joined the firm. After moving
to Boise in 2014, Ms. Smith obtained her
Bachelor of Science in business adminis-
tration, accounting from Montana State
University-Billings in 2019. In May 2022,
she graduated with her Juris Doctor from
the University of Idaho College of Law.
Shortly after joining the firm, Ms. Smith
co-authored a supplemental brief to the
Idaho Supreme Court regarding the (un)
constitutionality of single-parent consent
to underage marriage in the matter of
Carver v. Hornish.

Ms. Smith is joining the firm to prac-
tice primarily in the practice of family law.
Welcome Jenny!

Keely Duke appointed to the
Idaho Judicial Council

STATEWIDE - In June, the Board of
Commissioners  of the
Idaho State Bar appointed
Boise lawyer Keely Duke to
the Idaho Judicial Council.
Keely’s term began imme-
diately after her appoint-
ment for a term ending on
June 30, 2027. The appointment requires
confirmation by the Idaho Senate. Keely
will serve pending confirmation by the
Senate.
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Natalie Camacho Mendoza
of Camacho Mendoza Law
has joined the Board of the
Equitable Food Initiative

BOISE - Equitable Food Initiative (EFI),
the multi-stakeholder work-
force development and cer-
tification organization that
partners with growers, farm-
workers, retailers, and con-
sumer groups, has named
Natalie Camacho Mendoza
to their international Board. Camacho Men-
doza is currently the Chair of the Board of
Farmworker Justice, a founding member of
the Equitable Food Initiative. Both organi-
zations have headquarters in Washington,
D.C.

Since its founding, EFI has attracted
board members who reflect the diversity
of perspectives across the produce indus-
try.

Camacho Mendoza joins EFI as an ex-
tension of her role with Farmworker Jus-
tice and will also serve on the Labor Cau-
cus. Her family roots in the agriculture
and railroad industries run deep and in-
fluence her work as an attorney and owner
of Camacho Mendoza Law. In her prac-
tice, she has worked throughout Idaho in-
cluding in Idaho’s Indian Country. As part
of her practice and advocacy work, she
has represented and worked with unions
and advocated for farmworkers. She has
also had opportunities to represent em-
ployers and business owners. Camacho
Mendoza has served on a variety of local,
state, regional, and national boards, com-
mittees, and task forces across criminal
justice reform, higher education, income
inequality, economic development, access
to healthcare, civil rights, human rights,
arts, and culture.

Attorneys Daniel Knowlton
and Scott Blickenstaff
join Hawley Troxell

BOISE - Hawley Troxell is pleased to an-
nounce attorneys, Dan Knowlton and
Scott Blickenstaff, have joined the firm ef-
fective June 7, 2022 and May 3, 2022, re-
spectively.

Dan is an associate in the firm’s liti-
gation and insurance practice groups.
Dan has represented individual and in-
stitutional clients in matters as diverse as
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premises liability, profes-
sional malpractice, com-
mercial property losses,
wrongful death and cata-
strophic injury, lease and
contract disputes, as well as
coverage and bad faith.

Dan has practiced as a litigator since
2016. Prior to private practice, he served
as the staff attorney to the Honorable Me-
lissa Moody of the Fourth Judicial District
of Idaho (Ada County). While in law
school, Dan served as judicial extern to
the Honorable Owen Panner and Mark D.
Clarke of the United States District Court
for the District of Oregon, as well as the
Honorable Timothy Sercombe of the Or-
egon Court of Appeals.

Dan took a non-traditional path to law
school, having first served in the United
States Army as an infantryman. He served
with the 101* Airborne Division at Fort
Campbell, Kentucky, and with the 2™ In-
fantry Division at Camp Greaves, Repub-
lic of Korea.

Dan graduated from the University of
Santa Barbara, B.A. history regents schol-
arin 2011, and received his. ]J.D. cum laude
from Lewis & Clark Law School in 2015.
During law school he was Articles Editor
and Research Editor for the Lewis & Clark
Law Review, received a certificate in Busi-
ness Law, and was awarded the Paul H.
Casey Business Law Scholarship.

Scottis an accomplished
business and transactional
attorney and a member of
the firm’s Banking, Busi-
ness, and Real Estate law
practice groups. His prac-
tice focuses on all aspects of
business, banking, and real estate law, in-
cluding representing companies in entity
formation, financing, governance, litiga-
tion management and commercial con-
tracting matters, and in structuring, docu-
menting, and closing a variety of commer-
cial, real estate, financial, and technology
transactions. Scott has particular exper-
tise in debt and equity financing, Capper-
Volstead Act compliance, governance,
commercial contracting, secured financ-
ings and restructurings, mergers and ac-
quisitions, real property leasing, sales and

acquisitions, secured transactions, project
development, finance and construction,
and public-private joint ventures.

Before joining Hawley Troxell, Scott
spent four years as Vice President, Gen-
eral Counsel, and Secretary and two years
as General Counsel and Secretary for The
Amalgamated Sugar Company, plus four
years as Associate General Counsel at Boi-
se, Inc. Prior to his in-house counsel po-
sitions, Scott spent 15 years with Orrick,
Herrington & Sutcliffe LLC., a global firm
focused on serving the technology and in-
novation, energy and infrastructure, and
finance sectors.

Fourth District Magistrate
Judge appointed

FOURTH DISTRICT - The Magistrates
Commission for the Fourth Judicial Dis-
trict, comprised of Ada, Boise, Elmore,
and Valley counties, is pleased to an-
nounce that Mr. Abraham Wingrove has
been appointed as magistrate judge in Ada
County. Mr. Wingrove will fill a position
previously held by Judge Michael Oths.

Abraham E. Wingrove was born and
raised in Anchorage, Alaska. He earned
his Bachelor of Arts in philosophy at Boise
State University and his Juris Doctor at the
University of North Dakota School of Law.
While attending law school, he married
his wife, Holly, in 2009. He was admitted
to the Idaho State Bar in 2011.

Mr. Wingrove started his career as a
public defender in Boise, Idaho. He has
served as an Ada County Public Defender
for the past nine years. He has represent-
ed indigent defendants in a wide variety
of matters in the magistrate and district
courts. Mr. Wingrove and his family enjoy
the beauty of Idaho’s outdoors.

Mr. Wingrove will be assigned to Ada
County and was sworn in on August 15,
2022.

Davis & Hoskisson, PLLC
welcomes Russell A. Comstock

BOISE - Davis & Hoskisson PLLC is
pleased to announce that after a lengthy
career on the Magistrate bench in Idaho,
Russ has returned to the practice of law
in an “Of Counsel” role with Davis &
Hoskisson PLLC. He will specialize in



domestic relations cases in-
volving complex assets and
jurisdiction issues, as well
as offer consulting services
on family law cases.

Russ was a Magistrate
Judge for 21 years in Ada County a551gned
exclusively to a family law docket. After
retiring in 2016, he continued to work as
a Senior Judge, primarily in family law
court. During his tenure on the bench,
Russ was active as a leader in the devel-
opment of family court policy recom-
mendations to the Idaho Supreme Court,
including leading a collaborated effort to
develop and implement the Idaho Rules
of Family Law Procedure. He was a fre-

quent lecturer at judicial conferences and
at Continuing Legal Education programs
for the Idaho State Bar. Russ also taught
a course in family law as an Adjunct Pro-
fessor for Concordia University School of
Law in Boise.

Russ is a graduate of the University
of Idaho College of Law and has been a
member of the Idaho State Bar since 1984.
He is the recipient of George G. Granata
Award for Professionalism, Idaho Su-
preme Court 2014; Service Award, Idaho
State Bar 2014; Award of Distinction, Ida-
ho State Bar Family Law Section 2015;
and the Legacy Award, Idaho Magistrate
Judges Association 2019.

Correction

In the June/July 2022 issue of The
Advocate it was incorrectly stated in an
Around the Bar notice that Jeffrey Thom-
son has argued nearly 50 appeals in his
career. It should have read “nearly 30 ap-
peals”

Share your news
Around the Bar

The Advocate is pleased to present your
news briefs, announcements of honors,
awards, career moves, etc. in the “Around
the Bar” column. Please send submissions
to Lindsey Welfley at lwelfley@isb.idaho.
gov and include a digital photo. Thank
you.

ﬁaMWL‘/M

250,000

Idahoans live in poverty & are effectively
shut out of the judicial system because they
cannot afford legal representation

..AND JUSTICE FOR ALL

4 OoUT OF 5

Idahoans struggle to make ends meet & do
not receive civil legal help when their
basic human rights are at stake

Learn more and donate to Access to Justice online:
https://isb.idaho.gov/ilf/faccesstojustice/
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September

13 Water Law Section CLE
University of [daho College of Law — Boise

4.75 CLE credits — NAC Approved

E & & = In Person
14 Ethics for Business Lawyers E - Live Webcast

1.0 Ethics credit -

)

16 2022 Annual Business & Corporate
Law Section CLE
The Grove Hotel — Boise
6.0 CLE credits of which 1.0 is Ethics

")) = Live Audio Stream

b

22-23 2022 Annual Estate Planning Conference
The Grove Hotel — Boise

b

30  NewAttorney Program
Boise Center East — Boise
4.0 CLE credits of which 1.0 is Ethics
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October

3 Lawyer Ethics When Working 19 Annual Employment & Labor

with FParalegals Law Section CLE
6 Annual Health Law Section 27-28 Annual Workers

CLE Compensation Law Section
10 Lawyer Ethics in Real Estate CLE

Practice 27-29 Annual Family Law Section

CLE

For more information and to register, visit www.isb.idaho.gov/CLE.
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UBS provides a powerful integration of siructured
seltlements and wealth planning for you and your clients.

By integrating structured settlements with one of the world’s leading wealth management
firms, your clients can now receive unbiased advice and long-term planning to help secure
their financial needs now and in the future. With over 7,000 Financial Advisors in 350 offices
across the country, we stand ready to serve you.

Extensive capabilities for a range of settlement solutions

Structured settlements

Structured attorney fees

Traditional wealth planning

Special needs trusts

Medicare set-aside trusts

Qualified settlement funds (468b trusts)
Revocable and irrevocable trusts

Guardian and conservatorship accounts
Court controlled accounts

Fiduciary bonding

Trust and estate planning

Life insurance and long-term care
Banking services

For more information on the capabilities of Vasconcellos Investment Consulting at UBS,
or for a second opinion on your current wealth management strategy, please contact:

Vasconcellos Investment Consulting

William L. Vasconcellos, CIMA®, CRPC®

Senior Vice President-Wealth Management

1161 West River Street, Suite 340, Boise, ID 83702
208-947-2006 888-844-7452 william.vasconcellos@ubs.com
www.ubs.com/fa/williamvasconcellos

We will not rest % UBS

Neither UBS Financial Services Inc., nor any of its employees provide tax or legal advice. You must consult with your tax and legal advisors regarding your personal
circumstances. Insurance products are issued by unaffiliated third-party insurance companies and made available through insurance agency subsidiaries of UBS
Financial Services Inc. As a firm providing wealth management services to clients, UBS is registered with the U.S. Securities and Exchange Commission (SEC) as an
investment adviser and a broker-dealer, offering both investment advisory and brokerage services. Advisory services and brokerage services are separate and distinct,
differ in material ways and are governed by different laws and separate contracts. It is important that you carefully read the agreements and disclosures UBS provides
to you about the products or services offered. For more information, please visit our website at ubs.com/workingwithus. CIMA® is a registered certification mark
of the Investment Management Consultants Association, Inc. in the United States of America and worldwide. Chartered Retirement Planning Counselor™ and CRPC®
are registered service marks of the College for Financial Planning®. ©UBS 2014. All rights reserved. UBS Financial Services Inc. is a subsidiary of UBS AG. Member
FINRA/SIPC. 7.00_Ad_7.25x9.25-cmyk_880314_Vasw




AW PAY® | love LawPay! I'm not sure why |
waited so long to get it set up.
+ — Law Firm in Ohio

![A Member Trusted by 50,000 law firms, LawPay is a simple,

ISB ![ Benefit secure solution that allows you to easily accept

! Provider credit and eCheck payments online, in person, or
IDAHO STATE BAR

through your favorite practice management tools.

=2\

22% increase in cash flow with online payments

Vetted and approved by all 50 state bars, 70+
local and specialty bars, the ABA, and the ALA

62% of bills sent online are paid in 24 hours

_@_@_

Trust Payment
|OLTA Deposit

New Case Reference

KkAK Kk kxxkx QQQL *kk

TOTAL: $1,500.00

VISA ’ @ 8 LawPay
eChecke DISCOVER

PAYMENT | Get started at
RECEIVED ' lawpay.com/isb

866-730-4140
|

Data based on an average of firm accounts
receivables increases using online billing solutions

LawPay is a registered agent of Synovus Bank, Columbus,
GA., and Fifth Third Bank, N.A., Cincinnati, OH



