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Onthe cover of thisissue are the columns of the United States Supreme
Court building in Washington, D.C., signifying the importance of the
SCOTUS decision in Loper Bright Enterprises v. Raimondo and the end of
Chevron deference. This issue's Featured Article by Teague Donahey
discusses the impacts of this case on intellectual property law. Photo by
David via Adobe Stock.
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From the Editor

Celebrate 100 Years with Us!

Lindsey M. Welfley

elcome to 2025—a very special year for both the Idaho State Bar and the Idaho
WLaw Foundation! This year, both organizations celebrate significant milestones.
The Idaho State Bar turns 100 and the Idaho Law Foundation turns 50. Thank you for
picking up our first issue of 2025!

This issue is sponsored by the Intellectual Property Law Section and includes arti-
cles on various interesting topics. First, Celia Leber discusses the dangers of the “patent
thicket” and whether or not federal rulemaking is the appropriate avenue to handle the
issue. Following that, Skylar Schossberger explores the complex world of AT emerging tech-
nologies and how these advancements intersect with the intellectual property landscape.

We get to read about the impact of the First Amendment on public performance
rights in law student, Andreea Livanu’s article. Next, another U of I law student,
Blaykleigh Smythe, writes on the “Bad Spaniels” case and how trademark rights over-
lap with first amendment protections.

This issue’s Featured Article by Teague Donahey dives into the impacts of the
recent end to Chevron deference on intellectual property law—the Loper Bright deci-
sion was one of the numerous high-profile decisions that categorized the United States
Supreme Court’s 2023-2024 term.

This issue also includes the first of several articles highlighting notable events
throughout our 100-year history. After sifting through old transcripts and historic
records, different authors from our Bar’s Anniversary Committee will pen an article
covering a decade or two. Judge Michael Oths has written this issue’s article on the
earliest forms of law practice in Idaho, the formation of the Idaho State Bar during the
1920s, and various happenings in the 1930s.

We hope you enjoy this issue and look forward to reading each of the articles on
our history throughout this year. Cheers to a wonderful 2025!

Best,

N Lindsey M. Welfley

ISB E Communications Director

TDATIO STATE BAR Idaho State Bar ¢ Idaho Law Foundation, Inc.

IDAHO LAW

Ml FOUNDATION

tADVOCATE
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This year | will:

Resolve to Get Involved in 2025

Jillian H. Caires

elcome to 2025! The Idaho State

Bar hit a big milestone this year as
it turns 100. This is the last of my columns
as president of the Idaho State Bar. I have
learned so much about the Bar over the
last three years. The Bar is supported by
an amazing team of employees and volun-
teers who care deeply about the members
of the bar, the public, and our profession.
To keep our Bar thriving for the next 100
years, WE NEED YOU! There are many
ways to get involved in the Bar and I am
confident that there is an opportunity for
everyone to participate.

So, as we move into 2025 and the 100-
year celebration of the Bar, I call upon each
member of the Bar to resolve to get involved.
Please consider trying out one of these ways
that you can get involved in 2025:
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1. Attend our 100-year anniversary cele-
bration. 100 years is a reason to celebrate,
and this one is going to be great! Keep
your eyes open for more details!

2. Run for Commissioner. Go big! In
2025 we will have elections for new com-
missioners from the Second and Fourth
Districts. (The First and Second Districts
share a commissioner, alternating every
three years and the Fourth District is
represented by two commissioners). As
a commissioner, you get a front row seat
to all the amazing work of our Bar. If
you are passionate about our profession
and want to really get to know the bar, I
strongly recommend that you consider
running for commissioner.

3. Run for your local district’s leadership.
If you aren’t ready to run for commissioner,

or if there isn’t a seat open in your district,
consider running for leadership in your
local district. I spent three years as an offi-
cer of the First District. It was a great way
to get to know the attorneys in my district
and to get involved as an attorney early
in my career. It takes a lot of work to plan
CLEs and events for an engaging district
bar and talented, dedicated attorneys are
always needed!

4. Become a bar exam grader. Grading the
bar exam takes a very dedicated group of
volunteers, and it’s a great service to the
Bar!

5. Write an article for The Advocate. It
is my understanding that The Advocate
is one of the few bar publications in the
country that is still comprised completely
of content written by volunteer authors;



we don’t rely on any paid content, and you
won’t find any Al-written articles here.
Each issue is sponsored by a different
Practice Section of the bar, which brings
me to my next suggestion...

6. Join a Practice Section of the Bar. Did
you know there are 23 Practice Sections?
There is something for everyone and every
practice. Sections range from Agriculture
Law to Young Lawyers and Appellate
Practice to Health Law.

7. Volunteer at Lawyers in the Library.
Through this program, lawyers in Coeur
d’Alene, Boise, Nampa, Mountain
Home, Garden City, and Meridian can
offer pro bono services in an approach-
able, bite-sized manner. Some libraries
even offer a virtual option, so you can
volunteer without leaving the comfort
of your office!

8. Take on a mentee. Sign up for a for-
mal program, like one through the law
school, or keep it informal. While on the
Roadshow in November, we heard from
a member of the bench that some young
attorneys would benefit from more men-
torship. One way that was suggested to
reach out to mentees is simply to reach
out to a judge in your community and
offer to serve as a mentor for folks new to
the practice.

9. Attend a CLE, or better yet, volun-
teer to lead one! My good friend Caitlin
O’Brien and I led an ethics jeopardy CLE
for several years in the First District. We
always learned a lot in our preparation
and had a great time presenting the CLE
to our peers.

10. Judge a law school competition. 1
recently had the opportunity to serve as
a judge for Gonzaga’s negotiation com-
petition. It was so fun to spend some time
with 1Ls and watch as they learned a little
about the art of negotiation.

11. Attend the Admissions Ceremony. The
highlight of my time as President of the Bar
was attending the Fall 2024 Admissions
Ceremony. It was a great reminder of
how blessed I am to practice as an attor-
ney in Idaho. I was excited to share in the
excitement of the day as the new admittees
celebrated the great accomplishment of
becoming an attorney. Your next chance for
this celebratory pick-me-up is May 2, 2025.

12. Nominate an attorney for the
Distinguished Jurist, Distinguished
Lawyer, Outstanding Young Lawyer,
Professionalism, or Pro Bono awards.
You can make a nomination on the Bar’s
website at any time."

13. Put your fitness-related New Year’s reso-
lutions to good use by training for the Access
to Justice Fund Run. Fun fact, the Access
to Justice Fund Run was Idaho State Bar
Executive Director Maureen Braley’s Legacy
Project for the Idaho Academy of Leadership
for Lawyers. Which brings us to...

14. Commit to growing your skills as a
leader and apply for the Idaho Academy
of Leadership for Lawyers (“IALL”).
Applications for this highly regarded lead-
ership program will open in June 2025.
The program is designed specifically for
lawyers and gives participants the oppor-
tunity to hone their leadership skills while
building lifelong relationships with practi-
tioners from throughout the state.

15. Give back to those who have served.
The Idaho Military Legal Alliance offers
pro bono services to Idaho’s military
population. Find out more and how you
can get involved on their website.?

16. Get a laugh in to support democracy
(and Attorneys for Civic Education
(“ACE”)) by attending Hilarity for
Charity. ACE members recognize that the
key to a healthy, functioning democracy
is a citizenry that is educated and knowl-
edgeable about the U.S. Constitution and
the importance of the rule of law to the
continued health of our democracy. That
is a mission we can all get behind! Learn
more here on their website.?

The ideas listed here are by no means
exhaustive of all the ways you can get involved
with the Idaho State Bar in 2025, but I hope it
inspires you to try something new, and I
hope to see you around the Bar this year!

Jillian H. Caires is
an Idaho native and a
proud Washington State
University Cougar and
Gonzaga Bulldog. After
clerking for the Honorable
Benjamin Simpson, Jillian spent several
years in private practice in Coeur d’Alene
before joining the in-house legal team of
Avista Corporation. In her free time, Jillian
enjoys baking, gardening, walking her
standard poodle, and spending time with
her family.

Endnotes

1. https://isb.idaho.gov/about-us/awards/award-nomination-
form/.

2. https://ilf.idaho.gov/imla/.

3. https://www.attorneysforciviceducation.org/.
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Executive Director’s Report

Executive Director’s Report

Maureen Ryan Braley

ello, and Happy New Year! I am

Maureen Ryan Braley, the new
Executive Director of the Idaho State Bar
and the Idaho Law Foundation. As we
all know, Diane Minnich served in this
role for over 30 years and has retired at
the end of 2024. Diane is an extraordi-
nary leader who made a major impact
on the legal profession in this state. It is
humbling to follow in her footsteps, and
I will miss hearing her infectious laugh
reverberating through our hallways.

If you already know me, I am excited
to work with you in my new role. If you
do not know me, here is some informa-
tion about me, so we can get to know each
other. I was born in the Midwest, raised in
the Southwest, and educated at Gonzaga
University and Gonzaga University School
of Law. I moved to Idaho in August 2004 to
clerk for Chief Justice Gerald F. Schroeder
of the Idaho Supreme Court. Following my
clerkship, I worked for Holland & Hart,
Meuleman Mollerup (now closed), and as
a Deputy Prosecuting Attorney in Ada
County. I sought employment with the Bar
to capitalize on my legal experience while
committing to public service. In 2011, Diane
hired me as the Director of Admissions,
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then in 2019, I was promoted to Associate
Director of the Bar and the Foundation.

I love Idaho. My love for this state
grew in the Panhandle while I attended
Gonzaga. In the past 20+ years, I have
enjoyed exploring this state from Priest
Lake to the Henry’s Fork to the Owyhees.
I also enjoy traveling around our state on
business and am often in Coeur d’Alene,
Moscow, Lewiston, Idaho Falls, Twin
Falls, and Caldwell.

I applied for the Executive Director
position because I care about and am com-
mitted to the Bar’s and the Foundation’s
missions: promoting high standards of
professional conduct for attorneys, increas-
ing access to legal services, and enhanc-
ing public understanding of the law. It is
exciting that my first article as Executive
Director coincides with the 100" anniver-
sary of the Bar and the 50" anniversary of
the Foundation. In 2025, we will celebrate
the organizations’ histories. A joint Bar/
Foundation Anniversary Committee
will hold a marquee event in July 2025
to commemorate the anniversaries. The
anniversaries are also an opportunity to
consider our future. To that end, my prior-
ities include improving attorneys’ digital
experience with our organizations and
providing meaningful opportunities for
in-person engagement around the state.

We have a talented team of employ-
ees at the Bar and Foundation. We are
committed to executing our regulatory
functions and fulfilling the organizations’
missions. I am fortunate to work with
such talented professionals. The Bar and
Foundation also rely on you, Idaho attor-
neys, to execute their missions. I have had
the privilege of working with great Idaho
attorneys serving as bar exam graders,
Board members, District Bar officers,
and committee members. Thank you for
committing your time to improving our
profession. If you are interested in getting
involved with the Bar, please reach out to
me. We would love to have your help.

I look forward to working with you.

" Maureen Ryan Braley is
the Executive Director of
the Idaho State Bar and
the Idaho Law Foundation.
Maureen is a “double
Zag,” having earned her
undergraduate degree in
history and her law degree from Gonzaga
University. She clerked for Chief Justice
Gerald F. Schroeder of the Idaho Supreme
Court and practiced law for six years in
Boise before joining the Idaho State Bar staff
in 2011 as the Director of Admissions. In
2024, she became the Executive Director.
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Idaho Law Foundation President’s Message

M. IDAHO LAW

FOUNDATION

How Does the Work of the Idaho Law Foundation
Uphold and Reaffirm the Rule of Law?

Sunrise Ayers
President, Idaho Law Foundation

As anew year begins, it is my honor and
privilege to address my fellow Idaho
attorneys and update you on the import-
ant work of the Idaho Law Foundation.
First, to those I don’t already know, I
would like to provide a brief introduction.
My name is Sunrise Ayers. I began my term
as President of the Idaho Law Foundation
(“ILF”) in July 2024, taking over from
Fonda Jovick. Fonda did incredible work
as ILF President, and I am grateful for
the opportunity to continue that work in
the year ahead. I've been a member of the
ILF Board since 2016 and am a passion-
ate advocate for the Foundation’s mission
of increasing access to legal services and
enhancing public understanding of the law.
As President, my priority in the year
ahead is for ILF’s work to be a positive force
for upholding and reaffirming the rule of
law. In my view, that can be accomplished
by ensuring we are educating the public, in
an accessible way, about the role judges and
lawyers play in ensuring all persons, insti-
tutions, and entities are accountable to the
law. The ILF is doing that work through our
Law Related Education Program (“LRE”). In
2025, LRE will grow the mock trial program
with the addition of middle school mock
trial and the courtroom journalist con-
test. LRE will also introduce the Seniors &
the Law publication and continue with our
annual Constitution Day event.
Additionally, ILF’s work upholds the
rule of law by providing access to legal
services to those in our state who cannot
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afford private attorneys through the Idaho
Volunteer Lawyers Program (“IVLP”). For
the public to trust in our courts and judicial
systems, they have to believe they have equal
access to those systems. ILF’s work connect-
ing low-income Idahoans with pro bono
attorneys helps achieve the promise of equal
access to justice, while also helping Idaho
attorneys meet their professional obliga-
tions under Rule 6.1 in ways that are person-
ally and professionally fulfilling. In 2025,
IVLP aims to develop attorney resources
and trainings that will ensure attorneys
practicing in all areas of law feel comfortable
providing much needed pro bono services.
The trainings will include checklists, expla-
nation of self-help forms, and tips for pro-
viding advice and counsel to pro se litigants.

The important work of the ILF is only
possible with the support of the attorneys of
our great state. We rely on your donations to
support mock trial, pay for printing and dis-
tribution of educational publications such as
“I18 inIdaho” and “Seniors & the Law,” fund
the staff needed to run Idaho’s mock trial and
Idaho Volunteer Lawyers Program, and other
worthy projects. You can donate to support
the ongoing work of ILF when you fill out
your annual licensing form or visit us online
at idaholawfoundation.org. ILF also benefits
immensely from the many attorneys who
volunteer their time to support our mission.
Whether your passion draws you to taking a
case for IVLP or volunteering as a mock trial
judge, the time you donate to ILF pays divi-
dends that make our communities stronger.

50™ ANNIVERSARY OF THE IDAHO LAW FOUNDATION:

This yearis also notable as 2025
is the 50" anniversary of the Idaho
Law Foundation. We are excited
to take this opportunity to reflect
on the many accomplishments of
the ILF over the last 50 years. An
Anniversary Planning Committee
has been formed and the ILF Board

he ie & profession

L\ [2 IDAHO LAW

FOUNDATION

wants to thank the Committee members for the time they are devoting
to this project. The 2025 celebrations are stillin the planning process, but
we anticipate they will include: launching a website containing historical
information related to the Idaho State Bar and ILF; publication of Tent to
Towers; and holding an anniversary event in the summer of 2025. Stay

tuned for more details!
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I cannot discuss what ILF has
planned in 2025 without touching on the
big changes happening at the Bar. After
39 years of dedicated service to the Idaho
State Bar and its membership, Diane
Minnich retired as Executive Director in
December 2024. Diane leaves behind a
legacy of excellence and a strong and sup-
portive Bar. The entire ILF Board wishes
to thank Diane for her years of leadership.
Stepping into the Executive Director role,
Maureen Ryan Braley will bring her years
of experience at the Bar and a passion for
the ILF’s mission to the position. The ILF
Board is excited to work with Maureen
and we wish her many successes in the
years ahead.

Each of us who has passed through
the gauntlet of law school and Bar pas-
sage now enjoys both the privilege and the
responsibility of being part of a profession
that plays a critical role in our society and
democracy. I look forward to working in
collaboration with each of you to find ways
our profession can meet the standards
set by the great American attorneys who
have come before us, such as Abraham
Lincoln, Thurgood Marshall, Sandra Day
O’Connor, and Alexander Hamilton, of
using our time and talents in the service
of others. Finally, may our work as lawyers
and judges in 2025 be an example to all of
the integrity and strength of the rule of
law. As Abraham Lincoln said, “Let every

American, every lover of liberty, every well
wisher to his posterity, swear by the blood
of the Revolution, never to violate in the
least particular, the laws of the country; and
never to tolerate their violation by others.”

)

Sunrise Ayers is the
President of the Idaho Law
Foundation. She graduated
from Northwestern School
of Law of Lewis and Clark
College and the College of
Idaho. Sunrise is the Executive Director
(“ED”) of Idaho Legal Aid, where she has
worked for over 18 years and practiced
largely in the areas of elder law and housing
law before moving into the ED role.
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Program Report

Z: Q IDAHO VOLUNTEER
LAWYERS PROGRAM

Idaho Volunteer Lawyers Program

Since 2009, Pro Bono Week has been a
national celebration of pro bono ser-
vice. Legal organizations across America
participate to recognize the need for legal
services and to thank those who give their
time to provide it.

The Idaho Volunteer Lawyers Program
(“IVLP”) celebrated this year by hosting a
free CLE in partnership with Idaho Legal
Aid Services on eviction defense. Cassandra
Cooper and Cory Christensen presented
the CLE. Development and housing costs
in Idaho continue to displace many resi-
dents. The CLE provided information on
the eviction process and prepared attorneys
to assist in their practices or as volunteers.
This CLE is available on demand for free to
any attorney interested in volunteering.'

In addition to IVLP’s regular legal
clinics, during Pro Bono Week IVLP joined
with the Association of Corporate Counsel
(“ACC”), Mountain West Chapter, to offer
a legal clinic at the Boise Public Library.
These clinics provide an opportunity for
attorneys to step outside of their practice
areas in a supported environment and
assist those in need. IVLP appreciates the

ACC for offering their time and expertise
providing guidance to self-represented liti-
gants trying to navigate the court system.

To close out Pro Bono Week, IVLP
hosted a simple estate clinic together with
Rachel Murphy and Shaila Buckley. In
early 2024, Rachel and Shaila approached
IVLP with an idea for quarterly clinics for
low-income and at-risk individuals, pro-
viding clients with signed and notarized
copies of a will and power of attorney.
These clinics have been a tremendous suc-
cess. [IVLP is thrilled to partner with these
attorneys to bring this vulnerable popula-
tion peace of mind.

IVLP would like to thank the Idaho
Military Legal Alliance and Idaho Trial
Lawyers Association Street Law Clinics and
their volunteers for providing their clinics
during Pro Bono Week and throughout the
year.

With over 5,000 requests for legal ser-
vice ina year, IVLP recognizes that the need
for service far exceeds the number of avail-
able volunteers. Thank you to the attorneys
who volunteered in 2024, whether it was
by giving time to our clinics, working on

on-going cases, or agreeing to take a new
case. Your efforts are appreciated and truly
make a difference in the lives of Idahoans
who would otherwise be without legal
assistance.

As we begin this new year, we would
like to invite attorneys who have not
worked with us before to join our commu-
nity of volunteers. Your skills are unique,
and we are happy to work with you to meet
your pro bono aspirations, whether that
be the 50 hours a year encouraged by Rule
6.1, or just 50 minutes per month offering
advice on how to navigate the complex
legal system. When you provide pro bono
work through IVLP, your time will be rec-
ognized as valuable, and you will be help-
ing those in the greatest need.

Let’s work together in 2025 to close
the justice gap in Idaho and provide low
income and at-risk individuals and fami-
lies with equal access to justice!

Endnote

1. https://isb.fastcle.com/store/seminar/seminar.php?
seminar=204673.

Learn more about volunteer opportunities
with the Idaho Volunteer Lawyers Program.

SCAN NOW!
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Tunnel of trees with a track amid the thicket of bushes on a bright sunny day. Photo by Ania Zakrzewska via Adobe Stock.

The Patent Thicket: Can Federal Rulemaking Hack a Path
Through the Shrubbery?

CeliaH. Leber

he initial plan for this article was to

confine the scope to a discussion of
a recent controversial proposed change
to the Federal Rules by the U.S. Patent &
Trademark Office (“USPTO”), specifically
89 FR 40439. The USPTO proposed the
change on May 10, 2024."! The proposal
was motivated by concerns regarding “pat-
ent thickets,” in particular those resulting
from a company obtaining a large number
of patents over a period of time that claim
priority from a single patent application.?
However, when researching, I found that
the policy issues underlying the pro-
posed rule change are complex and require
discussion.
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Thus, before addressing the proposed
rule change, this article will give a brief
overview of the main policy issues behind
the proposed rule change. Then, to orient
readers who are unfamiliar with the details
of patent law, it will discuss some proce-
dures that would be impacted by the rule
change and some patent law concepts, fol-
lowed by a brief discussion of the positive
and negative impacts of the rule change
and the propriety of using federal rulemak-
ing in this way. This article will conclude
with suggestions for alternative solutions.

Policy Issues: Into the Thicket We Go!

The patent thicket has the greatest
impact on, and is primarily caused by, large

corporations.” Many large corporations
invest heavily in acquiring and asserting
patents in an attempt to protect market
share. However, if a company is unable to
sell a product due to patent infringement
issues, such inability may result in millions
of dollars wasted in research, development,
and commercialization of a new product.
These two interests often collide—the
very patents that are essential to protecting
the market share of Company A, and thus
its investment in innovation, comes at the
expense of Company B, who loses its ability
to launch new products it has developed.
You may be asking yourself, isn’t that
the purpose of patents, to protect com-
pany A’s investment in their innovations?
It is,* but society benefits most when



Company B has the ability to understand
what Company A’s patents cover so that
Company B can innovate in the “white
space” not covered by Company A’s patents.

The problem is “patent holdup,”
which arises when Company A files a
never-ending chain of patent applications
(i.e., a patent “family”) each arising from
an earlier filed “parent” application.® If
Company A’s parent application has a
filing date that pre-dates Company B’s
development work, all of the later-issuing
patents, which have the benefit of the par-
ent’s filing date, will be potentially enforce-
able against a product ultimately launched
by Company B. During Company B’s
work, the company may have kept an eye
on patents being issued from the parent
application, perhaps modifying the prod-
uct under development to avoid infringe-
ment. However, if the USPTO continues
to issue Company A patents claiming
priority from the parent, each with a dif-
ferent scope of protection, that makes it
near impossible for Company B to ever
launch a product that it is confident will
not infringe any of Company A’s patents.

Moreover, there is a continuing risk
that Company B’s product will inadver-
tently infringe patents issued after its
product has been released on a large scale,
giving Company A an opportunity to “hold
up” Company B for an exorbitant royalty.

Of course, if Company B is growing its
own patent thicket, Company B can simi-
larly make it challenging for Company A
to launch new products.

In some cases, Company A and
Company B can address the situation
through cross-licensing. However, cross-
licensing and other agreements between
large competitors can pose antitrust issues.”
Also, not all companies are willing to con-
sider entering into such agreements; some
would prefer to prevent their competitors
from entering the market with competing
products.

Other issues caused by the patent
thicket are specific to the pharmaceu-
tical industry. For example, the Hatch-
Waxman Act delays generic market entry
unless and until the generic manufac-
turer can show that every patent listed on

the FDA’s Orange Book has either expired
or been proven invalid or not infringed.®
This incentivizes pharmaceutical compa-
nies to file a myriad of continuing appli-
cations in an attempt to delay generic
entry as long as possible.’ It appears that
the USPTO’s proposed rulemaking may
be largely driven by this and other
pharmaceutical-related issues."

Developing a Patent Family:
Into the Weeds

An applicant may develop a family
of patents by filing one or more “divi-
sional applications” and/or “continua-
tion applications” related to the parent
application. Each such application may
be subject to a rejection due to “obvi-
ousness type double patenting,” which
is a legal doctrine that provides that an
applicant cannot patent obvious vari-
ants of their issued patent claims.

Divisional applications. In some cases,
an applicant will include multiple claim
sets in the parent application, directed to
different inventions or different aspects of
an invention. In this case, the patent exam-
iner may issue a Restriction Requirement,
requiring the applicant to elect one of the
inventions/aspects for further examina-
tion. The applicant then has the option, any
time before the parent application issues a

patent or is abandoned, to file a divisional
application to pursue the non-elected
claims. The claims of divisional applica-
tions are deemed to be patentably distinct
from those of the parent, which provides
a “safe harbor,” preventing the claims
from being rejected on obviousness-
type double patenting grounds.
Continuation applications. An appli-
cant may also file one or more contin-
uation applications as long as there is a
pending family member (the parent or a
related divisional or continuation applica-
tion). In the case of a continuation appli-

cation, the claims are generally new, i.e.,
they were not filed with the parent appli-
cation." Because of this, there has been no
determination by a patent examiner as to
whether or not they are patentably distinct
from claims of the parent and, therefore,
they do not enjoy the “safe harbor” of divi-
sional applications. Instead, the claims are
vulnerable to an obviousness-type double
patenting rejection.

Terminal Disclaimers. Applicants
often file Terminal Disclaimers in contin-

uation applications, allowing applicants
to overcome an obviousness-type double
patenting rejection without arguing that
the continuation claims are patentably dis-
tinct and not an obvious variant of those
of the earlier patent or patent application.

...under the proposed rule change, a

Terminal Disclaimer will subject entire

patent families to invalidation if only a

single claim in one patent can be invalidated.
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The Proposed Rule Change:
Trimming the Thicket with a
Flamethrower?

You may be asking yourself by
now, what is the proposed rule change?
Terminal Disclaimers are the subject of the
proposed rule change. Under the current
rules,'? a Terminal Disclaimer requires an
acknowledgement by the applicant that
(1) both patents (issuing from the parent
and continuation applications) will expire
when the earliest one does, and (2) the
patents will only be enforceable as long as
they are commonly owned.

Under the proposed rule change, in
addition to the existing acknowledge-
ments required in a Terminal Disclaimer,
the applicant would have to acknowl-
edge that the patent with the Terminal
Disclaimer will not be enforceable if a
patent to which it is tied (directly or indi-
rectly®) has a claim invalidated as obvious
or anticipated (i.e., not novel) by a federal
court in a civil action or by the USPTO,
and all appeal rights have been exhausted.
Thus, under the proposed rule change, a
Terminal Disclaimer will subject entire
patent families to invalidation if only a sin-
gle claim in one patent can be invalidated.

Many of the arguments in favor of
the rule change are based on a belief that
the change will mitigate the issues dis-
cussed previously as well as other issues
primarily faced by large corporations.*

The arguments against the rule
change are many and pertain, in large part,
to its potential negative effects on small
companies.

Small companies file continuation
applications for strategic reasons distinct
from creating a patent thicket. For exam-
ple, a pending continuation application
can afford a small company some pro-
tection against a meritless attack on a key
patent (issued from the parent application)
filed by a competitor with deeper pock-
ets. Moreover, continuation applications
allow the company to obtain a patent with
claims of relatively narrow scope early on,
in order to satisty investors or stop knock-
off infringement by online retailers, and
then seek broader protection having
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Thus, the proposed rule change will

potentially punish patent owners who

have had no role in creating the problem.

greater long-term value in a continuation
application. For many small companies,
it is important to obtain the best possible
protection for one or two key innovations
and this is facilitated by strategic use of
continuation applications.

The risk of patent unenforceability
posed by filing a Terminal Disclaimer
under the proposed rules will impact these
uses of continuation applications in several
ways. First, filing Terminal Disclaimers
will be viewed as unacceptably risky. This
will add to the cost of obtaining patent
protection because, in order to avoid
jeopardizing future patent enforceabil-
ity, many applicants will choose to argue
against obviousness type double patenting
rejections rather than simply removing the
rejection by filing a Terminal Disclaimer.
The cost incurred in doing so will have a
disproportionate impact on small com-
panies who already find the cost of the
patent system burdensome. Second, when
such arguments fail, and the applicant is
required to file a Terminal Disclaimer, the
applicant will be left with uncertainty as to
the future enforceability of a patent issuing
from the application.

Thus, the proposed rule change will
potentially punish patent owners who
have had no role in creating the problem.

Some practitioners also argue that
it is improper under 35 U.S.C. § 2(b)(2)

to use federal rulemaking, rather than leg-
islation, to attempt to address the patent
thicket issues.”” Under § 2(b)(2), the USPTO
only has the authority to “establish regula-
tions, not inconsistent with law.”

The proposed rule change has been
argued to be inconsistent with exist-
ing law, specifically 35 U.S.C. § 282(a),
because the claims of a patent with a
Terminal Disclaimer will no longer be
presumed valid in the event of the inva-
lidity of a single claim in an entirely dif-
ferent patent. This violates § 282(a), which
requires that “[eJach claim of a patent . ..
shall be presumed valid independently
of the validity of other claims; dependent
or multiple dependent claims shall be
presumed valid even though dependent
upon an invalid claim.”

For these and other reasons, many
believe that the proposed rule change,
and federal rulemaking generally, is not
the proper vehicle for addressing patent
thicket issues.

Alternative Solutions:
Light at the End of the Thicket?

There are several options that could
address the patent thicket issues without
the negative impacts of the proposed rule
change.

One option would be to address industry-
specific issues, such as pharmaceutical
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ones, by industry-specific legislation.
This appears to be underway. Specifically,
on January 11, 2024, the Bill to Address
Patent Thickets'® was introduced into
Congress. A slimmed down version of
the bill, S. 150, which addresses phar-
maceutical companies’ use of patent
thickets, was passed unanimously by the
Senate on July 11, 2024. As of the date of
this publication, S. 150 has yet to pass the
House. However, even if S. 150 passes,
some modification to existing patent
practice may still be in order to address
the issues discussed here, in particular
patent holdup. For example, patent appli-
cants could be limited to filing only a cer-
tain number of continuation applications
per parent application,” or to filing all
continuation applications within a cer-
tain time period after the issue date of
the parent application. Such restrictions
would address patent holdup by provid-
ing predictability; competitors would
know that, after a certain point, there
would be no threat of new patents being
added to a family.

Celia Leber is the founder
and a shareholder of Leber
IP Law (www.leberiplaw.com),
a cloud-based Pacific
Northwest  patent firm
specializing in  patent

preparation, prosecution, and opinions.
Celia lives in the Salmon River Mountains
with her husband and two dogs and enjoys
exploring the local trails on foot, bike, or skis.

Endnotes

1. The comment period for the proposed rule change
endedonJuly 10,2024. As of the date of this publication
no decision has beenissued by the USPTO.

2. Patent thickets have been described as "a dense
web of overlapping intellectual property rights that a
company must hack its way through in order to actu-
ally commercialize new technology.” Carl Shapiro,
Navigating the Patent Thicket: Cross Licenses, Patent
Pools, and Standard-Setting (Mar. 2001), available at
https://ssrn.com/abstract=273550 or http://dx.doi.
org/10.2139/ssrn.273550. | note this because the term
"patent thicket"is also used, for example, in the Shapiro
article, supra note 2, to refer to a dense network of
patents owned by different entities in the same field of
technology, requiring those seeking to commercialize
technology to obtain licenses from multiple patentees.

3. Part of the difficulty of reaching a solution that will
work well for most patent owners is the gulf that lies
between the world of small business and the world of
large corporations.

4.See, for example, https://constitution.congress.gov/
browse/essay/artl-S8-C8-1/ALDE_00013060/.

5. For anintroduction to patent holdup see, for exam-
ple, Thomas F. Cotter, Erik Hovenkamp, and Norman
Siebrasse, Demystifying Patent Holdup, 76 Wash. & Lee
L.Rev.1501(2019).

6. If you are getting lost never fear, | will provide some
patent background shortly.

7.Shapiro, supranote 2,at 129.
8.21U.S.C.§355(c)(3)(C), ()(5)(B)(iii).
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10. For a commentary suggesting that some of
the pharmaceutical issues may be overstated, see
https://ipwatchdog.com/2024/10/28/debunked-
uspto-findings-end-false-pharma-patent-narratives/
id=182568/.

11.In some situations, continuation claims might have
been filed in the parent application but amended during
examination or cancelled for reasons other than a
restriction requirement.

12.37 CFR 1.321(c).

13. According to the proposed rule, “[tlhe subject
patent or any patent granted on the subject applica-
tion is tied indirectly by two terminal disclaimers to
another patent when: (1) a terminal disclaimer filed in
the subject patent or application identifies an inter-
mediate patent/application as the reference patent
or application; and (2) a terminal disclaimer filed in the
intermediate patent/application identifies the other
patent, or the application that issued as the other
patent, as the reference patent or application." Federal
Register, Safeguards Rule, 89 Fed. Reg. 35,142, 35,166
(May 30, 2024), available at https://www.federalregister.
gov/d/2024-10166/p-24.

14. For anin-depth discussion of these arguments, see
Lemley & Ouellette, supranote 11.

15. See comments at https://www.regulations.gov/
document/PTO-P-2024-0003-0001, for example at
https://www.regulations.gov/comment/PTO-P-2024-
0003-0172.

16.5.3583,118" Cong. (2024).

17. Arule limiting continuation applications was pub-
lished by the USPTO in 2007 but was invalidated by
the Federal Court in 2008 as exceeding the scope of
the USPTO's rulemaking authority. See, e.g., https://
www.jdsupra.com/legalnews/federal-court-voids-
changes-to-patent-of-51958/.
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Frankenstein A Universal Picture, Eric Wienberg Collection of Malibu Matchbooks, Postcards, and Ephemera, Collectionno. 0129, Special Collections
and University Archives, University Libraries, Pepperdine University.

From Myth to Reality: Is AI the Pandora’s Box of Our Time?

Skylar W. Schossberger

“Whence, I often asked myself, did
the principle of life proceed? It
was a bold question, and one which has
ever been considered as a mystery; yet with
how many things are we upon the brink of
becoming acquainted, if cowardice or care-
lessness did not restrain our inquiries.”

In Theogony, an ancient Greek poem by
Hesiod, Prometheus tricks Zeus by stealing
fire and giving it to mortals.? Zeus punishes
Prometheus by binding him in “inextrica-
ble bonds, cruel chains” and setting on him
an eagle to devour his liver which by “night
grew as much again everyway as the long-
winged bird devoured in the whole day.”
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Mary Shelley recasts Victor Frankenstein as
the “modern” Prometheus in Frankenstein.
He, too, sets in motion what cannot be
undone. Victor succeeds in animating a
lifeless vessel, but his fervor quickly disinte-
grates to horror once he takes full account of
the being that he has brought into existence.*

Today it appears that the intrigues
of fire and forbidden alchemy are trite.
What were prior pleasures and taboos are
now blasé past times. It is from this ennui
that we arrive at the third iteration of the
Promethean myth: the introduction of
Artificial Intelligence (“AI”), which may
be the Pandora’s Box® of our time. This is
so not only because of AT’s technological
capabilities, but because one day AI may
also be imbued with the spark of life.

As Al systems advance, acting accord-
ing to will rather than being subject to
someone else’s, one begins to confront
fundamental questions about
sciousness, responsibility, and life itself.
This article will chart a brief exploration
of the cliff’s edge, particularly confront-
ing whether the United States Patent
and Trademark Office (“PTO”) and U.S.
Court of Appeals for the Federal Circuit
got it “right” by declaring that AI is not
a “natural person” or a “human being.”
This article will begin by recounting the
seminal case Thaler v. Vidal, in which
the Federal Circuit addressed whether
Al could be recognized as an “inventor”
under the Patent Act and held that inven-
tors named on patents must be “natural

con-



persons” or “human beings.” Next, this
article will explore the Thaler Court’s
definition of a “human being” (or lack
thereof) by engaging with philosophi-
cal and hypothetical ideas from science
fiction. These works often challenge the
boundaries between humans and non-
humans, or more precisely, the idea that
“man is the measure of all things.” By
examining these fictional depictions, this
article will challenge its readers to ques-
tion the concept of personhood in rela-
tion to Al Finally, this article will argue,
despite its critiques of the Thaler Court’s
reasoning, that the outcome of Thaler v.
Vidal remains fundamentally correct.

Thaler v. Vidal

In Thaler v. Vidal, the Court of
Appeals for the Federal Circuit upheld the
PTO’s decision to deny two patent appli-
cations listing an Al software system as
the inventor.” In July 2019, Steven Thaler
sought patent protection for two inven-
tions purportedly invented by an AI sys-
tem called the “Device for the Autonomous
Bootstrapping of Unified Science,” or
DABUS.® Thaler listed DABUS as the sole
inventor on the applications, submitted a
sworn oath on DABUS’ behalf as required
under 35 U.S.C. § 115, and filed a docu-
ment purporting to assign himself all of
DABUS’ rights as the inventor.” The PTO
determined that Thaler’s applications were
incomplete because they lacked a valid
inventor, and it sent Thaler a “Notice
to File Missing Parts of Nonprovisional
Application.” In response, Thaler peti-
tioned the PTO to vacate the notices, which
the PTO denied on the ground that “a
machine does not qualify as an inventor.”"
Thaler sought reconsideration of the PTO’s
decision, which the PTO also denied."

Thaler subsequently sought judicial
review of the PTO’s final decision on
his petitions under the Administrative
Procedures Act (“APA”).® The District
Court concluded that an “inventor’ under
the Patent Act must be an ‘individual,
and the plain meaning of ‘individual” as
used in the statute is a natural person.”*
Thus, Thaler appealed the District Court’s

In reaching its decision, the Court declined

to engage in metaphysical inquiries about

Al * Instead, the Court presupposed that

“human being” did not include Al

decision to the Federal Circuit, which has
jurisdiction under 28 U.S.C. § 1295 to adju-
dicate district court decisions pertaining to
APA claims against the PTO with respect
to patents.”®

Thaler asked the Court whether Al
could be an “inventor” under the Patent
Act. To answer Thaler’s question, the
Court scrutinized the statutory text.' The
Court found that the Patent Act expressly
provides that inventors are “individuals.””
Because the Patent Act did not and does
not define “individuals,” the Court turned
to a definition offered by the United States
Supreme Court, that is: “[a]s a noun, ‘indi-
vidual’ ordinarily means a human being, a
person.”’® The Court found that this defi-
nition was in accord with how the word
was used in everyday parlance, such as
“the individual went to the store, ‘the
individual left the room, and ‘the indi-
vidual took the car.”** It also found that
the common understanding of the word
“individual” also meant a human being,
as defined by multiple online dictionar-
ies.” For these reasons, among others, the
Court held that Congress unequivocally
intended that “individuals,” when referred
to in the Patent Act with respect to inven-
tors, meant human beings.*'

In reaching its decision, the Court
declined to engage in metaphysical
inquiries about AI.* Instead, the Court

presupposed that “human being” did not
include AI Indeed, by halting at “indi-
vidual,” and going no further to define
“human being,” the Court managed to
avoid the eternal quandary first artic-
ulated by Parmenides, later by Martin
Heidegger, and mused by all in those
moments of unavoidable existential crises,
that is, what it means to be human.

To Be, or Not to Be®

The Thaler Court held that AI can-
not be an “inventor” under the Patent Act
because it cannot be an “individual.” In
other words, the Thaler Court posited
that AI is not a human being. In doing
so, the Court did not undertake to define
what it means to be human—maybe
because it is self-evident, but maybe not!

Britannica defines “human being”
as a “a culture-bearing primate classi-
fied in the genus Homo, especially the
species H. sapiens.”** This is probably the
most straightforward definition of what
it means to be a human. One need only
resort to biological classifications, and the
inquiry is quickly concluded. The harder
question is what it means to be human,
especially in relation to other beings who
also experience awareness of themselves
and their being in the world. Postmodern
fiction (particularly science fiction) sug-
gests that emotions and qualities typically
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associated with human beings are not
exclusively experienced by humankind.”

William  Gibson’s  Neuromancer
(1984) blurs the distinction between the
organic and artificial.*® In Neuromancer,
the Tessier-Ashpool corporation creates an
Al named Wintermute whose objective is
to free itself and unite with Neuromancer,
another AL* Wintermute is the “hive
mind” and “decision maker” for the cor-
poration.”® Neuromancer, on the other
hand, is “personality.”® When com-
bined with Neuromancer, Wintermute
seeks to form relationships with other
artificial intelligences.*

The idea that an Al would want to seek
and cultivate relationships is also explored
by Ridley Scott’s Blade Runner (1982) based
on Philip K. Dick’s Do Androids Dream
of Electric Sheep? (1968). In Blade Runner,
scientists bioengineer “replicants” who are
physically and emotionally indistinguish-
able from humans. Replicants become ille-
gal after six replicants escape and commit
mutiny against humans, and the police
hunt the mutinous replicants throughout
the film. Viewers are disoriented not only
because replicants take care of their own, but
also when it becomes clear that replicants
grieve their own kind. This may also remind
one of HAL 9000 in Stanley Kubrick’s 2001:
A Space Odyssey (1968), an Al who murders
a crew member because it too fears death.

Our canons of statutory interpreta-
tion are ill-equipped to deal with the kinds
of questions raised above. Looking at the
plain and ordinary meaning of the text
may serve to answer what is a human being,
but it will not answer questions about the
human experience and whether it is exclu-
sive to humans. The plain and ordinary
meaning of “human being” offers little
commentary on whether AT that experi-
ence awareness, not only of their being in
the world but of the ephemerality of their
being, should also be considered individu-
als. The Court’s decision in Thaler demon-
strates that words are malleable, and they
too can be mangled to suit certain agendas.
The result is a patchwork of legal fictions,
often contradictory, that must be treated as
true if our system is to survive the test of
time. For example, how can one reconcile
that AT is not an individual, but corpora-
tions—long recognized as “persons”—can
enter contracts, sue, and be sued?*!

Then again, the Constitution was not
designed to solve humankind’s ontologi-
cal problems. Who would benefit from
the United States Supreme Court decid-
ing whether René Descartes’ I think,
therefore I am was more appropriately
stated I am, therefore I think? Practically
speaking, the Thaler Court got it “right”
when holding that AI cannot be an
inventor under the Patent Act, although

The entities that stand to gain the most

from the proliferation of inventions by

Al are those that control its output.
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its reasoning was not totally foolproof. I
argue that the Thaler Court got it “right”
because listing Al as the inventor of a pat-
ent would not facilitate the constitutional
purpose of patents, i.e. “[t]o promote the
progress of science and the useful arts.”*

Article 1, § 8 and the Patent Act

Article 1, § 8 is “designed [] to stimu-
late activity and progress in the arts for the
intellectual enrichment of the public.”*
The Patent Act, namely 35 U.S. Code §
154(a)(2), considers a competing exigency:
private gain.** Perhaps the assumption is
that few individuals would be motivated to
create without receiving a limited monop-
oly for their contributions.*® By granting
limited monopolies to individuals for
their inventions, the Patent Act adopts
the view that aggregate wealth (the pro-
motion of the science and useful arts) can
be stimulated only through relative pov-
erty. Indeed, exclusivity has become the
supreme metric of value in an age where
the accessibility and ease of replication of
things and experiences runs rampant.

If artificial scarcity serves as a check
against the proliferation of copycat inven-
tions, then how might granting a limited
monopoly to artificial intelligences for their
inventions advance the progress of science
and the useful arts? First, one can fairly say
that the rate at which AI can invent new
works will soon outpace human inventors.
If that is the case, then there will be com-
petition between technocrats to develop
AT systems that can pump out inventions
faster than others. Assuming, arguendo,
that these inventions are eligible to receive
patent protection, AI would have the right
to exclude others from making, using, sell-
ing, or importing covered inventions in the
United States. But who, really, stands to
gain from such enterprise? It is not the Al
who receives the royalties.

The entities that stand to gain the
most from the proliferation of inventions
by AI are those that control its output.
For example, in Thaler v. Vidal, had the
Court allowed Thaler to list DABUS as
the inventor on the patents, it is hard to
conceive who it would serve other than
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Thaler himself. Indeed, Thaler executed
a document that purportedly assigned all
rights DABUS received as the “inventor”
of the patents to himself. The result is that
Thaler would reap the benefits of the work
performed by DABUS, not DABUS as the
inventor of the patent. Let’s not be misled
into thinking that this result promotes the
progress of science and the useful arts.
It merely represents a shift in the status
quo, allowing those in control of the Al to
reap the benefits of the limited monopoly
granted by virtue of its patent. Although
I disagree with the reasoning in Thaler v.
Vidal, 1 believe that the Thaler Court got
it “right” when holding AI cannot be the
inventor of a patent. The alternative result
would not promote progress but would
instead promote pretenses for private gain.

Conclusion

Although the use of Al is increasingly
prolific, Al is not at a point in its develop-
ment that raises substantial concerns as to
its personhood—yet. Recognizing Al as a
“human being” at this stage risks intro-
ducing unforeseen legal complications. If
AT were granted rights (and responsibil-
ities), then it would fundamentally alter
how we approach questions of liability,
governance, and justice. Without clear
lines, we risk obfuscating who stands
to benefit from such rights: is it AI, or
its overlord? At this point in time, it
makes good sense to distinguish AI from
human beings to protect the integrity of
our existing legal frameworks. However,
as Al becomes more sophisticated and
integrated into the human experience, we
should not neglect the possibility that Al
may take on a life of its own. Science fic-
tion illustrates that traditional concepts

used to define what it means to be human
are transmutable to AI and may one day
come to pass.

“Hey Siri,” one implores, “what does
it mean to be human?” Something stirs,
and a voice emerges like a pinprick of
light at the end of an endless tunnel.

“Sorry,” it says, “I didn’t quite get
that. Try again.”
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The First Amendment and the Restrictions

on Public Performance Rights

Andreea Livanu

magine a world where the boundar-

ies of free speech are drawn not by
the merits of the message, but by the
shifting sands of societal norms and
subjective morality. It is the precarious
terrain copyright owners must navigate
when their creative works are subjected
to restrictions based on “contemporary
community standards.” These restric-
tions, particularly in the context of public
performance rights, illustrate a growing
tension between First Amendment free-
doms and government-imposed broad-
casting regulations.

The First Amendment of the United
States Constitution protects individuals
from government regulation based on the
content of speech.! The foundation of this
rule is that the government must maintain
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a neutral position in “the marketplace of
ideas.”” At the same time, certain types
of speech are afforded little or no protec-
tion under the First Amendment, such as
incitement to violence, obscenity, child
pornography, libel against public offi-
cials, or genuine threats. The conflict
between the importance and value of
uttered or written words and the govern-
ment’s motivation behind suppressing
them has permeated various areas of law.
Consequently, decisions addressing what
categories of speech are entitled to pro-
tection under the First Amendment have
reached the copyright field of law.

This that the
Supreme Court’s decision in FCC v.
Pacifica Found established an unwork-
able precedent for copyright owners by
permitting restrictions on public per-

article contends

formance rights rooted in a vague and

subjective interpretation of “indecency.”
Such restrictions burden creators, broad-
casters, and society by curtailing artistic
freedom, stifling innovation, and restrict-
ing public access to a broad spectrum of
ideas and cultural expressions.

One of the most influential cases in
this area is the Supreme Court’s decision
in Pacifica, which addressed the govern-
ment’s limitations on copyrighted content
broadcast to the public.' The Pacifica
case was a unique application of First
Amendment precedent that yielded a new
rule negatively impacting copyright own-
ers’ public performance rights. This rule
imposes an undue burden, making it dif-
ficult for creators to predict whether their
work might be deemed “indecent” and
subjected to broadcasting restrictions.

Under the Copyright Act, a copy-
right owner has five exclusive rights:



reproduction, adaptation, distribution,
public performance, and public display.®
Under Article I, Section 8 of the U.S.
Constitution, Congress has the power “to
promote the Progress of Science and use-
ful Arts, by securing for limited Times
to Authors and Inventors the exclusive
Right to their respective Writings and
Discoveries.” In furtherance of this
power, Congress passed copyright protec-
tions, culminating in adopting the Digital
Performance Right in Sound Recording
Act in 1995 (“The Act”).” The Act grants
copyright holders of sound recordings
exclusive rights to public performance
through digital audio transmission.® At
the same time, the Communications Act
of 1934 subjects broadcasters to an array
of conditions and rules that control radio
transmission channels.’

Under 18 U.S.C. § 1464, the law
prohibits broadcasters from disseminat-
ing any “obscene, indecent, or profane
language” through radio communica-
tion.”® The Federal Communications
Commission (“FCC”) enforces the inde-
cency ban, including revoking or denying
license renewals."! Consequently, the FCC
interprets the statute and determines
whether the content is indecent within
the meaning of § 1464."

The United States Supreme Court
addressed the scope and limits of First
Amendment protections in several land-
mark cases that delineated the limits of
free speech, censorship, and the rights of
expression. For example, in Roth v. United
States, the Supreme Court examined
whether the government can prohibit
the sale or transfer of obscene materials
through the mail.”” Ultimately, the Court
held that obscene materials cannot be
protected under the First Amendment
because their content is “offensive to con-
temporary moral standards.”

However, the Court also found that
if the speech is deemed offensive based on
the speaker’s opinion, “that consequence
is a reason for according it constitutional
protection.” In Miller v. California, the
Supreme Court applied a three-part test
for obscenity.”® To determine whether
material is obscene, the trier of fact must

establish: (1) whether the average per-
son, applying contemporary community
standards, would find the work, taken as
a whole, appeals to the prurient interest;
(2) whether the work depicts or describes,
in a patently offensive way, sexual con-
duct specifically defined by the applica-
ble state law; and (3) whether the work,
taken as a whole, lacks serious literary,
artistic, political, or scientific value."”
The Supreme Court decisions in Roth
and Miller opened a true Pandora’s box
for copyright owners attempting to exer-
cise their exclusive right to control their
work’s dissemination.

In the FCC v. Pacifica decision, the
United States Supreme Court examined
whether the First Amendment protects a
radio broadcast that is indecent but not
obscene.'”® The case arose when George
Carlin’s satirical twelve-minute mono-
logue featuring prohibited language
prompted a complaint from a listener
who heard the broadcast with his under-
age son.” The [FCC] did not impose for-
mal sanctions, but it did state that the
order would be ‘associated with the sta-
tion’s license file, and in the event that
subsequent complaints are received, the
[FCC] will then decide whether it should
utilize any of the available sanctions it
has been granted by Congress.”*

In justifying its ability to regulate
the broadcast, the FCC cited two stat-
utes: 18 U.S.C. § 1464, which forbade “any
obscene, indecent, or profane language
through radio communications,” and 47
U.S.C. § 303(g), which required the FCC
to “encourage the larger and more effec-
tive use of radio in the public interest.”
After concluding that the language in the
broadcast was indecent, the FCC issued a
declaratory order and determined that
it could have administratively sanctioned
Pacifica.** Furthermore, the FCC stated in
its memorandum opinion that it intended
to clarify the community standards it
would consider given the increasing num-
ber of complaints.”® Although Pacifica
argued that under U.S.C. § 1464, the lan-
guage was not indecent because it lacked
prurient appeal, the Court concluded that
the standard definition of “indecent” only
refers to “nonconformance with accepted
standards of morality.”*

In reaching its conclusion, the
Court found that the words uttered by
Carlin offended for the same reasons that
obscenity offends, even though the mono-
logue attempted to emphasize society’s
attitudes toward them, ultimately pre-
senting a point of view.” In footnote 22,
the Court states: “The monologue does
present a point of view; it attempts to show
that the words it uses are ‘harmless” and

The Pacifica decision marked the first instance in
which the FCC used a definition of indecent speech,

which had remained unchanged since then.?
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that our attitudes toward them are ‘essen-
tially silly. [...] The belief that these words
are harmless does not necessarily confer
a First Amendment privilege to use them
while proselytizing, just as the conviction
that obscenity is harmless does not license
one to communicate that conviction by the
indiscriminate distribution of an obscene
leaflet.”* Consequently, in the Court’s
view, this type of communication received
the most limited First Amendment pro-
tection because of its ability to intrude
on privacy in the home and because it is
“uniquely accessible to children.”*

In Pacifica, the Supreme Court held
that “the normal definition of ‘indecent’
merely refers to nonconformance with
accepted standards of morality.”?® The
Pacifica decision marked the first instance
in which the FCC used a definition of
indecent speech, which had remained
unchanged since then.” According to the
decision, indecent speech is the “language
that describes in terms patently offensive
as measured by contemporary commu-
nity standards for the broadcast medium,
sexual or excretory activities, and organs,
at times of the day when there is a rea-
sonable risk that children may be in the
audience.” After applying the Miller
test, the Supreme Court considered only
the offensiveness element, which allowed
it to impose a harsher standard for pro-
tected indecent speech than unprotected
obscene speech.”

However, the Pacifica decision does
not align with other Supreme Court
cases that protect offensive speech. For
example, in Cohen v. California, the
Supreme Court considered whether the
defendant’s wearing a jacket with the
words “F*** the Draft” in a courthouse
corridor constituted protected speech.*
The Supreme Court ruled that the First
Amendment protects offensive speech to
safeguard public discourse.* The Court,
accordingly, held that the defendant’s
conviction for wearing the jacket violated
the First Amendment.**

The protection of disagreeable and
challenging ideas is necessary in a growing
society. Therefore, regulations restricting
copyright owners’ public performance
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A morality-based restriction without clear guidelines

forces copyright owners to navigate significant

challenges in complying with the standard, as they

cannot predict all the environments where others

will witness or hear the performance.

rights when content is deemed offensive
based on undefined “acceptable stan-
dards of morality” conflict with previous
precedents protecting offensive speech.*

A morality-based restriction without
clear guidelines forces copyright owners
to navigate significant challenges in com-
plying with the standard, as they cannot
predict all the environments where oth-
ers will witness or hear the performance.
Copyrightable creative works—such as
stand-up acts, slam poetry, audio plays, or
concerts—can be broadcast via radio and
contribute to the “marketplace of ideas.”
These artistic expressions spark social
movements, support activism, and foster
organic growth in diverse communities.
Censoring such works under the Pacifica
standard, which deems content indecent
based on “accepted standards of morality,”
stifles progress by preventing changes in
values or ideas.

During the oral argument in front
of the Supreme Court, the FCC argued
that the broadcast depicted “sexual and
excretory organs and activities in a man-
ner patently offensive by its communi-
ty’s contemporary standards in the early
afternoon when children were in the audi-
ence.”*® However, the “community con-
temporary standards” were never defined
in the Pacifica decision but was addressed
by Justice Marshall during oral arguments

when he questioned the FCC on how one
person complaining to the FCC can rep-
resent an entire community.”” Even before
the Pacifica decision, the FCC had diffi-
culty citing authority for its assertions. For
example, after the FCC issued a Notice of
Apparent Liability for violating § 1464 to
WUHY-FM, a noncommercial station in
Philadelphia, Pennsylvania, the FCC con-
cluded without citing any precedent that
the standard should be that the material
broadcasted is: (a) patently offensive by
community standards; and (b) is utterly
without redeeming social value.*® The
question remains: What contemporary
community standards will the FCC or a
court apply to determine whether content
cannot enjoy the protection of the First
Amendment even when the Miller test is
not satisfied? Since contemporary com-
munity standards are constantly subject to
change, a copyright owner who contracts
their rights to public performance will be
uncertain about how the FCC will apply
the Pacifica decision and ultimately cen-
sor her content.

In the case A Book Named “John
Cleland’s Memoirs of a Woman of Pleasure” v.
Atty. Gen. of Com. of Mass, the Supreme
Court looked at whether a book correctly
applied the Roth definition of obscenity.*
The Supreme Court specifically analyzed
whether the lower court misinterpreted


https://obscenity.39
https://value.38
https://community.37
https://speech.35
https://Amendment.34
https://discourse.33
https://speech.32
https://speech.31

the obscenity test’s social value criterion,
which the Court later adopted in Miller v.
United States.® The book at issue,
Memoirs of a Woman of Pleasure, written
by John Cleland, which recounted the life
of a prostitute, was “adjudged obscene in a
proceeding that put on trial the book itself,
and not its publisher or distributor.™" The
Supreme Court found that “a book cannot
be proscribed unless it was found to be
utterly without social redeeming value.”

Moreover, the Court determined that
examining all possible usage of the book
reveals even a fraction of literary and his-
torical value. Therefore, the book does
have socially redeeming value.** Adopting
the language from Ginzburg v. United
States, the Court stated that a book can
lack redeeming social importance if it is
exploited solely for its prurient appeal,
excluding other values.** Justice Brennan
raised this idea of courts assigning social
value or its absence in his dissent.”” He
argued that the principal concern involved
courts granting speech protection based
on the social value they attribute to it.*°
Expanding on the Pacifica rationale,
Justice Brennan argues that the new FCC
standard would lead to censorship of “a
myriad of literary works, novels, poems,
and plays by the likes of Shakespeare,
Joyce, Hemingway, Ben Jonson, Henry
Fielding, Robert Burns, and Chaucer,” as
well as particular portions of the Bible.”

Justice Brennan circulated a draft
dissent to the FCC v. Pacifica decision in
which he stated that he found: “the Court’s
misapplication of fundamental First
Amendment principles so patent, and its
attempt to impose its sadly myopic notions
of propriety on the whole of the American
people so misguided, that [he is] unable to
remain silent.”® Moreover, Justice Brennan
addresses Justice Steven’s claim that modi-
fying the work to avoid indecent language
would only affect the form of the substance
of the communication.* Justice Brenan
claims it is erroneous to address this point
because “[a] given word may have a unique
capacity to capsule an idea, evoke an emo-
tion, or conjure up an image.”

The mere essence of copyrighted work
is to transmit ideas and instill in the listeners

certain emotions along with transmitting a
specific message. Forcing a copyright owner
to modify their creation to fit a standard that
does not align with the previous Supreme
Court decisions regulating obscene speech
diminishes the public’s ability to benefit
from being exposed to “cultural pluralism,”
as Justice Brennan states. Censoring the
broadcasters under an unclear and vague
standard allows the Court to promote the
idea that it can censor communications
solely because of the words they contain,
regardless of whether or not a copyrighted
work can survive the Miller test for obscen-
ity. In a way, the Supreme Court indirectly
allowed Puritan values to influence its deci-
sion in a nation composed of “subcultures”
with different values.

Ultimately, as Justice Brennan stated,
the value of the work comes from its abil-
ity to convey an idea and, ideally, instill
progress. To achieve such goals, the cre-
ator must carefully craft the artistic piece
using the perfect combination of words,
organization, or tone. If successful, such
works of art will have enriched a nation’s
culture and subcultures. The Supreme
Court had previously addressed this
concern in Cohen v. California, where it
emphasized that the government’s author-
ity to restrict speech as a result of balanc-
ing the privacy interests of others depends
on determining whether the intrusion is
fundamentally intolerable.”’ However, the
Courtalso found that “any broader view of
this authority would effectively empower
a majority to silence dissidents simply as
a matter of personal predilections.”™ The
Pacifica decision does not align with the
previous Cohen decision on protecting
speech that others could find offensive.
Although the Court tried to distinguish
the cases based on the privacy interest a
broadcast listener can have in their home,
this argument undermines listeners’ abil-
ity to simply turn off the radio.

Unsurprisingly, academia criticized
the Pacifica decision. Harvard Law Review’s
end-of-term review argued that the new
ruling creates a “serious setback for those
who prize our pluralistic society’s commit-
ment to the free exchange of ideas.” The
Pacifica decision created a ripple effect for

copyright owners entering agreements to
make their work public through broad-
casts and society as a whole, which now
faces restrictions on engaging in its critical
process. By reducing the intellectual mar-
ketplace pool of ideas, the public must only
consume information that abides by con-
temporary community standards.

Copyright owners can enter into
licensing agreements to have their content
on the radio or television. Under 17 U.S.C.
§ 106, a performance license is required to
make the copyrighted work accessible to
the public, affecting the copyright owner’s
exclusive right to perform.** Another stat-
ute governing the licensing of copyrighted
work is the Digital Millennium Copyright
Act of 1998.%° This act allows both record
companies and artists to collect royalty
fees on broadcasts of their work.*® The U.S.
Copyright Office determines the statutory
rates and schedules reviews and renewals
for all royalty rates every two years.”” A
statutory rate applies where copyright law
requires compulsory licenses because they
allow others to use the copyrighted work
without the owner’s permission if they pay
the set rate. While statutory rates primar-
ily cover music because of its extensive use
in media, other works, such as stand-up
comedy or film, are usually licensed indi-
vidually and subjected to negotiations. In
these cases, creators negotiate directly
with either distributors or broadcasters.

The Pacifica standard creates an
unstable negotiating environment for
copyright owners who do not fall in the
statutory rate category. The subjectivity
of the Supreme Court rule on broadcasted
content forces copyright owners to guess
whether their work will be categorized as
indecent when applied to “contemporary
community standards.” Radio broadcasts
are unique in terms of public performance
rights because, unlike a stage performer,
neither the creator nor the broadcaster can
account for each household or individual
who can listen in. Since the broadcasters
will have to bear the risk of the censor-
ship set by the FCC, they might demand
editing flexibility, which can ultimately
diminish the value of the work financially
and artistically.
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The Supreme Court reviewed the
Pacifica test in the more recent case FCC v.
Fox TV Stations, where it held that the
FCC could treat even isolated (so-called
“fleeting”) uses of sexual and excretory
words as actionably indecent.®® One
point not addressed in the concurrence
but addressed in Justice Breyer’s dissent
is the chilling effect on local broadcasting
coverage.” In his dissent, Justice Breyer
states that the practical impact of such a
strict interpretation is that smaller broad-
casting stations will resort to cutting back
on their coverage, especially public events,
to avoid broadcasting “fleeting exple-
tives.”® Naturally, a broadcaster can shift
this burden and allocate this cost during
negotiations with a content creator. As a
result, broadcasters can force copyright
owners to engage in complex negotiations.
Suppose a copyright owner is unwilling to
modify their work. In that case, other than
not publicly performing, the remaining
alternative is to enter into a contract
with a lower royalty rate to account for
potential censorship. The FCC won’t
issue absolute censorship, completely sup-
pressing or prohibiting certain content,
speech, or expression, without allowing
exceptions or debate. Instead, they limit
the broadcasting time of specific content
from 10 p.m. to 6 a.m., causing the work to
reach fewer members of the public, which
will, in turn, affect the revenue and other
opportunities from which it can benefit.
Still, the question remains whether the
right to public performance is severely
diminished or even extinguished for a
copyright owner who cannot immediately
contract to those terms.

In its decision in Pacifica, the
Supreme Court emphasized that the FCC
may censor broadcasts deemed indecent
due to their ability to intrude on indi-
viduals both in public and in the privacy
of their homes, especially because the
broadcasts are accessible to children.®
The Court also referenced Ginsberg v.
New York, where minimal scrutiny upheld
a law banning the sale of magazines with
nudity to minors.®* Recently, in Brown v.
Entertainment Merchants Association,
the Court applied strict scrutiny to a
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California law restricting the sale of vio-
lent video games to minors, concluding
that California failed to identify an “actual
problem” needing resolution.® The Court
noted that the video game industry already
had a voluntary rating system to inform
consumers, and retailers were encouraged
to sell or rent games rated for individuals
17 and older only with parental consent.®

The most recent case addressing the
standard of review is Free Speech Coalition,
Inc. v. Paxton. The case concerns a law
requiring internet porn sites to verify users
are 18 or older.”” While the government
argued the law protected minors, the
petitioners contended that Ginsberg did
not control because the law impacts both
minors and adults.®® The petitioners fur-
ther argued that courts typically avoid
applying rational-basis review to laws bur-
dening adults’ access to protected speech.”’

The outcome of the Free Speech
Coalition may influence how the
Supreme Court revisits the Pacifica stan-
dard, especially considering that the FCC
imposes similar restrictions on adults’
access to speech. While Pacifica upheld
time, place, and manner restrictions,
forcing broadcasters to air “indecent”
content only between 10 p.m. and 6 a.m.
limits broadcasters’ ability to express
ideas fully. Similarly, the imposition of
warnings throughout broadcasts appears
unnecessarily broad. Since the FCC’s
actions burden adults’ access to speech,
strict scrutiny should apply to determine
whether the FCC can censor content.

In conclusion, The Pacifica decision
created a unique standard for broadcast-
ers and copyright owners by allowing the
FCC to censor speech that could survive
the Miller test for obscenity. The unclear
standard creates hurdles not only through
the burden it imposes on artists but also
because of its practical effect on broadcast-
ing negotiations. Copyright owners and
society feel the negative consequences, as
society is now restricted from engaging in
its critical process. The Pacifica standard
undermines artistic integrity and socie-
tal progress by forcing creators to modify
their work to fit the “contemporary stan-
dards of morality” mold.
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The “Bad Spaniels” Case: The Overlap of Trademark

Rights and First Amendment Interests

Blaykleigh Smythe

tis no surprise that the value of a trade-

mark continues to rise in the United
States economy due to its ability to drive
consumer spending. Trademarks play
a significant role in distinguishing the
sources of goods and services, providing
legal protections, and offering economic
incentives to businesses. The main goal of
trademark law is to protect consumers by
supporting clear identification of products
and fostering trust in the marketplace.

However, with the increase in trade-
mark rights, complications can arise when
cases involve artistic or creative rights and
First Amendment implications are raised.
Trademarks do not just serve to identify
the source of a product or service, but also
serve as a communication link between
consumers and businesses by ensuring a
consistent quality based on the goodwill
built by the company.

Courts have long grappled with find-
ing a balance between protecting trade-
mark owners’ rights and safeguarding free
speech, especially when trademarks are
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used in parody or other forms of expres-
sion. The public holds a significant interest
in freedom of expression; specifically in
the public’s ability to discuss, criticize, and
make fun of brands without facing liability.
The case of VIP Products v. Jack Daniel’s!
(“VIP Case”) presents a significant devel-
opment in this area, as the Supreme Court
narrowed the Rogers® test application,

t Y LN
o A - s

which was initially developed by the
Second Circuit to provide heightened First
Amendment protection to expressive
works. The VIP Case highlights the tension
between protecting an individual’s free-
dom of expression and a trademark owners’
rights provided under the Lanham Act’,
while leaving several unanswered ques-
tions about its future implications.

Courts have long grappled with finding a balance

between protecting trademark owners’ rights and

safeguarding free speech, especially when trademarks

are used in parody or other forms of expression.



Background

A trademark is “any word, name, symbol,
or device, or any combination thereof”
used to “identify and distinguish his or her
goods...from those manufactured or sold
by others to indicate the source of goods.™
While a trademark can serve other roles,
its main purpose is to “tell [] the public
who is responsible for a product.”

The balance of providing any intellec-
tual property rights is to promote economic
activity while also “preventing its suffoca-
tion.” This distinction often tows a fine line.
When the goals of trademark law are met,
in theory both consumers and producers
will benefit.” Consumers are able to quickly
find their favorite goods and services, based
on their past experiences or reviews from
the general public, without worry of being
duped.® And producers receive the financial
returns from their efforts to build positive
goodwill in the market.’

The Lanham Act seeks to further these
goals by providing a cause of action for
trademark infringement which requires
the plaintiff show that the alleged infring-
er’s use of a mark is likely to cause con-
fusion about the source or support of the
good or service.”” Courts typically apply
a series of inexhaustive and non-conclu-
sive factors (the Ninth Circuit uses the
Sleekcraft factors) which aim at determin-
ing if there is a likelihood of confusion."
If these factors are weighed to show that
there is a likelihood that the relevant con-
sumers will be confused, courts usually
find trademark infringement."?

The Lanham Act also provides a
claim of action for dilution. Dilution of
a famous mark can occur in one of two
ways: blurring or tarnishment.” Dilution
by blurring occurs when the use of a sim-
ilar mark weakens the distinctiveness of
a famous mark, even if there is no like-
lihood of consumer confusion." Dilution
by tarnishment occurs when the use of a
similar mark by the defendant harms the
reputation of the famous mark.”

Noticeably, trademark law implicates
First Amendment concerns of freedom
of expression.’* While the likelihood
of confusion test attempts to balance the

public’s interest in freedom of expression
with the trademark owner’s interests, there
are heightened concerns for expressive
works.” The Second Circuit addressed
these concerns in Rogers v. Grimaldi, where
actress Ginger Rogers sued producers of the
film “Ginger and Fred” for using her name
in the title.”® The court recognized that cer-
tain works are unique in that they “are of
hybrid nature, combining artistic expres-
sion and commercial promotion.”

This court established what is now
known as the Rogers test which applies to
“expressive works” only, providing them
with more First Amendment protection.
The test has two parts: first, the court must
determine whether the challenged work
is in fact an “expressive work.” * Next, the
plaintiff must show that the defendant’s use
(1) “has no artistic relevance to the under-
lying work” or (2) “explicitly misleads as to
the source or content of the work.” If the
plaintiff fails to show either of these, the
infringement claim is dropped.”

However, the Second Circuit failed to
specifically define what an “expressive work”
is, which has led to varying applications

Jack Daniels 599 U.S..

by different circuits. Currently, the
Third, Fifth, Sixth, Ninth, and Eleventh
Circuits have adopted the Rogers test,
although with some ambiguity as to its
specific application.

“Bad Spaniels”

The Jack Daniel’s Properties v. VIP
Products LLC case occurred between whis-
key manufacture Jack Daniel’s and dog toy
company VIP Products.”” Jack Daniel’s is a
famous brand, being one of the best-sell-
ing whiskey brands. VIP Products sells
a series of dog toys in its Silly Squeakers
line, designing most of them to look like
and parody popular brands. The dog toy at
focus in Jack Daniel’s is one which spoofed
several of Jack Daniel’s trademarks:
(1) Instead of “Jack Daniels,” the toy was
titled “Bad Spaniels;” (2) instead of the
“Old No. 7” trademark, the toy included
“Old No. 2, on your Tennessee Carpet;”
(3) the toy included the verbiage “43% poo
by vol” and “100% smelly” rather than
“40% alc. by vol. (80 proof);” and (4) the
toy contained Jack Daniel’s distinctive
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square bottle and stylized white lettering,
with a photo of a spaniel.

The Supreme Court noted that “these
jokes did not impress petitioner Jack Daniel’s.”

After receiving a cease-and-desist let-
ter from Jack Daniel’s, VIP filed suit seek-
ing a declaratory judgment that their dog
toy did not infringe upon or dilute Jack
Daniel’s marks. Jack Daniel’s countersued
for infringement and dilution. The dis-
trict court rejected both of VIP’s arguments
for summary judgment: (1) holding that the
Rogers test does not apply to works which are
being used as a mark and (2) rejecting VIP’s
fair-use defense, finding that the parody
exception only applies to marks not being
used as a source indicator. After a bench
trial, the District Court found that that there
was a likelihood of confusion, and therefore
trademark infringement. It also found that
there was dilution by tarnishment, because
the dog toy’s references to dog poop would
harm Jack Daniel’s reputation.

The Ninth Court of Appeals reversed
the District Court on both claims. First,
the court found that the funny message of
the dog toy was sufficient to constitute an
expressive work, and therefore should be
analyzed under the Rogers test as the thresh-
old. As to Jack Daniel’s dilution claim, the
court referred to Louis Vuitton (which
also focused on a parody dog toy), finding
that the dog toy was a parody which fell
under the fair-use defense. After the Ninth
Circuit’s holding, Jack Daniel’s filed a writ
of certiorari to the Supreme Court, which
was subsequently denied. On remand, the
District Court ruled consistently with the
Ninth Circuit’s opinion, finding in favor
of VIP. Jack Daniel’s then appealed again,
and the Ninth Circuit affirmed the District
Court’s opinion. Finally, Jack Daniel’s filed
a second writ of certiorari, and the Supreme
Court granted Jack Daniel’s petition in
November of 2022.

Justice Kagan authored the unani-
mous decision of the Supreme Court.**
Making it clear that the Court was not
deciding the validity of the Rogers test in
other circumstances, the Court held that
the Rogers test does not apply to uses as
a source indicator to the alleged infring-
er’s own products or services. While the
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attempt to parody or mock the trademark
owner may be relevant in showing that
there is less risk of confusion, the success
of the infringement claim is still deter-
mined by the likelihood of confusion.

In its opinion, the Court emphasized
its reasoning as furthering the purpose
of the Lanham Act. Requiring the Rogers
test for any expressive works would allow
defendants to utilize the goodwill of the
trademark owner to market its own goods
and services, exactly what trademark law
aims to prevent. The Court stated that
consumer confusion is the “cardinal sin”
of trademark law, and the defendant’s use
of the trademark as a source indicator is
most likely to cause confusion.”

The Ninth Circuit’s approach of using
the Rogers test as a threshold for expres-
sive works would “take over much of the
world,” because most trademarks contain
expressive elements, along with performing
its role as a source indicator.”® Instead, the
Court stated that when the mark is being
used as a trademark, while it may have
some expressive elements, the Lanham
Act balances well with First Amendment
concerns. It emphasized that the likeli-
hood-of-confusion test does enough to
account for the interest of free expression.

In the case of the “Bad Spaniels”
dog toy, VIP was using the trademark
and trade dress to identify its source as a
Silly Squeakers toy. Therefore, SCOTUS
remanded the case back to assess the like-
lihood of confusion, taking into consid-
eration the parodic message.

Also reversing the Ninth Circuit’s
holding on the dilution by tarnishment
claim, the Court applied the fair-use
statute, which states that there is no
defense when the use is being utilized as a
source-indicators. The Court declined to
discuss the limits of noncommercial use.

Implications of the
Jack Daniel’s Holding

While the holding in Jack Daniels is
narrow, it left many unanswered questions
and has significant implications. The first
question left open is where the Rogers test
now stands. As stated above, Justice Kagan

made it clear that this holding applies in
limited circumstances. The Court was not
deciding whether Rogers is appropriate in
other cases, just that it is not appropriate
where the mark’s use is source identify-
ing. While SCOTUS seems hesitant to
overturn Rogers completely, it also warns
lower courts to limit its uses. In his dissent,
Justice Gorsuch stated that lower courts
should handle the Rogers test “with care,”
citing concerns of uncertainty about where
it comes from and whether it is correct in
its entirety. However, Justice Kagan also
discussed how the holding was consistent
with the original application of the test.
Another question left unanswered by
the Jack Daniel’s Court is the distinction
on a trademark use (where the Rogers test
certainly does not apply) and a non-trade-
mark use (where the Rogers test may still
apply). In this case, the Court discussed
some details about VIP’s use of the poten-
tially infringing mark on its packaging.
However, it did not need to discuss the dis-
tinction in detail, because VIP had con-
ceded its use of the mark and trade dress
as a source indicator. Therefore, the Court
did not need to provide any guidance for
analyzing whether there is a trademark
use or a non-trademark use in cases where
there is no concession of source-indicating
use. If VIP had not conceded this fact, the
outcome of the case may have turned out
differently. Jack Daniel’s would have been
required to prove that VIP’s use was not an
expressive non-trademark. This may cause
increased litigation based on this catego-
rization, which is likely to be analyzed on
a case-by-case basis.” There have already
been cases in the lower courts where there
is increased confusion on application
of the Jack Daniel’s distinction between
trademark use and non-trademark use.?
On the other hand, some argue that
Kagan’s opinion provides enough context
through examples which provides guide-
lines to determining whether something
is “use as a designation of source.”” As
examples of non-trademark uses, she pro-
vides the movie title at issue in Rogers, the
“Barbie Girl” song,* the sport artist’s use
of Alabama’s football uniforms,” and a
line featuring Louis Vuitton in Hangover:
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The holding in Jack Daniel’s further raises

concerns that it will provide too many rights

to trademark owners, enabling them to restrict

speech, as there is a rising level of overlap

between expression and trademarks.

Part 1I1.* While these marks may be
being used in a commercial way and may
generate financial benefit to the user, they
are not being used to indicate their pro-
ducer. As examples of trademark uses, she
provides the political movement’s use of
“United We Stand America,”* a motor-
cycle’s use of a modified Harley Davidson
logo,** and a dog perfume called “Timmy
Holedigger.” These, on the other hand
are used in a way as to identify their goods
or services and distinguish them from
others in the market. Therefore, it may be
clear that a source-indicating use is one
which may entitle it to trademark rights
if they were not infringing on the actual
owner’s rights.*

The holding in Jack Daniel’s fur-
ther raises concerns that it will provide
too many rights to trademark owners,
enabling them to restrict speech, as there
is a rising level of overlap between expres-
sion and trademarks. Because many
defendants lack resources to pursue a
defense through litigation, they often cave
to the threat of a cease-and-desist letter.
This holding could provide another way
to suppress speech. Further, the unknown
of what constitutes a non-source identi-
fying mark subjected to the heightened
standard under Rogers has the potential of
creating a chilling effect on lawful expres-
sions and speech.” However, it is also

arguable that the Court’s reasoning will
prevent fruition of these concerns; that the
likelihood of confusion test is adequate on
its own to balance trademark rights versus
First Amendment interests. This test has
been relied on by courts for over a century
to meet this balance while furthering the
goals of trademark law, and by not pro-
viding a claim over uses where there is no
likelihood of confusion.

The impact of this case poses height-
ened risk of liability on creatives, specifi-
cally parody product creators. While the
future of the Rogers test remains uncer-
tain, these producers should take mea-
sures to ensure that their expressive works
are utilizing another owner’s mark in a
way that is not source-identifying. Parodic
companies may also be forced to pursue
licensing deals to avoid potential liabil-
ity. Obviously, trademark owners benefit
the most from the Jack Daniel’s holding,
because it is difficult to overcome the
heightened First Amendment protections
of the Rogers test. It provides them with
broader protection in their rights and
increased means to pursue infringement
claims against users which may be parodic
but also used to indicate the source of the
alleged infringer’s products or services.

Conclusion

The Jack Daniel’s v. VIP Products
decision shows the continuing difficul-
ties in balancing trademark protection
with First Amendment rights, especially
in cases involving parody and expressive
works. While it is unclear where exactly
the Rogers test stands or what the implica-
tions of this holding may be, this decision
also makes it clear that the test should not
apply when a trademark is used to identify
the source of a product or service.

Moving forward, creators may need
to be more intentional in using trade-
marks as part of their expressive works,
while trademark owners may gain more
leverage in protecting their brands. Time
will determine the distinguishment of
purely expressive works and those that
serve as source indicators.

Blaykleigh Smythe is a
third-year law student at
the University of Idaho
College of Law. She is
currently a member of the
Idaho Law Review and will
clerk with the Idaho Supreme Court starting
in Fall 2025.
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The End of Chevron Deference and
Its Impact on Intellectual Property Law

Teague |. Donahey

he U.S. Supreme Court’s 2023-2024

term was marked by numerous
high-profile decisions that generated sig-
nificant discussion and commentary. One
such decision was Loper Bright Enterprises v.
Raimondo," in which the Court expressly
overruled its notorious 1984 decision,
Chevron, U.S.A., Inc. v. NRDC, Inc.* The
Court’s decision means that it will no lon-
ger give so-called “Chevron deference” to
federal agency interpretations of federal
statutes. Almost every legal observer agrees
that Loper Bright is likely to have far-reaching
effects in agency enforcement and litigation
contexts, particularly those involving polit-
ically sensitive subject matters.

But how will Loper Bright impact
attorneys in the intellectual property
(“IP”) space? IP practitioners often find
themselves enmeshed in legal disputes
involving federal agencies such as the U.S.
Patent and Trademark Office (“PTO”),
including the Patent Trial and Appeal
Board (“PTAB”) and Trademark Trial
and Appeal Board (“TTAB”), the U.S.
Copyright Office, and the United States
International Trade Commission (“ITC”).
Practice before such agencies, for example,
necessarily involves a labyrinth of agency
regulations designed to implement federal
statutes originally enacted by Congress.
And the question always arises: is the
agency’s implementation of regulation
faithful to the Congressional statute?




In the aftermath of Loper Bright, IP
practitioners will have enhanced oppor-
tunities to challenge an agency’s statutory
interpretations in whatever form they are
manifested. IP practitioners should be alert
to these opportunities post-Loper Bright.

On the other hand, IP practitioners
should recognize that—even years before
Loper Bright—Chevron had been judi-
cially criticized, limited, and avoided.
Where courts did not agree with agency
interpretations, courts were generally
able to circumvent the deference to agen-
cies that Chevron purported to require.
Thus, it remains to be seen just how sig-
nificant a role Loper Bright will play in
the IP arena from a practical standpoint.

The Birth of Chevron Deference

As every first-year law student learns,
since the beginning of our Republic, it
has been, “emphatically the province and

duty of the judicial department to say
what the law is.”* In Chevron, however,
the Supreme Court added an important
caveat. When a court was asked to review
a federal agency’s interpretation of a fed-
eral statute that the agency is responsible
for administering, the court was required
to engage in a more deferential two-
step analysis that subsequently became
known as “Chevron deference.™

Under Chevron deference, at “Chevron
step one,” the court was first required to
determine whether the relevant statutory
provision is clear and unambiguous with
respect to the specific issue at hand; if it
was, then the plain meaning of the statute
would be given effect.” But if it was ambig-
uous, then “the court [did] not simply
impose its own construction on the stat-
ute.” Instead, under “Chevron step two,”
“the question for the court [was] whether
the agency’s answer is based on a per-
missible construction of the statute.”” In

answering this question, “[tlhe court need
not [have] conclude[d] that the agency con-
struction was the only one it permissibly
could have adopted to uphold the construc-
tion, or even the reading the court would
have reached if the question initially had
arisen in a judicial proceeding.”

Exemplary Applications of
Chevron Deference in IP Contexts

In the IP context, Chevron was poten-
tially applicable whenever federal district
courts reviewed federal statutory interpre-
tations of agencies authorized to implement
aspects of IP law, such as most prominently
the PTAB, the TTAB, and the ITC.

For instance, in Cuozzo Speed
Technologies, LLC v. Lee,” the PTO had
promulgated a regulation requiring the
PTAB to give patent claims their “broad-
est reasonable interpretation” (“BRI”)
during inter partes review (“IPR”) pro-
ceedings,' despite the fact that the federal
statutory scheme establishing IPRs did not
provide for this standard of review." After
the PTAB reviewed a patent using the BRI
standard and canceled certain claims on
obviousness grounds, the patent owner
appealed, arguing that the PTO’s BRI regu-
lation exceeded the PTO’s authority under
the relevant federal statutes.'? Applying
Chevron deference, the Supreme Court
upheld the PTO’s regulation, holding that
the federal statutes were silent on the issue
(and thus ambiguous) and that the PTO’s
implementing regulation was reasonable.?

Similarly, in Harmonic Inc. v. Avid
Technology, Inc.,'* the Federal Circuit
addressed the propriety of a PTO regu-
lation permitting the PTAB to institute
an IPR proceeding based on only some
of the grounds of unpatentability that
had been originally advanced by the peti-
tioner.”” The Federal Circuit concluded
that, under Chevron, the regulation was a
reasonable exercise of the PTO’s author-
ity to administer IPR proceedings.'®

In Suprema, Inc. v. International
Trade Commission,"” the Federal Circuit
was asked to address the ITC’s interpreta-
tion of 19 U.S.C. § 1337(a)(1)(B)(i), which
makes it illegal inter alia to import into the
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IP practitioners should recognize that—even

years before Loper Bright—Chevron had been

judicially criticized, limited, and avoided.

United States “articles that [...] infringe a
valid and enforceable United States pat-
ent.” The patent claim at issue recited a
“method for capturing and processing a
fingerprint image,” and the respondent
Suprema was accused of violating the
statute by selling fingerprint scanners.'
Notably, however, the method claim was
not even arguably infringed by U.S. con-
sumers until after the scanners had been
imported into the United States, and the
question was whether a foreign respondent
could violate the statute under an indirect
infringement theory where the accused
products did not and could not directly
infringe at the time of importation."” The
ITC held that it could and found a viola-
tion based on indirect infringement.”* On
appeal, the Federal Circuit determined
that section 1337(a)(1)(B)(i) was ambig-
uous as to whether a violation could be
premised on indirect infringement and,
applying Chevron deference, held that the
ITC’s interpretation was reasonable.”
And in Eastman Kodak Co. v. Bell &
Howell Document Management Products
Co.,* Kodak initiated opposition pro-
ceedings before the TTAB challenging a
trademark applicant’s attempt to register
the numbers “6200,” “6800,” and “8100” as
trademarks on the principal register on an
“intent-to-use” basis.”> The TTAB dis-
missed the opposition without prejudice,
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in effect holding that numerical designators
are presumptively not descriptive under
15 U.S.C. § 1052(e) in an “intent-to-use”
context.** On appeal, the Federal Circuit
applied Chevron deference, concluded
that the statute was not clear and unam-
biguous on the point, and held that the
TTAB’s interpretation of the Lanham
Act was reasonable.”

Chevronls Criticized, Limited,
and Avoided

At the same time that Chevron was being
applied in deference to agency decisions in
many administrative contexts, however, the
doctrine was being consistently criticized,
limited, and avoided in other cases.?®

One important example occurred in
United States v. Mead,* decided in 2001.
In Mead, the Court expressly limited
Chevron deference to circumstances in
which “Congress delegated authority to
the agency generally to make rules car-
rying the force of law, and [] the agency
interpretation claiming deference was
promulgated in the exercise of that author-
ity.”?* The Court clarified: “Delegation of
such authority may be shown in a variety
of ways, as by an agency’s power to engage
in adjudication or notice-and-comment
rulemaking, or by some other indication
of a comparable congressional intent.”?
Significantly, this confirmed that

“interpretations contained in policy state-
ments, agency manuals, and enforcement
guidelines” as a rule were not entitled to
Chevron deference.’

Consistent with this guidance, in the
IP context, many courts have declined to
defer to discussions of law or statute con-
tained in PTO manuals and guidelines.”

Courts also recognized that Chevron
deference was limited to agency interpre-
tations of federal statutes; agency inter-
pretations of their own regulations were
outside the scope of Chevron.* Instead,
agency interpretations of regulations
since 1997 had been subject to so-called
Auer deference, which was different.*
And by 2019, the Court had severely lim-
ited the scope of even Auer deference.*

Even when Chevron deference was
relevant, courts frequently found reasons
to avoid its application. In numerous
cases, for example, courts found that the
statute at issue was unambiguous, and
thus that the analysis stopped at Chevron
step one.” In Facebook, Inc. v. Windy
City Innovations, LLC,* for instance, the
statutory provision at issue, 35 U.S.C. §
315(c), governed joinder of parties in IPR
proceedings. That provision specifies
that the PTO “may join as a party to that
inter partes review any person who prop-
erly files a petition . . . >

At Facebook’s request, the PTAB had
instituted IPRs covering certain claims
of four patents.*® After the one-year time
bar for instituting IPRs on those patents
had passed, Facebook filed additional IPR
petitions seeking to have additional claims
from the same patents reviewed, and it
moved for joinder of the new requests
with its own already-instituted IPRs
under section 315(c).*® After the PTAB
instituted the new IPRs and granted the
joinder motions,* the Federal Circuit
vacated the PTAB’s ultimate decisions
on the new claims, holding in relevant
part that section 315(c) was not ambigu-
ous, that it unambiguously did not per-
mit same-party joinder, and thus that
Chevron did not require deference to the
PTAB’s contrary understanding.*!

In other cases, courts declined to defer
to agencies under Chevron step two. For
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example, Aqua Products, Inc. v. Matal*
involved the question of what party to an
IPR bears the burden of proof when the
patent owner seeks to amend a claim at
issue during the IPR proceeding: does the
burden of proving unpatentability remain
on the petitioner even in connection with
the proposed substitute claim, or must the
patent owner demonstrate that the pro-
posed substitute claim would be patentable
over the prior art of record?*® Congress had
authorized the PTO to promulgate regu-
lations “setting forth standards and pro-
cedures for allowing the patent owner to
move to amend,”** and it did so.*®

Under the PTO’s regulations, a
patent owner seeking to amend must
file a motion to amend that inter alia
“respond][s] to a ground of unpatentability
involved in the [IPR].™® A different PTO
regulation specifies that a “moving party
has the burden of proof to establish that
it is entitled to the requested belief.™” In
reliance on these provisions, the PTAB’s
practice was to place the burden of proof
on the patent owner in an amendment sce-
nario.”® On the other hand, the governing
federal statute, 35 U.S.C. § 316(e), provided
without qualification: “In an inter partes
review instituted under this chapter, the
petitioner shall have the burden of proving
a proposition of unpatentability by a pre-
ponderance of the evidence.™® The Federal

Circuit held that the PTO regulations at
issue did not in fact address whether a pat-
ent owner bears the burden of proof as to
patentability, and since the regulations did
not purport to engage in statutory inter-
pretation on this question, there was no
basis for Chevron deference.*

Loper Bright Overrules Chevron

In June 2024, the Supreme Court
in Loper Bright overruled Chevron. The
Court focused on the separation of powers
under the Constitution and the require-
ments of the Administrative Procedure
Act (“APA”)—Dboth of which require the
judiciary to independently interpret the
law in the first instance, without defer-
ence to agency interpretations.” Under
our constitutional system, “the final ‘inter-
pretation of the laws’ would be ‘the proper
and peculiar province of the courts,”
and the Constitution was structured “to
allow judges to exercise [their] judgment
independent of influence from the politi-
cal branches.”™ And the APA crystallizes
the judiciary’s role, providing that “the
reviewing court shall decide all relevant
questions of law, interpret constitutional
and statutory provisions, and determine
the meaning or applicability of the terms of
an agency action” and that the court shall
“hold unlawful and set aside agency action,

Even when Chevron deference was

relevant, courts frequently found

reasons to avoid its application.

findings, and conclusions found to be . . .
not in accordance with law.”>* Chevron def-
erence was fundamentally inconsistent
with these principles and misguided.*

From a more pragmatic standpoint,
the Court decried the fact that, under
Chevron deference, there was effec-
tively “a license authorizing an agency
to change positions as much as it likes,”
depending on which way the political
wind happened to be blowing at any given
time.”® An agency’s ability to modify its
statutory interpretations without fear of
judicial oversight “foster[ed] unwar-
ranted instability in the law, leaving those
attempting to plan around agency action
in an eternal fog of uncertainty.”*® To the
majority, this meant that Chevron should
not be upheld on the basis of stare decisis,
since the legal instabilities set in motion
by Chevron ran directly contrary to the
doctrine’s underlying purpose.’”

Having decisively overruled Chevron,
however, the Court also made a conscious
effort to soften the edges of its ruling.
Although courts are the final arbiters on
questions of law, that did not mean that
statutory interpretation need be con-
ducted in a vacuum, divorced from agency
participation or input.®® To the contrary,
“although an agency’s interpretation of
a statute ‘cannot bind a court,’ it may be
especially informative ‘to the extent it rests
on factual premises within [the agency’s]
expertise.” In other words, an agency’s
statutory interpretation, if well-founded,
may have a “particular ‘power to persuade,
if lacking power to control.”®

Moreover, somewhat ironically, the
Court noted that prior decisions in which
Chevron deference had been applied to
agency actions would be subject to stare
decisis.®" In other words, the Court did
not see its change in interpretive meth-
odology as providing an automatic basis
to revisit prior rulings in which Chevron
deference had been applied.
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How Will Chevron’s Demise Impact
IP Disputes Going Forward?

The dissent® in Loper Bright stri-
dently criticized the majority for attempt-
ing to “turn [] itself into the country’s
administrative czar” in an effort to “roll
back agency authority.”* According to
the dissent, Loper Bright’s overruling of
Chevron represents an “overhauling [of] a
cornerstone of administrative law” that “is
likely to produce large-scale disruption.™*

External critics of the Court’s Loper
Bright decision have expressed similar
alarm. In the environmental context, for
example, observers have contended that
“the ruling opens the door to challenges
to many rules related to environmental
guidance documents and policies issued
by the Environmental Protection Agency
(‘EPA’) and state agencies involving air and
water quality, climate change, and other
environmental and public health policies,
and EPA will likely have a more difficult
time defending enforcement actions and
rulemakings.” And in the employment
context, another observer expressed con-
cern that “the flood gates of legal challenges
may very well open with respect to many of
the [employment and labor-related federal]
agencies’ interpretations, causing further
question and likelihood that particular
rules protecting employees and job appli-
cants will be struck down by the courts.™”

But in the context of IP law, does
Loper Bright justify that kind of alarm-
ism? Perhaps not. The federal laws and
regulations concerning patent, trademark,
and copyright law rarely if ever present the
kind of sensitive, hot button political issues
that can arise in other contexts, such as
environmental or employment law. There,
agency policies and accompanying statu-
tory interpretations can vary widely from
administration to administration, partic-
ularly in this era of political polarization.
But IP typically fails to arouse the same
kind of political fervor, and the political
regime underlying the PTO and the U.S.
Copyright Office has never exhibited
the kinds of regulatory fluctuations that
caused the Loper Bright majority concern.
In the IP context at least, courts likely will
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continue to depend heavily on the agen-
cies’ “body of experience and informed
judgment . .. for guidance.”®

Certainly, however, the end of Chevron
deference does mean that IP litigators
will have new opportunities to challenge
adverse agency action using statutory
interpretation arguments. Loper Bright has
sent a clear message to lower courts that
agency interpretations are not sacrosanct
and may be second guessed. And although
the Court promised that stare decisis would
leave prior court rulings based on Chevron
undisturbed, the reality for IP practitioners
is that the Court rarely grants certiorari in
patent, trademark, and copyright cases.*
Indeed, the author is only aware of one IP
case in which the Court has ever applied
Chevron deference—and the PTO regu-
lation at issue in that case has since been
amended.”” In the absence of definitive
rulings from the Court, every IP decision
in which Chevron deference was previously
applied is theoretically as open to challenge
as it has ever been.

The bottom line is that IP attorneys
practicing before agencies such as the PTO
(including the PTAB and TTAB), the U.S.
Copyright Office, and the ITC should be
alert to potential challenges to agency stat-
utory interpretations. Under Loper Bright,
courts now have a clear mandate to reeval-
uate and, where necessary, to correct
agency actions that are inconsistent with
the federal statutory frameworks underly-
ing our IP regimes. Loper Bright can and
should be on every IP attorney’s “radar
screen.” But how much Loper Bright ulti-
mately will change the IP landscape going
forward is still unclear.

Teague I. Donahey is a
! partner in the Boise office
o of Holland & Hart LLP. He
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IP litigation and counseling
Idaho and California.

for over 25 years in both
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2025 MOCK TRIAL VOLUNTEER OPPORTUNITIES

The 2025 Idaho High School Mock Trial Competition will
be held on the following dates:

< Eastern Idaho Regional: February 1, Pocatello

« North Idaho Regional: February 22, Coeur d’Alene
< Treasure Valley Regional: March 1, Boise

++ State Mock Trial: March 12 and 13, Boise

For more information, contact Carey Shoufler
at cshoufler@isb.idaho.gov. To register to
volunteer visit idahomocktrial.org and select

the volunteer option at the top of the page.
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-1866

First lawyers
admitted to practice
in the Idaho Territory

-1891-

William E. Borah

( The Lion of Idaho )
admitted to practice

law in Idaho
-1895
-1871- Helen Young,
James H. Hawley Idahoss first female
admitted to practice lawyer, admitted
law in Idaho to practice

Diys

Hon. Michael J. Oths

The Idaho State Bar is celebrating
its 100" anniversary in 2025. This arti
cle recounts the development of the
Bar through the end of the 1930s and
is drawn from minutes and transcripts
of the annual meetings. It is also part
of a larger project to document the
history of the Bar.

The notion of lawyers gathering
to share knowledge and fellowship
long predates our country. In medi
eval England, Roman Catholic clergy
customarily taught law. In 1218, Pope
Honorius lll decreed that Roman civil law
should take precedence and prohibited
clergy from teaching English common
law. In response, King Henry Il prohib
ited the teaching of civil law. This schism
between the Church and the Crown
led to the formation of Inns of Court,
geared to common law. Those Inns,
combining both social and academic
elements, survive, in some form, to our
current time.

Until the late 19" Century, bar asso
ciations as we know them did not exist
in this country. Nevertheless, infor
mal collections of lawyers were a vital
part of the practice of law, especially in
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frontier areas. In lllinois, for example,
Abraham Lincoln and his colleagues
“rode the circuit” for months at a time,
resolving lawsuits by day and conduct
ing post mortem in the tavern by night
(Lincoln, by the way, was a teetotaler).!
The American Bar Association was
formed in 1876, in Saratoga Springs,
New York. Its stated purpose was:

“The advancement of the science
of jurisprudence, the promotion of
the administration of justice and a
uniformity of legislation through
out the country...."

The first lawyers to practice in the
Idaho Territory were admitted in 1866.2
In those early days, verifying a lawyer's
bona fides could be problematic, but the
Court'sresponse to misrepresentation
could be swift. One lawyer from the very
early days was disbarred almost imme
diately. His name is crossed out in the
lawyer registry and in red ink is written:
"Awarning to all guilty of like turpitude.”

The early registry includes some
noteworthy names. Future Governor
of Idaho and Bar President James H.

Hawley was admittedin 1871. William E.
Borah (“The Lion of Idaho") was admit
ted in 1891. Idaho's first female lawyer,
Helen Young, was admitted in 1895.
Later, in 1911, Branch Rickey briefly
practiced law in Boise, prior to attaining
fame for bringing Jackie Robinson to
Major League Baseball.

FIRST VOLUNTARY BAR

By statehood, in 1890, there is no
known record of any formal organiza
tion of Idaho lawyers. The first state
wide® bar association (“ISBA") was
formedin 1899.

While we don't have any minutes of
the 1899 meeting, thereis a transcript
of a speech given by the President,
Richard Z. Johnson. He was one of the
first Idaho lawyers, admitted in 1867.4
The 1899 meeting was in Boise and
President Johnson noted that invi
tations had been sent to every other
county in the state and that they had
received exactly zeroreplies. He sug
gested biennial meetings, due to the
travel difficulties in Idaho.®

President Johnson noted the need
for lawyers to keep up with advancing



-1899

First voluntary
statewide bar
association formed

-1921-

First known minutes
of the voluntary
Idaho State Bar
Association produced

51923 -1928 -1930
Bill passed the Legislature Proposal that judges Creation of
to create a mandatory bar should be appointed a Judicial
association, but no money by the Governor Council
appropriated for operation from a supplied list

-1925 -1933

New bill passed the Legislature
to create the current mandatory
bar & first Annual Meeting
held in Lewiston

Helen

Oliver

First mention of the “Idaho
Law Journal,” which appears
to be the precursor to the
Idaho Law Review

Young. Idaho's first

woman admitted to the Bar.

"O" O. Haga. Photo

courtesy of Neil D. McFeely
and Eberle Berlin.

Qrh. Bt

A handwritten partnership agreement from 1903, showing the simplicity of a two sentence
partnership agreement. Photo courtesy of Neil D. McFeely and Eberle Berlin.

-1937-

Reciprocal admission
abolished & six
month residency
requirement enacted

-1935

Bar disciplinary
hearings opened
to the public

1940

technology specifically the telegraph.
The bulk of his talk was devoted to criti
cism of the proposed Civil Code pending
inthe Legislature. He complimented the
new edition of Revised Statutes, which
was apparently printed in Omaha.

After the 1899 meeting, records are
sketchy until after World War |, although
we do have a list of the bar officers
from those first 20 years. Later min
utes indicate the ISB held no meetings
between 1901 and 19009. It is clear the
ISBA was a voluntary organization with
limited enthusiasm.

EARLY BAR OFFICERS

During this period some notewor
thy lawyers were officers of the ISBA.

Oliver O. Haga was Treasurer from
1909 to 1911. He was one of the found
ers of the firm now known as Eberle,
Berlin, Kading, Turnbow and McKlveen.

James Hawley was President from
1917 1919 following by six years his
term as Governor. He was the first of
three members of his family to serve
as President, preceding his son, Jess,
in the 1920s and his grandson, Jack, in
the 1970s.

O.W. Worthwine served as
Secretary during the same period.
He had been a college football player
for the University of Chicago, whose
coach was the legendary Amos Alonzo
Stagg. Worthwine had a long and col
orful history in Boise, starting with his
time as a coach for Boise High School.
In that role he promoted a “National
Championship” football game between
Boise High and Wendell Phillips High
School of Chicago, in 1912. He eventu
ally entered a law partnership with the
firm of Hawley, Puckett and Hawley and

£Advocate o January 2025 45



O.W. Worthwine at his desk in his Idaho Building
office, 1949.¢

appears in the Idaho State Bar minutes
for decades thereafter.

The first known minutes of the ISBA
were produced in 1921. That meeting
was held in January, in Boise. Dues were
setat $2.00 per year. The treasury bal
ance was $919, and the members voted
to raise the Bar Secretary’'s compensa
tion by 140 percent, to $120 per year.

The roster from that 1921 meeting
lists no women in attendance. The par
ticipants discussed a number of top
ics, including whether the Bar should
implement minimum fees schedules
and whether to pursue formation of a
mandatory bar association.

The President, future Idaho
Supreme Court Justice James Ailshie,
made alengthy address to the member
ship. Many of his topics probably sound
familiar, like the distrust by the public
of lawyers and courts and that losing
parties blamed the system. He urged
prosecution of unauthorized practice
of law ("“UPOL") cases, advocated for
the streamlining of discipline cases, and
stressed the need to address delays in
the court system. He also suggested
that bar meetings necessarily needed
to be held in Boise. As we will see, the
contention over where to hold the Bar
convention has ebbed and flowed over
the following decades.

The meeting concluded with a
speaker from Twin Falls makinga speech
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Boise Senior High School Football team 1912. Coached by Oscar W. Worthwine.”

about suggestions for improvement of
the Bar, including fall meetings for bet
ter weather and to better prepare for
the legislative sessions. He suggested
the need for district meetings. Finally,
he noted that the 1919 meeting had
included all Boise law
yers, except two.

THE MANDATORY BAR
Two years later, in
1923, the Bar had final
ized a proposal for the
formation of a manda
tory bar association.
The concept of a man
datory (or integrated)
bar was in its infancy.
North Dakota was the
first state to form an
integrated bar, in 1921.
Alabama and Idaho
would be next, in 1923.
(In the “insert joke
here" category, the Bar
organization bill was
introduced throughthe

The careful reader will ask, “Why
are we celebrating a one hundred
year anniversary in 2025 if the Bar was
formed in 1923?" After the January
1923 ISBA meeting, the proposedleg
islation creating the Bar was filed. The

AND DISCIPLINE OF
STENT HEREWITH.

Be It Enacted by the Lerislature of the State of Idaho:

10K 1. Recognizing that the practice of the legal

livestock committee).

The first page of the original
Senate billcreating the Idaho
State Bar. Images courtesy
of the Legislative Service

Office with a special thanks

to Layce Silvey, Legislative

Librarian.

profeseion ie & privilege granted by the State and not a natu-
ral right of the individual, it is deemed neceseary as a matter
of businese policy and in the intereste of the public to pro-
vide lawe and provisions coverime the granting of that privilege
and ite subsequent uee, control and regulation to the end at
the public shell be properly protected against unprofeseional,
improper and unsuthorized practice of law and unprofessional
conduot of m s of the Bar.

SE In order to more effectively carry out the pur-
poses and intent of this act, there is hereby esteblished a Bo-

ard of Commiesioners of the Idaho State Bar, coneisting of three




bill passed in that year's Legislature,
creating a Board of Commissioners
and providing for annual meetings.

Unfortunately, no money was
appropriated for the operation of the
Bar, so nothing happened other than an
organizational meeting. The intent of
the bill was for Bar dues to be the source
of funds, but the State Auditor refused
to handle it that way, contending that
the billhad notincluded an “appropria
tion" as required by the state constitu
tion. The officers of the bar filed a writ of
mandate in the Supreme Court, result
ingin the case of Jacksonv. Gallet.®

A divided Idaho Supreme Court
sided with the Auditor and denied the
writ of mandate. The proponents then
went back to the 1925 Legislature with
a new bill, which also passed. That bill
apparently satisfied the concerns from
Jacksonv. Gallett.

FIRST ANNUAL MEETING

The first actual meeting of the
Idaho State Bar (“ISB”) was held in
September 1925, in Lewiston. Despite
Judge Ailshie's suggestion, the first five
annual meetings were held through
out the state. After Lewiston in 1925,
they were held the following years in
Pocatello, Boise, Coeur d'Alene, and
Idaho Falls respectively.

After multiple attempts to
encourage attendance, the Board of
Commissioners concluded that hold
ing the meetings in “summer resort
areas” might show an improvement,
so the meetings were held in McCall
and Hailey in the mid 1930s.

At one point, former President
Ailshie even suggested that lawyers who
failed to attend a bar meeting for three
straight years should be disbarred! The
Bar also considered tripling bar dues to
$15 but offering a $10 refund if a lawyer
attended the Bar meeting.

Other efforts to increase partici
pation included the creation of the first
sections ajudicial councilandaprosecu
tors' section, with consideration given to
creating a young lawyer section. District
Bars were also created for the first time.

The spirit of inclusion apparently
did not extend to female members of

the Bar. In 1935, the President reminded
those in attendance to tell their wives
that the annual banquet was a “stag”
event. Mary Smith, of Rexburg, is the
first woman to appear in the transcripts,
in 1937, when she made an address to
the Annual Meeting about the need for
reform in the Idaho pardon system.
She apparently wasn't invited to the
banquet, however, a fact she noted in
her address.®

BORAH

Over the years, Senator William
Edgar Borah was an active participant in
the Idaho State Bar, which is something
of an irony, since a recurring criticism
was that he never spent time in Idaho
he only lived here from 1891 to 1906.

In 1925, the Bar had invited a
speaker from San Francisco to discuss
the needfora World Court. He agreed,
then balked unless Senator Borah
would come and debate the ques
tion. In fact, Borah did agree on short
notice and came to Lewiston. Senator
Borah's objection to the World Court
was tied to his complete objection to

RECURRING TOPICS

William E. Borah. Photo credit: Idaho State
Archives, [unknown, D 102 AJ.

the League of Nations and anything he
thought was associated with it.

In 1927, Borah addressed the Annual
Meeting on the “Mexican Land Problem”
which had its roots in leased oil lands. In
his introductory remarks that year he
noted that in the Senate cloakroom he
had been touting Governor Hawley as
one of the country’s most accomplished

The legal concerns expressed during the Annual Meetings varied, but
again bear some familiarity to current times. Some of the concepts just

took time to be realized.

In 1923, it was the need to curb “voluminous pleadings”.

In 1925, juvenile delinquency was perceived to be a burgeoning prob
lem, with the claim it was up 100% from 1918 1923. One cited reason was
that places of low morals (i.e. picture shows) were open on Sunday, but not

libraries.

In 1926, a speaker argued that all constitutional amendments after the
Bill of Rights were bad and should be repealed. That same year, the secre
tary of the ABA spoke about the modern need for laws governing aviation
and regulation of radio broadcast waves.

In 1927, the Bar discussed whether to create a Court of Appeals,
something which was eventually done in 1982.

Throughout the 20s and 30s, the Bar debated the need for minimum
fee schedules. Those fee schedules were widely used throughout the
country, and a 1958 Idaho State Bar ethics opinion even declared it uneth
ical for a lawyer to deviate from charging at least a minimum fee. By the
1970's, under threat of antitrust litigation, such schedules had been

largely abandoned nationwide.

In 1938, the Bar discussed whether Idaho should implement what we
now call Rule 25 disqualifications. That rule has been a moving target even

to the present time.
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trial lawyers. He noted that one of his
fellow Senators piped up that Hawley
had been handicapped by his choice of
co-counsel in the Steunenberg assassi
nation trial. The co counsel, of course,
was Borah himself.

In 1934, Senator Borah's treatise
was read concerning adherence to the
Constitution (which canbereadasacom
ment on the New Deal). He also deliv
ered an address and again expressed his
opposition to the proposed World Court.

JUDICIAL ISSUES

The preferred method of making
judicial selections was (as it continues
to be) an ongoing topic of concern.
Beginningin the late 20s, the Bar began
to advocate for non partisan judicial
elections and the Legislature eventu
ally agreed in 1933. In 1928, a member
of the Bar proposed that judges should
be appointed by the Governor, from a
suppliedlist aconcept that again was
realized nearly a half century later. The
Legislature was far less sympathetic to

suggestions that the Bar should control
the process of judicial selection or that
Supreme Court terms be for 10 years.

By around 1930, the Bar had cre
ated a Judicial Council, consisting of
lawyers and judges, with the intent to
make policy recommendations to the
Legislature and Supreme Court. One
suggestion was to abolish probate
courts altogether (accomplished in
1970). Another was that county clerks
shouldn't be elected officials (at least
as regards court duties).

Many of the Judicial Council pro
posals highlighted a clear division
between lawyers from small towns and
those from "big cities.”

In 1927, Bar Commissioner Jess
Hawley noted that the governor had
vetoed a judicial pay increase billand a
bill to define UPOL had failed judicial
pay had not increased since 1909. He
noted: "The Legislature looks at our
bills with suspicion,” in that year only
four out of 100 legislators were lawyers.

BAR ADMISSIONS

Bar admissions, then as now, were a
major concern. In 1923, the Bar discussed
the need to make more careful study of
applicants from other states, apparently
in light of some unworthy applicants slip
ping through. Initially, the ISB permitted
reciprocal admission from other states
but in 1937, that was abolished, and a
six month residency requirement was
enacted (reciprocal admission was rein
troduced in Idaho in 2002). It is interest
ing to note that from 1925 through 1939
the membership of the Bar declined from
629 lawyers to 515. By 1943, that number
had shrunk to 409 (current membership
is around 7,400)%°. Much to the present
relief of the author, the Bar declined to
pursue a 1935 proposal that would have
made all lawyers over 65 be examined
for continuing competence.

In 1939, the Bar held an extended dis
cussion about whether Idaho should have
diploma privilege and decided not to. That
year, a speaker spoke to the topic: “Is the
Bar exam too focused on minutiae?”

Administration Building, University of Idaho, 1912. Photo credit: University of Idaho Campus Photographs, [University of Idaho Library Special
Collections and Archives, PG1_52 10].
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FAMILIAR NAMES

Lawyers from the transcripts of
the 20s and 30s will be familiar to cur
rent ISB members. In 1925, A.L. Merrill
was elected as commissioner from
Pocatello in a seven way race. In 1928,
both Carl Burke Sr. and Raymond Givens
Sr. appear in the minutes. Participantsin
1936 included Willis Moffatt, future U.S.
Senator Herman Welker (then prosecu
tor from Washington County), and the
newly elected Commissioner J.L. Eberle.
The 1937 meetingwas heldinldaho Falls.
The attendees were welcomed by Chase
Clark (lawyer, then Mayor of Idaho Falls,
future governor and Federal Judge, and
father in law of Frank Church).In 1938,
the newest Commissioner was Clarence
Thomas (different guy). In 1939, E.B.
Smith (future ISB President, Supreme
Court Justice, and namesake of Quane
Smith) gave an address on “should law
yers be bonded?”

UNIVERSITY OF IDAHO COLLEGE
OF LAW

The Annual Meeting regularly fea
tured addresses by the dean of the
University of Idaho (“Ul") College of
Law. In 1925, Dean Robert McNair Davis
spoke to the convention and noted that
his school was “not for the indolent
and the stupid.” The next year the Bar
President noted the original applicants
failing the bar had passed, claiming
that they had received a wakeup call to
study harder. He noted: “A law school is
no place to summer fallow athletes.”

In 1931, the Bar heard an address
from Russ Randall (young lawyer and
future Bar President). He discussed
that ethics had been removed from Ul
College of Law curriculum. He also asked
that more practical skills be taught
in law school. A veteran bar member
applauded Mr. Randall as a young law
yer who “"know(s] that he does not know
anything about the practice of law.'"

In 1932, the Twin Falls District Bar,
acting on some misinformation about
the cost, proposed elimination of the Ul
College of Law altogether. That drew a
sharp and immediate reaction from
the dean.

In 1933, the minutes contain the
“ldaho Law Journal” which appears to
be the forerunner of the Ul Law Review.

CRIMINAL LAW

Criminal law topics were regu
larly discussed, often raised by the
Prosecutors’ Section. In 1926, a major
debate was whether the prosecution
should be permitted to comment about
a Defendant’s election not to testify in
a criminal trial. In 1931, a speaker dis
cussed why "plea bargains are bad.”

Also, in 1931 it was noted that crime
was down statewide. There had been
zerofelony cases filedin 1929 in Caribou
and Oneida Counties, and only one in
several other counties. A comment
was made that almost half of all criminal
cases were “petty” prohibition cases.

In 1934, Judge Koelsch of Boise
spoke on public sentiment to speed
up trials and suggested it was a myth.
He also discussed and opposed a pro
posal that prosecutors be required to
disclose witness lists to Defendants
("only aids unscrupulous defen
dants"). He further suggested voir dire
of potential jurors was a waste of time.

OTHER TOPICS

In 1935, bar discipline hearings were
opened to the public.

Another topic that has resonated
throughout the yearsis the Bar's con
cern about unauthorized practice of
law. In 1930, it was hoped that recent
Supreme Court cases would address
that, and in 1936 it was reported that
the Bar had succeeded in getting
some UPOL judgments versus bond
companies.

BAR LEADERSHIP

One constant through the Bar's
first two decades was the guiding hand
of Bar Secretary Sam Griffin a posi
tion now called Executive Director. He
servedinthatrolefrom 1919 to 1951. He
and recently retired Executive Director
Diane Minnich comprise nearly two
thirds of service in that role in the Bar's
history.

CONCLUSION

The Idaho State Bar has a rich his
tory through its century of existence.
While some of the topics change, many
of the concerns from the early decades
are woven throughout the years.
Continuing to study its origin and his
tory will help to guide the Bar into its
next century.

[The author thanks the following people
for research assistance in preparation of
this article: Supreme Court Clerk Melanie
Gagnepain, members of the Legislative
Council’s Office, Neil McFeeley, Judge Jim
Cawthon, and (of course) Diane Minnich].

Hon. Michael Oths is a
Senior Magistrate Judge
in Ada County. Prior to
his appointment as a
X Magistrate, Oths was

N Bar Counsel for the Idaho
State Barfor 17 years. He spent nine years
as a member of the Ada County Historic
Preservation Society.
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Court Information

OFFICIAL NOTICE
SUPREME COURT OF IDAHO

Chief Justice
G. Richard Bevan

Justices
Robyn M. Brody
Gregory W. Moeller
Colleen D. Zahn
Cynthia K.C. Meyer

Regular Spring Term for 2025
Ist Amended October 3, 2024

BOISE i January 8, 10, 13 and 17
... February7,10and 14
.................................................................................. February 12
........................................................................................ April 2,4,and 7
........................................................ April 9 and 10
............................................................................. May5,7,9,12and 14
June2,6,9and 12

By Order of the Court
Melanie Gagnepain, Clerk

NOTE: The above is the official notice of the 2025 Spring Term for
the Supreme Court of the State of Idaho, and should be preserved.
A formal notice of the setting of oral argument in each case will
be sent to counsel prior to each term.

Idaho Supreme Court
Oral Arguments for January 2025
12/12/2024
Wednesday, January 8, 2025 - Boise
8:50 a.m. Latah County v. Tax COMMISSION........ccccoovvverirrrarrin #50852
10:00 a.m. Craig Swapp & Assoc. v. First Judicial Dist................ #51998
11:10 @M. ISB V. Ol@SON. ..ottt #51857
Friday, January 10, 2025 - Boise
8:50a.M. Raber V. RADEr ..ot #52309
10:00 a.m. Taylor v. City of Lava HOt Springs......c..ccccccoeevvvnevnen. #50888
Monday, January 13, 2025 - Boise
8:50a.m. State V. Bundy ..o, #50333/50715
10:00 a.m. Hill v. Emergency Medicine..........cccccccovvonevonrcnrrne. #50686
11:10 a.m. Children’s Home v. Labrador ..o, #50782
Friday, January 17, 2025 - Boise
8:50a.m. Ray V. Morgan-Smart.......c.cccccoviomcnroneinsionsssneen #49946
10:00a.m. Lowman v. Morgan-Smart.........ccccccoeeveroneeinrioneenin. #50973
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OFFICIAL NOTICE
COURT OF APPEALS OF IDAHO

Chief Justice
David W. Gratton

Judges
Molly J. Huskey
Jessica M. Lorello
Michael P. Tribe

Regular Spring Term for 2025
Ist Amended 12/10/2024

BOISE i January 14, 16, 21,and 23

................................................................................ February 11and 13
March 4,6,11,and 13
April 8,10, 15,and 17
May 13, 15,22, and 29
.. June 10, 17, 24, and 26
....................................................................................................... July 10

By Order of the Court
Melanie Gagnepain, Clerk

NOTE: The above is the official notice of the 2025 Spring Term for
Court of Appeals of the State of Idaho, and should be preserved.
A formal notice of the setting of oral argument in each case will
be sent to counsel prior to each term.

Idaho Supreme Court
Oral Arguments for February 2025
12/12/2024

Friday, February 7, 2025 - Boise
8:50 a.m. Flynnv. The Sun Valley Brewing Co............ccccccccvuvrn #50921
10:00@.M. StAtE V. BEITY ..o #51771
Monday, February 10, 2025 - Boise
8:50@.M. StAtE V. POPD ..o #51783
10:00a.m. Clark v. COIemMan ..o #51014
11:10 @M. EAWaArds V. IPUC ... #51238
Wednesday, February 12,2025 - U of |, Boise
8:50a.m. Bear Crest V. State.......ccoieonioiosese, #50840
10:00 @.mM. State V. Ad@mS......cccovvirvieirieieosieeeeeeees #50841
11:10a.m. Coler v. The Home Depot ..........ccccovvvvvevvonririros. #51065
Friday, February 14, 2025 - Boise
8:50 a.m. Sunnyside Park v. SOrrells ..., #51049
10:00 a.m. Milus v. Sun Valley Company ........cc.cccouvonernrrneernnen. #49693




Idaho Court of Appeals
Oral Arguments for January 2025

12/12/2024
January 16, 2025
9:00a.m. State V. SAMIFOrd.......ccccoivvivoivnirisisisssss #50857
10:30 a.m. State v. Morgan .. #51222
1:30 p.m. Smith v. Mountain View HOSP ........c..ccccccovvoevvvorr. #51259
January 21, 2025
9:00 a.m. Bartoshv. Campbell............cccccoovvomrvimironiiisice, #52302
10:30a.m. Yates V. HUll Farms ..o #51667
1:30 p.MN. MIllEr Ve ROSS ..o #52192
January 23, 2025
10:30 .M. State V. CarraSCo ..., #51447
1:30 p.m. State V. MONNG ..o #50150

Idaho Court of Appeals
Oral Arguments for February 2025
12/12/2024

February 11,2025

10:30 @.m. Perron V. MArtinez ..........ceeevorvorvneoeieeisrnesssenens #51474
1:30 p.m. ValdovinoSs V. StAte.........cccoceoveeeeeioeieeeeeeeeeeee #51308
February 13,2025

9:00a.m. State V. ESCODEAO ......co.oovoioreieee #50157
10:30 a.m. Needham v. Ne€dnam ..........cccccccoovnrninsionenisn, #51475
1:30 p.m. Kovacs v. Kootenai COUNtY .........ccouwcmrvcrrvcrnerconrirree. #51293
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Cases Pending

CASES IN ALPHABETICAL ORDER
BY CATEGORY - NOVEMBER 2024

CIVIL APPEALS

First Amendment
Whether the disturbing the peace statute,
I.C. § 18-6409, is unconstitutionally
overbroad as applied to Defendant’s
conduct of engaging in a loud protest,
which included the use of car horns and air
horns, because such conduct is protected
speech under the First Amendment.
State v. Lang
Docket No. 51084
Court of Appeals

Jurisdiction
Whether the failure to timely serve a
notice of appeal on all persons who
were parties and who appeared in the
proceedings below, as required by I.A.R.
20, is a jurisdictional defect requiring
dismissal of the appeal.
Thaete v. St. Luke’s Magic Valley Med. Ctr.
Docket No. 51546
Supreme Court

Post-Conviction

Whether the district court erred in
summarily dismissing Petitioner’s claim
that trial counsel was ineffective for
failing to investigate and advise Petitioner
regarding a potential involuntary
intoxication defense to the battery charges.
Hawker v. State

Docket No. 50946

Court of Appeals

CRIMINAL APPEALS

Evidence
Whether the district court abused its
discretion by admitting as substantive
evidence under LR.E. 1006 a video exhibit
that contained excerpts of numerous
surveillance videos, as well as notations
and other information added by the
officer who prepared the exhibit.
State v. Ewing
Docket No. 50452
Court of Appeals
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Whether the district court erred by
admitting a CARES interview as a prior
consistent statement offered to rebut a
charge of recent fabrication under I.R.E.
802(d)(1)(B)(i) because the interview did
not pre-date the witness’ motive to lie.
State v. Pendleton
Docket No. 51484
Court of Appeals

Whether evidence of Defendant’s prior

narcotic use was inadmissible under

I.R.E. 404(b) because it was not relevant

for any non-propensity purpose and, even

if marginally relevant, it was unfairly
prejudicial.

State v. Inwood

Docket No. 51143

Court of Appeals

Motion to suppress
Whether the district court erred by
concluding that the investigating
officer had reasonable suspicion to
look into Defendant’s eyes during the
administration of field sobriety tests, and
that he developed probable cause to look
into Defendant’s nose and mouth.
Statev. Razo
Docket No. 50887
Court of Appeals

Whether the officer exceeded the

permissible scope of a pat search by

manipulating a small, square bulge in

Defendant’s pocket after it was objectively

clear that the item could not possibly be
a weapon.

State v. Draney

Docket No. 51307

Court of Appeals

Whether the facts known to the officer

gave rise to a reasonable articulable

suspicion of drug activity, so as to justify

the extension of the traffic stop to pursue
a drug investigation.

State v. Frizzell

Docket No. 50061

Court of Appeals

Speedy trial
Whether the district court erred by denying
the motion to dismiss and finding that the
18-month delay in bringing Defendant to
trial did not violate Defendant’s federal or
state constitutional speedy trial rights.
State v. Brown
Docket No. 51068
Court of Appeals

Statutory interpretation
Whether the district court erred by
holding Idaho’s Good Samaritan Act
does not apply to a charge of introducing
contraband into a jail.
State v. Meeds
Docket No. 51312
Court of Appeals

Sufficiency of evidence
Whether the evidence was sufficient to
support the jury verdict finding Defendant
guilty of unlawful killing, possessing, or
wasting wildlife with a combined damage
assessment of over $1,000, in violation of
I.C. § 36-1401(c)(3).
State v. Foust
Docket No. 51458
Court of Appeals

Summarized by:

Lori Fleming

Supreme Court Staff Attorney
(208) 334-2246
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In Memoriam

Hon. William B. Dillon Il

1950-2024
Bill Dillon, of New
Plymouth, Idaho, age

74, passed quietly, with
his sister by his side, on
September 27, 2024. Bill is
survived by his sister and
brothers. He was preceded in death by his
loving wife, Nisha; parents and brother.

Bill graduated from Nebraska
University of Law and was admitted into
the Idaho State Bar in 1978. He moved
directly to Idaho to pursue law and his
love of hunting and fishing. He was very
active in hunting and loved fly fishing
in the summers, also he spent time in
the Idaho Fly Fishing Association. He
loved to return to Nebraska to deer and
pheasant hunt with lifelong buddies.

After moving to Idaho, Bill and
Nisha met at Albertsons after he worked
up the nerve to ask her out. They formed
a lifelong friendship and a love that lasted
through the ages. They loved the rivers of
Idaho, where they camped, fished, and
enjoyed time with many friends.

Bill earned his living as a deputy
county prosecutor, Attorney for the
Idaho Game and Parks, but most people
know him as Judge Dillon. Bill served the
state of Idaho as a Judge for many years
until he permanently retired in 2022. He
mostly worked in Payette and Canyon
counties. Bill enjoyed being able to
perform marriage ceremonies as a judge
and did many in his career.

William J. Wray
1963 - 2024

William Joseph Wray
of Las Vegas, NV, was a
beloved husband, father,
son, grandfather, brother,
and uncle. He passed
away unexpectedly due to
cardiac arrest, on Oct. 2, 2024.

Bill was born to Bob and Gertrude
Wray, of Moreland, ID., on Feb. 21, 1963,
the 4th of 6 children. Asa child, Bill worked
alongside his family on their desert farm,
moving pipe, putting up fence, clearing
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rock, working in the harvest, feeding cattle
and anything else that needed to be done. He
was highly intelligent and valued learning.
He loved to read, play chess, and examine
things under his microscope, and he loved
music. He always had compassion for others
and a sense of justice which helped lead him
to his future career as an attorney.

Bill graduated from Snake River High
School in 1981 near the top of his class.
Shortly thereafter, he served a mission
for the Church of Jesus Christ of Latter-
day Saints in Korea and New York City,
opening the first Korean-speaking mission
in the United States. It was there in New
York City that he met and baptized Myung
Sup “Kim”, who would later become his
bride when they were married in Idaho
Falls in 1984.

Bill aspired to higher learning
graduating from Pace University with his
undergraduate degree, followed by earning
a Juris doctorate at St. John Law School in
New York City. While they were in New
York City, their three lovely children were
born, Joseph, Daniel, and Michelle. They
later moved to Las Vegas, NV. He was
admitted to the Idaho State Bar in 1992.

He cultivated his love of learning and
music in his children and encouraged
them to develop their talents. He was their
biggest cheerleader, and he was never afraid
to belt out a song, especially a rock hit from
the 70’s and he never needed lyrics. Bill and
Kim made family a priority, visiting them
in Idaho and Korea often and welcoming
them into their home. If you ever visited
Bill, you were keenly aware of how generous
he and Kim were. Kim would always
provide abundant food, often homemade
Korean dishes, and an immaculate room to
stay in. Bill was a great entertainer, sharing
humorous stories and laughing easily.

R. John Insinger
1947 -2024

John Insinger passed
away peacefully on
September 14 at his home
in Ketchum. Born in La
Jolla, CA on March 1,
1947, John enjoyed many
adventures from a young age.

At the age of 11, he sailed with his
parents and siblings throughout the South
Pacific Ocean for a year with stops in
Tahiti, Samoa, Guadalcanal and many
other islands. His love of sailing was
born in those days. He lived the typical
California lifestyle in his younger years;
surfing in the summers when he wasn’t
working on one of his father’s commercial
tishing vessels. He graduated from La Jolla
High School, class of 1965.

John’s parents, Bob and Betty Insinger,
began bringing their family to Sun Valley
to ski in 1963, and that was all it took to fall
in love with Idaho. John helped build the
family vacation home in North Fork, north
of Ketchum in the late 1960’s and was a Sun
Valley ski instructor under Sigi and Sepp
in his early 20’s, until he met his wife of 55
years, Susan Clarke. Once “settled down”,
John and Susan finished their college
degrees at the University of Colorado. John
then earned his law degree at the University
of Idaho and was admitted into the Idaho
State bar in 1974.

John had a fulfilling 40-year legal
career in Boise starting as an Ada County
deputy prosecutor. From there, he joined
the law firm of Risch, Goss, and Insinger
and went on to be a successful and well-
respected attorney. John served many
years as a member, then Chairman, of
the Idaho State Bar Professional Conduct
Board. He also served as President of the
Idaho Fourth District Bar Association and
served on the Idaho Housing and Finance
Association’s Board of Commissioners.

However, he always made time for
Idaho adventures including fishing, hiking,
skiing and racing Hobie Cats on the lakes
of Idaho. In 1974, the extended Insinger
family moved their summer vacation north,
to the Boulder Creek Ranch on the east fork
of the Salmon River. Fortunately, John
was an avid aviator and enjoyed flying
family and friends to “the Ranch”, often
buzzing the dirt landing strip to clear the
cows before landing. When they weren’t
sailing, John and Susan and their children
spent many, many weekends at the Ranch
with grandparents, aunts, uncles, nieces
and nephews. He also loved to travel with
his wife, Susan, especially in their motor



home journeyed as far north as Haines,
Alaska.

Once retired, John joined his long-
time law partner, Senator Jim Risch, as
his Chief of Staff and enjoyed all the
intrigue and camaraderie of part-time life
in Washington DC. He enjoyed travel to
Africa and the Middle East and meeting
many world leaders as a representative of
Senator Risch’s office.

John is survived by his wife, Susan, son
Rob and daughter Tina and grandchildren
who loved their “Papa”. He will be sorely
missed.

Tyra H. Stubbs
1957 - 2024

Tyra (“Teera”) Stubbs
died on November 24,
2024 due to dementia. Tyra
and her parents Dorothy
and Chuck Hansen arrived
in Boise when Tyra was
nine. Tyra and her parents loved Boise, and
they backpacked and camped throughout
Idaho. Tyra graduated from Capital High
in 1975, and then went to Carleton College.
After graduating with a B.A. in history in
1979, Tyra moved to Chicago.

Tyra had a close circle of friends from
college in Chicago, and one of these friends
was Richard “Dick” Stubbs. In 1981, Tyra
and Dick were married, moved to Portland,
and started law school at Lewis and Clark.
Tyra and Dick had their first child, Geoff,
in their last year of law school, graduated
and moved to Boise.

After passing the Idaho State Bar in
1984, Tyra served a judicial clerkship. She
then worked as an attorney for the Idaho
Department of Law Enforcement before
entering private practice. During her career
Tyra conducted civil litigation, handled
several trials and argued a number of
appeals. Somehow Tyra found time to have
a second child, Amanda, in 1988.

In 2005 Tyra was found to have breast
cancer, and received chemotherapy and
radiation. In 2007, Tyra was competing
in the Pole, Pedal, Paddle in Bend,
Oregon when she had a bike crash. Tyra
sustained a severe traumatic brain injury
that disabled her from practicing law.
Although Tyra no longer could work, she
volunteered her time and cared for her
family. Tyra and Dick enjoyed living in
Boise and New Meadows.

Tyra is survived by her husband, Dick,
her son Geoff Stubbs and his children,
and her daughter Amanda Corey and
her children. The family also expresses
its gratitude for Tyra’s devoted friends,
including Keith Cambre and Linda
Blessinger, and the caregivers who cared
for Tyra at Truewood by Merrill in Boise.

Robert L. Brower

1943 -2024

Robert L. Brower
passed away peacefully
on Monday, Oct. 14,

2024, at the age of 81 at St.
Joseph Regional Medical
Center in Lewiston.

Born July 28, 1943, in Ogden, Utah,
to parents, Erma and Eldred Brower.
He attended school in Rupert, Idaho,
graduating in 1961. After graduation,
Bob served his country in the National
Guard. After his service, Bob enrolled
at Carroll College in Helena, Mont.,
transferred to the University of Idaho for
his undergraduate, continued onto the Ul
College of Law, graduating in 1983 with
his Juris Doctorate. Bob was admitted to
the Idaho State Bar in 1973.

Bob forged many partnerships,
received multiple honors for his
Professionalism, Outstanding Service
and benevolent Pro Bono work, ultimately
retiring from Jones, Brower and Callery
in 2017. Besides practicing law, Bob held
many key roles including delivering
Meals on Wheels, teaching Business
Law at Lewis-Clark State College, and
attaining the position of Exalted Ruler at
the Elks Lodge No. 896.

Bob was revered by family and
friends as a stellar father, mentor, golf
buddy and fishing partner. He was a kind,
understanding person; always happy and
ready to help in any way he could and will
be missed.

Bob is survived by his wife of 43 years,
Shirley; his sister and brother as well as eight
grandchildren and 14 great-grandchildren.
Bob is preceded in death by his parents,
Erma and Eldred Brower; son, Anthony
Brower; two brothers, Ray and Dee Brower;
and grandson, Cody Shawver.
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Around the Bar

2024 Resolution Results

District| 1st 2nd 3rd 4th 5th 6th 7th OSA* |Totals
Members eligible to vote 447 229 325| 2404 306 210 436 1548 5905
% of total membership 8% 4% 6%| 41% 5% 4% 7% 26% 100%
Members voting 113 64 76 359 84 64 106 102 968
% of members votin 25%| 28% 23% 15% 27%| 30% 24% 7% 16%

Resolution 24-01 For 79| 52 49| 280 67| 57 85 76 745| 85%

Changes to Idaho bar exam | Against 22 8 10 45 14 5 13 16 133| 15%

Resolution 24-02 For 56| 44 47| 209 52| 42 59 56 565| 64%

IRPC 1.16 Entire file rule Against 43 13 25| 113 31 19 38 31 313| 36%

Resolution 24-03 For 64| 41 46| 221 50 46 60 52 580| 63%

License fee increase Against 46| 23 20 123 28 17 37 41 344| 37%
Total 2680

"Out-of-State Active

2024 Resolution Results

STATEWIDE—The Bar membership
considered three resolutions during the
2024 resolution process. All three resolu-
tions were passed by the membership. The
vote tally is above. The proposed changes
to the rules, as approved by the mem-
bership, will be submitted to the Idaho
Supreme Court for its consideration.

Special thanks to the District Bar
Association officers for their assistance
with planning the resolution meetings.
We appreciated the opportunity to meet
with lawyers from around the state to
honor lawyers and judges and to discuss
the proposed resolutions.

Register for the Lawyer Referral
Service Panel When You
Complete Your Licensing

STATEWIDE—The Lawyer Referral
Service (“LRS”) needs additional panel
members! LRS operates as a public service
of the Idaho State Bar, and we need attor-
neys like you to help us help the public.
All LRS attorneys are members in good
standing with no pending public disci-
plinary complaints. You can join the panel
when you renew your licensing for 2025!
Please contact LRS Coordinator, Andrea
Getchell, with any questions at agetchell@
isb.idaho.gov or 208-334-4500.
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Ninth Circuit Court of Appeals
Held a Special Sitting in Idaho Falls

STATEWIDE—On October 18, 2024, the
Bonneville County Centennial Courtroom
was full to capacity for an historic event.
For the first time since Idaho was admitted
as a judicial district to the Ninth Circuit of
the United States Courts in 1890, the Ninth
Circuit Court of Appeals held a special sit-
ting at the Bonneville County Courthouse
in Idaho Falls to hear oral arguments.
The three-judge panel consisted of: Senior
Circuit Judge N. Randy Smith, Circuity
Judge Ryan D. Nelson, and Circuit Judge

L-R, Senior Judge N. Randy Smith, Judge Ryan D.
Nelson, Judge Danielle J. Forrest. Photo courtesy
of Alayne Bean.

Danielle J. Forrest. The judges heard oral
arguments for two cases: Johnson v. Gentry
(Case No. 23-2124) and USA v. Alizadah
Nawai (Case No. 23-2523). Seventh District
Trial Court Administrator’s Office, includ-
ing TCA Tammie Whyte and Deputy
TCA Alayne Bean, worked closely with the
Seventh District Field Techs, Bonneville
County Staff, and Ninth Circuit Staff to
make sure the event was successful.

Stoel Rives Welcomes Newest
Partner and Four New Associates

BOISE—Meaghan Nelson
has joined Stoel Rives as a
corporate partner in the
firm’s Boise office from
a position as in-house
counsel. She handles pub-
lic company representation, corporate
governance, executive compensation and
corporate transactions. She earned her J.D.
from the University of Illinois College of
Law, summa cum laude, and earned a B.S.
in international affairs with high honors
from the Georgia Institute of Technology.

Alaina Harrington
| joined Stoel Rives as a
litigation associate in the
firm’s Boise office. She
focuses on complex com-
mercial disputes, including
cases arising from commercial contracts,
business torts, and regulatory issues.
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She earned her J.D. from the University
of Idaho College of Law, summa cum
laude, where she was ranked #1 in her
class, and earned a B.A. in Spanish from
the University of Idaho.

Kali Park joined Stoel
Rives as a litigation asso-
ciate in the firm’s Boise
office. She advises clients
on breach of contract,
fiduciary duties, oil and
gas disputes, indemnity claims, and work-
ers’ compensation issues. She earned her
].D. from Baylor University, cum laude,
and earned a B.A. in biology and Spanish
from Southern Utah University.

Anders Pedersen joined
Stoel Rives as a litigation
associate in the firm’s
Boise office. He earned his
].D. from the University
of Idaho College of Law,
and his J.D. in economic sociology from
Southern Methodist University.

Audrey Scholer joined
Stoel Rives as a litigation
and labor and employ-
ment associate in the firm’s
Boise office. She represents
clients in a range of differ-
ent litigation matters and represents them
at mediation and arbitration and assists in
settlement negotiations. She earned her
].D. from the University of Idaho College of
Law magna cum laude and earned her B.S.
in psychology from Boise State University.

Idaho Association of Defense
Counsel Presents Award to
James A. Ford and J. Nick Crawfod

STATEWIDE—At the Idaho Association
of Defense Counsel’s 60" Annual Meeting
in McCall, James A. Ford of Elam & Burke-
Boise and ]. Nick Crawford of Brassey
Crawford-Boise were presented with the
association’s most prestigious award,
the Carl P. Burke Award of Excellence in
Legal Defense.

James A. Ford (“Jim”) was recognized
by his peers for his exemplary service
and accomplishments in the legal field.
Specializing in workers’ compensation,

Andrew Brassey (left) and Nick Crawford (right)

insurance defense, and civil litigation. Jim’s
legal prowess and dedication to his clients
have earned him well-deserved accolades
over the years. He was recently named by
Best Lawyers in America as the 2025 Lawyer
of the Year in Workers” Compensation.

Jim’s accomplishments in the legal
field extend beyond the expertise he pro-
vides his clients. Jim played a pivotal role
in the formation of the Young Lawyers
Section of the Idaho State Bar and in the
founding of the American Inns of Court
in Boise. Jim is also a long-time mem-
ber of the Idaho Association of Defense
Counsel and has served in the associa-
tion’s various leadership roles, including
as president from 2001-2002.

J. Nick Crawford’s peers noted his
professionalism, high standard of eth-
ics, and respect for our legal system. He
is considered an excellent trial lawyer by
his peers, having tried well over 100 jury
trials to verdict, and is well respected
amongst the plaintiff and defense bar.
Nick’s accomplishments in the legal field
have earned him many accolades over
the years, including induction into the

American College of Trial Lawyers and
Litigation Counsel of America. Nick has
also shown a deep commitment to profes-
sionalism in the practice of law through-
out his career. The Idaho State Bar
presented Nick with its Professionalism
Award in 2019.

Holland & Hart Announces
2025 Partner Elections

BOISE—Holland & Hart LLP is pleased to
announce the election of 14 new partners
effective January 1, 2025. The two elected
to the firm’s partnership at the Boise office
are Tori Osler and Ben Gibbons.

Tori’s practice includes
a focus on representing
clients in commercial real
estate development, real
estate finance, and mul-
tifamily and affordable
housing projects.

Ben is adept at help-
ing design and implement
employee benefit plans
that are tailored to an orga-
nization’s specific needs.

Mike French Law, PLLC
Opens in Boise

BOISE—Mike French is
pleased to announce the
opening of her Boise
firm, Mike French Law,
PLLC. Mike, a graduate
of the University of Idaho
College of Law, has practiced in the areas
of criminal defense and crisis manage-
ment for more than a decade. She is cur-
rently accepting new cases in state and
federal court.

Givens Pursley Welcomes
Three New Attorneys

BOISE—Givens Pursley is proud to
announce a new partner, Jeff Beelart, and
two new associates, Megann Meier and
Marcus Waterman.

Givens Pursley is proud to announce
that Jeff Beelaert has joined the firm as a
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litigation partner. Jeff joins the firm with
diverse experience in private practice and
as a government lawyer, including dis-
tinguished service at the United States
Department of Justice in Washington,
D.C.. He focuses primarily on environ-
mental, constitutional, and administra-
tive litigation. Jeff is licensed to practice
in Idaho, and he teaches administra-
tive law as an adjunct professor at the
University of Idaho College of Law.

. Megann E. Meier
has joined the firm as an
associate attorney. Having
just completed a two-
year clerkship in the Ada
County District Court,
Megann is now excited to practice across a
broad range of areas, including litigation,
real estate, land use, and natural resource
law. She is licensed to practice in Idaho.

Mr. Waterman spent
two years as a federal law
clerk for Judge B. Lynn
Winmill of the U.S. District
Court for the District of
Idaho. A fifth-generation
Idahoan, Mr. Waterman studied law at the
University of Idaho College of Law.

Fifth District Congratulates
Judge Brody on His Retirement

FIFTH DISTRICT—Fifth District Judge
Jonathan P. Brody, who has served in
Minidoka County since his appoint-
ment in 2009, was honored honored on
November 22 during a retirement cere-
mony in Rupert.

Administrative District Judge Eric J.
Wildman talked about Judge Brody’s
judicial career and the time he spent as a
prosecutor and public defender for Twin
Falls and Minidoka counties. The pair
joked about who had technically been a
judge longer, and Judge Brody spoke of
how supportive the community has been
over the years.

The entire Fifth District wishes
Judge Brody the very best and congratu-
lates him on his retirement!
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Fifth District Celebrates Judge
Lindstrom’s Investiture

FIFTH DISTRICT—The Fifth Judicial
District on Nov. 21 held an investiture cere-
mony in Burley for Judge Scott P. Lindstrom,
sworn in as the newest magistrate judge
for Cassia County. In a fitting tribute, the
oath was administered by his predecessor,
now-District Judge Blaine P. Cannon.

Judge Lindstrom thanked his family,
his mentors, and the tremendous support
system that he has had in Cassia County
that led him to the decision to apply to be
a judge. Through remarks peppered with
good humor, he said how honored he is to
serve his community and that he hopes
he can make everyone proud.

On behalf of the entire Fifth District,
welcome to the bench Judge Lindstrom!

Judge Brodly, left, and Minidoka County Commissioner Schenk. Photo credit: ID Courts.

Judge Cannon, left, administers the oath to Judge Lindstrom. Photo credit: ID Courts.
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Ethical Issues When You Have a
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)
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