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Patents
FUNDAMENTAL CONSIDERATIONS



Patents – Wha t?

“Congress shall have power . . . To promote the progress of 
science and useful arts, by securing for limited times to authors 
and inventors the exclusive right to their respective writings 
and discoveries.”

U.S. Constitution, Art. I, § 8, Clause 8 

• Types:  Utility, Design, Plant
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Patents – Wha t?
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Generally: shorter claims = better/broader



Patents – How?

• Phase 1 – Prepare and file application
− First to file wins – actual “reduction to practice” not required
− Once idea is publicly disclosed, 12mo window to file in the US

• Toast in most foreign jurisdictions
− Pre-disclosure, NDAs are your friend
− Might file a provisional application (placeholder, 12mo to convert)
− Pre-filing search?
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1-Year Grace Period
FilingDisclosure



Patents – How?

• Phase 2 – Prosecution (Examination)
− USPTO tries to reject you

• You can amend the claims
• But nothing else

− often 2-4 rounds of rejection
− often 2-4 years until allowance
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Patents – Wha t?

• A patent provides a negative right:
− Right to prevent anyone else from making, using, or selling 

the claimed invention.
− Someone else might be able to block you, even if you have 

a patent
• There is no “Patent Police”

− You have to enforce (can be very expensive)
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Patents – Why?

• Protect core technology against knockoffs
• Deter/defend attacks
• Attract investment – e.g., demonstrate legitimacy and ownership
• Marketing
• Leverage
• Licensing Revenue

• Cross-Licensing Opportunities (especially for larger companies)
• Provide value for sale, merger, acquisition, and joint venture opportunities
• Create prior art (prevent others from getting patents that might block you)
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Patents v. Trade Secrets

• Definition: 
− Information that derives economic value because it is secret; and
− You take reasonable efforts to keep it secret

• Pros:
− Potentially unlimited duration
− No public disclosure of details
− “Free”

• Cons:
− Protects only against misappropriation

• e.g., not against independent discovery, reverse engineering
− Risk of accidental disclosure
− Can be very difficult to enforce

Presenter Notes
Presentation Notes
Note that one of the tradeoffs for patent rights is that the idea is publicly disclosed.Decision based on: detectability, value, reverse engineering.Making a comprehensive list of the business’ trade secretsClassifying information appropriatelyRegularly monitoring the information classified as trade secrets and updating the listDisclosing information to fewer employeesGetting signed agreements from employees to keep trade secrets safe in the event of termination of employmentEducating employees about the importance of keeping trade secrets confidentialConducting exit interviews with departing employees reminding them of their obligation not to disclose the company’s trade secretsMonitoring competitors to see if they produce products or adopt procedures similar to those of the businessMonitoring computer networks for potential security leaksExamples: Coca-Cola Formula, KFC original  recipe, Google Search Algorithm, Luxottica Manufacturing process, customer lists can be trade secrets (cannot be publicly available information). 



Best Practices for In- House 
Counsel

• Educate teams about public disclosure risks

• Initiate early discussions with patent attorneys
— Do not wait for product to be ready; protect early

• Implement internal procedures for preserving trade 
secrets

Presenter Notes
Presentation Notes
Discuss disclosure risks with marketing, product managers, etc. Known when products are to be released. 
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Patents
CURRENT TOPICS



Patent Eligibility Restoration Act

• 35 U.S.C. § 101:  
“Whoever invents or discovers any new and useful process, machine, 
manufacture, or composition of matter, or any new and useful 
improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title.”

• Judicially Created Exceptions:
− natural phenomena
− laws of nature
− abstract ideas

• mathematical processes, mental processes, methods of organizing 
human activity

• The judicial exceptions are often broadly and inconsistently applied
− Especially “abstract idea”—often used to reject software
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Note that one of the tradeoffs for patent rights is that the idea is publicly disclosed.Decision based on: detectability, value, reverse engineering.Making a comprehensive list of the business’ trade secretsClassifying information appropriatelyRegularly monitoring the information classified as trade secrets and updating the listDisclosing information to fewer employeesGetting signed agreements from employees to keep trade secrets safe in the event of termination of employmentEducating employees about the importance of keeping trade secrets confidentialConducting exit interviews with departing employees reminding them of their obligation not to disclose the company’s trade secretsMonitoring competitors to see if they produce products or adopt procedures similar to those of the businessMonitoring computer networks for potential security leaksExamples: Coca-Cola Formula, KFC original  recipe, Google Search Algorithm, Luxottica Manufacturing process, customer lists can be trade secrets (cannot be publicly available information). 



Patent Eligibility Restoration Act

• PERA 
− Introduced by Senators Thom Tillis (R-NC) and Chris Coon (D-DE) in June 2023
− Would eliminate judicial exceptions, replacing with only the following statutory exceptions: 

• mathematical formula that is not part of an invention
• process that is substantially economic, financial, business, social, cultural, or artistic
• process that (i) is a mental process performed solely in the human mind or (ii) occurs in 

nature wholly independent of, and prior to, any human activity
• unmodified human gene, as that gene exists in the human body
• unmodified natural material, as that material exists in the nature

• Intended/expected to greatly increase scope of patent-eligible subject matter
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Unitary Patent System

Background:  Patent Cooperation Treaty (PCT) countries
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Unitary Patent System

Background:  European Patent Office (EPO) States
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Unitary Patent System

Launched June 1, 2023

Ratified:
Austria, Belgium, Bulgaria, Denmark, 
Estonia, Finland, France, Germany, 
Italy, Latvia, Lithuania, Luxembourg, 
Malta, the Netherlands, Portugal, 
Slovenia, Sweden

Expected to Ratify:
Cyprus, Czech Republic, Greece, 
Hungary, Ireland, Romania, Slovakia

EU Members Not Participating : 
Spain, Poland, Croatia
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Coverage

Now, to obta in the  sa me 
protection:

EPO 
Application Grant

GB

DE

ES

FR

EPO 
Application Grant

UP

GB

ES

Before , to obta in Protection in GB, 
DE, ES, a nd FR: Choose from the following upon 

gra nt:
1. File  Na tiona l Va lida tions; 
2. Elect a  UP designa tion 

covering a ll UP sta tes; or
3. A combina tion of 1 a nd 2

 



Unified Patent Court
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• Loca l/Regiona l for infringement
• Centra l for nullity (inva lida tion)

• Sizzling  Hot Topic:  Opt- out?
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AI – The Robots a re  Coming
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• Inventorship: 
− Determined based on the claims. 
− Defined as an individual that contributes to the conception of at least one claim. 

• Someone who helps build/implement the invention may not qualify

Patent Issues (Inventorship)



Patent Issues (Inventorship)

• Ap r il 20 20 : USPTO issu ed  decis ion  den yin g p et it ion  t o  

n am e an  AI sys t em  as  an  in ven t or

− In ven t or sh ip  is  lim it ed  t o  a  n a t u r a l p er son (s ) .

− Up h eld  in  a  decis ion by U.S. Dis t r ict  Cou r t  (Tha ler v. 

Hirshfeld, 558  F.Su p p .3d  238  (E.D. Va . 20 21)) an d  aga in  by 

t h e  Feder a l Cir cu it  (Tha ler v. Vida l, 4 3 F.4 t h  120 7, 1210  

(Fed . Cir . 20 22))
• Based  on  Su p r em e Cou r t  p r eceden t ,  an  " in d ividu a l"  

or d in a r ily m ean s  a  h u m an  bein g  u n less  Con gr ess  p r ovided  

som e in d ica t ion  t h a t  a  d iffer en t  m ean in g  was  in t en ded  in  t h e 

Pa t en t  Act



Patent Issues (Inventorship)

• Can  AI in ven t  ( i.e .,  be  a  n am ed  in ven t or ) ,  o r  m erely h elp  h u m an s  in ven t ?

• Ap r il 20 20 : USPTO den ies  p et it ion  t o  n am e an  AI sys t em  as  an  in ven t or

− In ven t or sh ip  is  lim it ed  t o  a  n a t u r a l p er son (s ) .

− Up h eld  in  a  decis ion by U.S. Dis t r ict  Cou r t  (Tha ler v. Hirshfeld, 558  F.Su p p .3d  238  (E.D. 

Va . 20 21)) an d  aga in  by t h e  Feder a l Cir cu it  (Tha ler v. Vida l, 4 3 F.4 t h  120 7, 1210  (Fed . 

Cir . 20 22))
• Based  on  Su p r em e Cou r t  p r eceden t ,  an  “ in d ividu a l”  or d in a r ily m ean s  a  h u m an  bein g  u n less  

Con gr ess  p r ovided  som e in d ica t ion  t h a t  a  d iffer en t  m ean in g  was  in t en ded  in  t h e Pa t en t  Act



Patent Issues (Inventorship)

• Rela t ed  Exam p le  fr o m  Co p yr igh t  Office :

− Reviewed  a  r egis t r a t ion  for  a  wor k con t a in in g  h u m an - au t h or ed  e lem en t s  com bin ed  

wit h  AI- gen er a t ed  im ages .

− Th e Office  con clu ded  t h a t  a  gr ap h ic n ovel com p r ised  of h u m an - au t h or ed  t ext  

com bin ed  wit h  im ages  gen er a t ed  by an  AI ser vice con s t it u t ed  a  cop yr igh t able  wor k, 

bu t  t h a t  t h e  in d ividu a l im ages  t h em selves  cou ld  n ot  be  p r ot ect ed  by cop yr igh t

• AI m o d els a r e , h o wever , n o w bein g  p r eva len t ly u s ed  a s  p a r t  o f R&D effo r t s  

− e.g .,  d r u g d iscover y, ch ip  des ign

− Is  t h er e  a  gap  in  lega l/ IP cover age for  su ch  advan cem en t s?



Questions?
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